THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 23

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLI-KURT GRI ES

Appeal No. 1998-2134
Appl i cation 08/585, 217!

HEARD: March 22, 2001

Before KIMIN, PAK, and WALTZ, Adninistrative Patent Judges.

PAK, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s refusal to allow clains 1 through 9, 11

through 13, 16 and 17 in the above-identified application.

1 Application for patent filed January 11, 1996
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Clains 10, 14 and 15 were indicated to “be allowable if
rewitten in independent form including all of the
[imtations of the base claimand any intervening clains.”
See Answer, page 2. Clainms 1 and 17 are
representative of the subject matter on appeal and read as
fol |l ows:

1. A photocurable elastoneric m xture conpri sing:

a) an anphiphilic elastoneric binder or a m xture
of such bi nders,

b) a free-radical-polynerizable conpound which is
conpatible with the binder and which has at | east
one termnally ethylenically unsaturated group and a

boiling point at normal pressure of over 100°C and

c) a conpound or a conbi nation of conmpounds which
is capable of initiating the polynerization of the
conpound (b) on exposure to actinic light,

wherein the el astoneric binder is a bl ock
copol yner nmade up of the segnents A, B and C, where

A i s a hydrophobic soft polynmer block having a
glass transition tenperature of bel ow -30°C,

B i s a hydrophobi c hard pol ymer bl ock having a
glass transition tenperature of over +30°C,

C is a polar polynmer block which is made up
of heterocyclic conpounds which can be
pol ymeri zed by anionic ring opening.

17. A photocurabl e recording material as clained
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in claim9, wherein the photocurable |ayer is
devel opable with water or a basic aqueous solution
foll ow ng i magewi se exposure of the recording

mat eri al .

As evi dence of obviousness, the exam ner relies on the

following prior art:

Wi ght 3,652,720 Mar. 28, 1972
Hsieh et al. (Hsieh) 4,603,171 Jul . 29, 1986
Gar nong? 5, 348, 844 Sep. 20, 1994
E.l1. Du Pont De Nenours 1, 366, 769 Sep.
11, 1974

and Conpany (DuPont)
(Published British Patent Application)

Brandrup et al. (Brandrup)3® Polyner Handbook, Second Ed.,
publ i shed by John Wley and Sons, Inc., (1975), pp. |1-167 and
I'1-168.

As evi dence of nonobvi ousness, appellant relies on the

followng literature:

2 |n the Answer, the exam ner refers to this patent as “Wagner”.
Al t hough the front cover of the patent nanes Gregory O Garnong as the
i nventor, both the exam ner and appellant agree that the correct inventor of
this patent is WIlliam R Wagner. See Answer, page 4. To avoid confusion
however, we will refer to this patent as “Grnong”, inasnuch as the nane
“Garnong” appears on the front cover of the patent.

3 The examiner refers to this reference to show an inherent property
of the nonomer described in the applied prior art, nanmely Hsieh. See Answer,
page 6.
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Mort on, Rubber Technol ogy, Third Ed., published by Van
Nostrand Rei nhol d Conpany, (1987), pp. 464-481.

The appeal ed clains stand rejected as foll ows*

1) daim7 under 35 U. S.C. § 112, second paragraph, as
being indefinite for failing to particularly point out
and distinctly claimthe subject matter which applicant
regards as the invention;

2) Cainms 1 through 9, 11 through 13 and 16 under 35

U S.C. 8 103 as unpatentabl e over the conbined

di scl osures of DuPont, Hsieh and Wight; and

3) Cainms 1 through 9, 11 through 13, 16 and 17 under 35

U S.C. 8 103 as unpatentabl e over the conbined

di scl osures of Garnong, Hsieh and Wi ght.

As a prelimnary nmatter, we observe that appellant takes
the position that the objection to the specification set forth
by the exam ner under 35 U S.C. 8 132 is erroneous. See
Brief, pages 7 and 8. As correctly stated by the exam ner (
Answer, page 2), this argunent is not appropriate in the

present case since appellant’s renmedy regarding the objection

to the specification at issue is through a petition to the

4 Subsequent to the final Office action dated Feb. 5, 1997 (Paper No.
9), the exam ner has withdrawn the rejection of clains 16 and 17 under 35
U S . C 8§ 112, first paragraph, as |acking an enabling disclosure for the
subj ect matter clai ned.
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Director of the U S. Patent and Trademark O fice and not
appeal to the Board.

W reverse the examner’s rejection of claim7 under 35
U S.C 8 112, second paragraph as being indefinite for the
reasons articulated by appellant in his Brief and Reply Brief.

As the court stated in In re More, 439 F.2d 1232, 1235, 169

USPQ 236, 238 (CCPA 1971), the determ nation of whether the
clainms of an application satisfy the requirenents of the
second paragraph of Section 112 is

merely to determ ne whether the clains do, in fact,
set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity.

It is here where the definiteness of |anguage

enpl oyed nust be analyzed -- not in a vacuum but

al ways in light of the teachings of the prior art
and of the particular application disclosure as it
woul d be interpreted by one possessing the ordinary
| evel of skill in the pertinent art. [Enphasis ours;
footnote omtted.]

Here, the exam ner criticizes the use of the termnology “M”
but has not supplied any basis to doubt the evidence and
argunment submtted by appellant in his Reply Brief®.

W affirmthe exam ner’s decision rejecting all of the

5> The exaniner has approved entry of appellant’s Reply Brief containing
new argunents and supporting evi dence.
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appeal ed clains under 35 U . S.C. § 103 for the findings of fact
and concl usions set forth at pages 5 through 22 of the Answer.
We add the follow ng for enphasis and conpl et eness.
At the outset, we note that appellant has grouped the
clains on appeal as follows (Brief, page 6):
Goup | - Cdains 1 through 9, 11 through 13 and 16; and
Goup Il - Cdaim1l7.
Therefore, we need only consider the propriety of the
exam ner’s 8 103 rejections based on clains 1 and 17

consistent with 37 CFR 8§ 1.192(c)(7) (1995).

Appel | ant does not dispute the exam ner’s finding that
bot h DuPont and Garnong descri be a photocurable el astoneric
conposition conprising a generic elastoneric bl ock copol ynmer
bi nder inclusive of the clained elastoneric bl ock copol yner
bi nder, the cl ained free-radical - pol yneri zabl e conpound and
the clained polynerization initiator. Conpare Answer, pages
5-6,

8-9, 12-13 and 19-20 with Brief and Reply Brief in their
entirety. However, both the exam ner and appel | ant agree that
nei t her DuPont nor Garnong specifically nentions the clained
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bi nder. See Answer, pages 6 and 9 and Brief and Reply Bri ef
intheir entirety.

To renedy this deficiency, the examner relies on the
di scl osures of Hsieh and Wight. See Answer, pages 6-7 and 9-
10. Appellant does not dispute the exam ner’s finding that
bot h Hsi eh and Wi ght describe the claimed bl ock copol yner
bi nder. Conpare Answer, pages 6-7 and 9-10 with Brief and
Reply Brief in their entirety. Rather, appellant argues that
Hsi eh and Wight do not provide a sufficient suggestion to
enpl oy their block copol yner as the bl ock copol yner binder of
DuPont or Garnong. See Brief, pages 12-14 and 20-21 and Reply

Brief, page 2-3 and 5-7.

In so arguing, appellant fails to take into consideration
the collective teachings of the applied prior art references.
When the applied prior art references, not just Hsieh and
Wight, are considered as a whole, we agree with the exam ner
that there is a sufficient suggestion to arrive at the clai ned
subject matter. Specifically, we agree with the exam ner’s
finding that both DuPont and Garnong set the criteria for

7
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enpl oying the type of elastoneric block copolyners as the
bi nder for their photocurable conpositions. See Answer, pages
12-13 and 19-20. W also agree with the exam ner’s finding
that both Hsieh and Wight teach el astoneric bl ock copol yners
whi ch neet such criteria. See Answer, pages 13 and 20.
Further, we agree with the examner’s finding that both Hsieh
and Wight teach that their elastoneric block copol yners
i npart desired and advant ageous properties, including ozone
resistant properties. See, e.g., Answer, pages 6 and 7.

G ven these advantages and the conpatibility of the
el astoneric bl ock copol yners described in Hsieh and Wight in
t he phot ocurabl e conpositions of DuPont or Garnong, we agree

with the exam ner that it would have been prina facie obvious

to enpl oy

Hsieh’s or Wight’'s elastoneric bl ock copol yners as the binder
of the photocurable conpositions of the type described in

DuPont and Garnong. Appellant’s reliance on Mdrton does not

negate the teachings of DuPont and Garnong, which indicate
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useful ness of the el astoneric bl ock copol yners of the type
described in Hsieh and Wight as the binder of their

phot ocur abl e conpositions. W also note that the clains on
appeal, like the disclosure of DuPont or Garnong, recite a

| arge nunber of elastoneric block copolyners as a binder for
t he cl ai ned phot ocurabl e conmposition. See, e.g.,

speci fication, pages 5 and 6.

As a rebuttal to the prinma facie case of obviousness,
appellant relies on the Gries declaration to denonstrate that
the clai ned subject natter inparts unexpected results. W are
not convinced that appellant has carried his burden of proof.
In re Mayne, 104 F.3d 1339, 1344, 41 USPQRd 1451, 1456 (Fed.
Cr. 1997)(the burden is on appellant to show why the evidence
he relied on is unexpected); In re Kl osak, 455 F.2d 1077,

1080, 173 USPQ 14, 16 (CCPA 1972) (the burden of proving
unexpected results rests on the party who assert them; Inre

Heyna, 360 F.2d 222,
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228, 149 USPQ 692, 697 (CCPA 1966) (it is incunmbent on
appel | ant

to submt clear and convincing evidence that the clained
subject matter in fact exhibits unexpected results).

First, we note that it is not enough that the results for
appellant’ s invention and a supposed cl osest prior art
invention are different. Appellant nust denonstrate that they
are unexpectedly different. See, e.g., Inre CGeisler, 116
F. 3d 1465, 1469-70, 43 USPQ2d 1362, 1365 (Fed. Cir. 1997);

Kl osak, 455 F.2d at 1080, 173 USPQ at 16. 1In spite of the
exam ner’s finding at pages 15 and 16 of the Answer, including
the explicit teachings of Hsieh and Wight, appellant has not
supplied any evidence to establish that the extent of the

i nprovenent obtained in the declaration is unexpected.

Secondl y, appellant has not denonstrated that the show ng
in the declaration is reasonably comensurate in scope with
the protection sought by the appealed clainms. Wile the
showing in the declaration is limted to a few photocurable
conpositions containing a limted nunber of elastoneric block

copolynmers, the clainms are not so limted. Appellant’s own
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speci fication, which

is not limted to specifically described conpositions, lists
potentially thousands or mllions of conpositions enbraced by
t he

appeal ed clainms. See pages 5-12. The exami ner’s finding at
page 16 of the Answer regarding the effect of different

per cent ages of the nononers in elastomeric block copol yners
and appellant’s own argunent and evi dence regardi ng the
unpredi ctabl e nature of elastoneric block copolynmers in a
phot ocur abl e conposition denonstrate that the show ng
applicable to a few conpositions cannot be extended to the

t housands or mllions of conpositions covered by the appeal ed
cl ai ns.

Under these circunstances, we agree with the exam ner
that the evidence of obviousness, on bal ance, outweighs the
evi dence of nonobvi ousness proffered by appell ant.
Accordingly, we affirmthe exam ner’s decision rejecting al
of the appealed clainms under 35 U . S.C. 8§ 103 over the applied

11
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prior art.
I n summary:
1) the examner’'s 8 112 rejection is reversed; and
2) the examiner’s 8 103 rejections are affirned.

Therefore, the decision of the examner is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHUNG K. PAK ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
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)
THOVAS A. WALTZ
Adm ni strative Patent Judge )

ckp/ vsh
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