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THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte EUGENE DESANTI S

Appeal No. 98-2177
Control No. 90/ 004, 336

HEARD: AUGUST 5, 1998

Bef ore MCCANDLI SH, Senior Adm nistrative Patent Judge, and
COHEN and Mel STER, Adm ni strative Patent Judges.

IVElI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-

! Reexani nation proceeding of U S. Patent No. 5,170,919, filed August
20, 1996 to Eugene Desantis, entitled “Sinulated Pouch Wth Interior,
Conceal ed Hol ster”, issued Decenber 15, 1992, based on Application No.
07/ 603,396, filed October 26, 1990; which is a continuation of Application
07/ 435,172, filed Novenmber 13, 1989, now Patent No. 4,966,320, issued
Cct ober 20, 1990.
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14, the only clains present in the application.

We REVERSE

The appellant's invention pertains to a simulated
carrying pouch and a holster for a handgun nounted within the
pouch in such a manner that it is conpletely conceal ed
thereby. |Independent claim1 is further illustrative of the
appeal ed subject matter and reads as foll ows:

1. A sinmulated carrying pouch assenbly conpri sing:

a backing having a top, bottom and two ends;

means defining a flexible material container standing out
fromsaid backing, to define a volune, and having a top;

fastener neans at the top of the container for allow ng
access to the backing:

nmeans for nounting said back [sic, backing] on a wearer;

means for nounting a hol ster, capable of holding a hand
gun, on said backing conpletely within the volune defined by
sai d contai ner;

sai d contai ner, when said fastening neans i s opened,
al | ow ng ready access to said hol ster;

wherein said container sinulates a carrying pouch so as
to fully conceal the fact that a gun is nounted therein; and

wherei n said fastener neans al so extends al ong at | east
one end of said container to allow access to said backing at
the top and at | east one end of said backing.
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The references relied on by the exam ner are:

Zer obni ck et al. (Zerobnick) 4,029, 243 June 14,
1977

Per ki ns 4,262, 832 Apr. 21, 1981
McSor | ey 4,724, 791 Feb. 16, 1988

“Tactical Enterprises, Inc.” brochure, the item | abel ed as

“BT110", March 1, 1988.

Claims 1, 4, 6, 8, 10 and 12 stand rejected under 35
U S. C 8§ 103(a) as being unpatentable over item BT110 in view
of Zer obni ck

Clains 2, 3 and 9 stand rejected under 35 U. S.C. § 103(a)
as bei ng unpatentable over item BT110 in view of Zerobnick and
Per ki ns.

Claims 1, 4, 6, 8, 10, 12 and 14 stand rejected under
35 U.S.C. § 103(a) as being unpatentable over Zerobnick in
view of item BT110.

Clains 5, 7, 11 and 13 stand rejected under 35 U S. C
8§ 103(a) as being unpatentabl e over Zerobnick in view of item
BT110 and M:Sorl ey.

The exami ner's rejections are expl ained on pages 4-8 of
the answer. The argunents of the appellant and exam ner in
support of their respective positions may be found on pages 4-
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25 of the brief filed May 9, 1997 (Paper No. 13), pages 1-3 of
the reply brief filed August 13, 1997 (Paper No. 16), the
suppl enental brief filed on January 23, 1998 (Paper No. 19),
pages 1-10 of the reply filed on April 6, 1998 (Paper No. 21)
and pages 8-12 of the exam ner's answer nailed March 27, 1998
(Paper No. 20).2 The various declarations and docunents
relied on by the appellant as evi dence of nonobvi ousness are
listed on pages 12-14 of the brief (Paper No. 13). Two

decl arations by the appellant's counsel (Vanderhye) have been
subm tted in support of the appellant's position that (1) item
BT110 is not admitted prior art and (2) that no rel evant

i nformati on coul d be obtained concerning the possible sale of

this item

OPI NI ON

Each of the above-noted rejections is based on the

examner's view that item BT110 is available as prior art.

2 Although a new final rejection (Paper No. 18) and new answer (Paper
No. 20) were issued subsequent to the filing of the brief (Paper No. 13) and
the reply brief (Paper No. 16), both the appellant and the exam ner have
considered the argunents in both of these briefs to be applicable to
rejections before us for consideration.
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In support of this position the answer states that:

It is further noted that the Tactica
Enterprises Inc. brochure [item BT110] cited by the
appel | ant woul d appear to have a date of at |east 01
March 1988 (see price sheet on page 5 of the
brochure). |In paper No. 5 filed by the appellant on
28 March 1991 in U S. patent application 07/603, 396
whi ch matured into U S. Patent No. 5,170, 919,
appel lant admts that the BT110 was "offered for
sal e as a new product sonetine after March 1, 1988,
the effective date of the original Price Sheet”
which is nore than one year prior to the effective
filing date of appellant's originally filed
application (filed 13 Novenber 1989) now under re-
exam nation. Furthernore, in appellant's Appea
Brief (Paper No. 13) at page 10, |ines 15-19,
appel l ant states that the price sheet appears to be
an "addendunt that includes "New Itens." 1In |ight
of appellant's argunent that the price sheet is an
addendum it woul d appear that the appellant clearly
suggests that the BT110 device was being sold prior
to 01 March 1988 since an addendumis added after
publication of the original. Considering the facts
at hand, it would clearly appear as though the BT110
devi ce was described in a printed publication in
this or a foreign country or in public use or on
sale in this country nore than one year prior to the
date of appellant's application for patent in the
United States. . . . Appellant's adm ssion, the
fact that the brochure was cited by appell ant
coll ectively as one reference which included an
effective filing date as di scussed above, and the
exact text and contents of the brochure strongly
i ndicate that the brochure is a published sales aid
and is properly considered as prior art against
appel l ant until proven otherw se by the appell ant
(In re Epstein, 31 USPQ2d 1817 (CAFC 1994)). [ Pages
4 and 5.]
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We must point, however, that as the court inlnre
Epstein, 32 F.3d 1559, 1564, 31 USPQ2d 1817, 1820 (Fed. Cr
1994) stated, in quoting with approval fromliIn re Caveney, 761

F.2d 671, 674, 226 USPQ 1, 4 (Fed. Gir. 1985):

"[ P] reponderance of the evidence is the standard that nust be
nmet by the PTOin naking rejections . . . ." Here, exam ner
has not satisfied this burden.

As the exam ner recogni zes, item BT110 was included in
the Tactical Enterprises brochure on a page with the headi ng
"NEWITEMS PRICE LIST." Wile the Tactical Enterprises
brochure contains a sheet entitled "PRI CE SHEET - Effective 3-
1-88," this sheet, together with the descriptive portions of
the brochure (which contain no reference whatsoever to item
BT110), is in a printed format. On the other hand, the "NEW
| TEMS PRICE LIST" (1) is typewitten, (2) has higher code
nunbers thereon than the printed price sheet, with the
exception of item ME781 (which was changed from a
"Rifl el Shotgun Sling" to a "Stun Gun Case, Fully Padded Large
for Orega, Ballistic") and (3) has no effective date.

Particularly in view of the typewitten higher code nunbers,
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it appears nore than likely that the "NEWITEMS PRI CE LI ST"
was an addendum whi ch was added soneti ne subsequent to the
printing of the Tactical Enterprises brochure (including the
printed price sheet). 1In any event, in view of the above-
noted facts, there is insufficient evidence to conclude that
the "NEWI TEMS PRI CE LI ST* (and hence item BT110) has the sane
effective date as the printed "PRICE SHEET" (i.e., 3-1-88) or,
for that matter, any other date which is prior to Novenber 13,
1989 (the effective filing date of the instant reexam nation
appl i cation).

As to the exam ner's assertion that the appellant has
admtted that item BT110 is prior art, we nust point out that,
contrary to such an assertion: (1) on page 4 of the response
filed March 28, 1991 (Paper No. 5 of the patented file),
wherein item BT110 was first brought to the attention of the
PTO, it was expressly stated that "[t]he Tactical Enterprises
brochure [item BT110] is not admtted to be prior art," (2)
the PTO 1449 whi ch acconpani ed (Paper No. 5) included the
notation "(not admtted to be prior art)(no date)" after the

citation of item BT110, (3) a first declaration by the
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appel l ant' s counsel Vanderhye (attached to the reply brief
filed August 13, 1997 (Paper No. 16)) noted the facts (1) and
(2) set forth above and further stated that there was at no
tinme an intent to admt that item BT110 was prior art and (4)
a second decl aration by the appellant's counsel Vanderhye
(attached to supplenental brief filed January 23, 1998 (Paper
No. 19)) stated that attenpts were nade on (once in 1991 and
tw ce in January of 1998) to obtain relevant information as to
the sale of item BT110, but that no such information could be
obtained. In light of these facts, and the argunents nade
t hroughout the various briefs to the effect that item BT110 is
not prior art, we are at a conplete loss to understand the
exam ner's assertion that the appellant has admtted that item
BT110 is prior art.

In an attenpt to shift the burden to the appellant to
prove that item BT110 is not prior art, the exam ner has cited
In re Epstein, supra; however, the exam ner's reliance upon

this decision is msplaced. |In Epstein, the Patent and

Trademark O fice (PTO established by a preponderance of the

evidence that the articles in question (i.e., particular
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software products) were on sale as of a specified date and the
appel lant failed to provide any evidence to the contrary.

That is, the PTO estab-lished by a preponderance of evidence
that various software products were on sale as of the critica

date by providing abstracts, about which the court in Epstein,

32 F.3d at 1565,
31 USPQ2d at 1820-21 stat ed:

Each abstract contains a description of its
particul ar software product, including the various
features relied upon by the examner in rejecting
appellant's clains. Each abstract identifies the
sof tware vendor by nane and provi des the vendor's
address and phone nunber. Each abstract provides

I nformati on useful to potential buyers, including
who to contact, price ternms, docunentation,
warranties, training and nmai ntenance. Each abstract
states the date that the product was first rel eased
or installed, which dates range from 1977 to January
1987. Finally, all the abstracts, excepting only

t he abstract of Pro-Search 1.08, disclose the nunber
of current users; these range in nunber fromten to
fifty-eight.

Her e, however, the exam ner has provi ded no convincing
evi dence that item BT110 appeared in a printed publication
(i.e., the Tactical Enterprises borchure) prior to the

critical date of Novenber 13, 1989.
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Since item BT110 is not available as prior art, no prim
faci e case of obviousness has been established with respect to
the subject matter defined by the clains on appeal. This
bei ng the case, we need not consider the appellant's evidence
of nonobvi ousness. See In re Fine, 837 F.2d 1071, 1076, 5
UsP@d 1596, 1600 (Fed. Cir. 1988).

Al of the exam ner's rejections are reversed.

REVERSED

HARRI SON E. MCCANDLI SH, Seni or )

Adm ni strative Patent Judge )
)
|

| RWN CHARLES COHEN ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

JAVES M MElI STER )

Adm ni strative Patent Judge )
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Robert A. Vander hye
NI XON & VANDERHYE
1100 North d ebe Road
Ei ght h Fl oor
Arlington, VA 22201

Ross F. Hunt, Jr.

LARSON & TAYLOR

Transpot omac Pl aza

1199 North Fairfax Street
Suite 900

Al exandria, VA 22314
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