The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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OVENS, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claims 32 and 37-39, which are all of the clains remaining in
the application.
THE | NVENTI ON
The appellants’ clainmed invention is directed toward an

AuZn, AuCu or ZnCu all oy made by reducing netal salts with an
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el ectride or alkalide reducing agent. Claim32 is

illustrative:

32. An alloy of two or nore netals as particles produced
by reducing two or nore netal salts with a reducing agent
sel ected fromthe group consisting of an electride and an
al kal i de alone in absence of an oxidizing atnosphere wherein
the alloys are selected fromthe group consisting of AuZn,
AuCu and ZnCu and the alloy is shown by an X-ray photoel ectron
spectrum and by a scanning electron m croscope as shown in
Figures 36 to 42.
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!McCormick is not prior art.

2



Appeal No. 1998-2257
Application 08/692, 310

Reuben D. Ri eke, (Rieke) “Preparation of Organonetallic
Compounds from Hi ghly Reactive Metal Powders”, 246 Science
1260- 64 (1989).

THE REJECTI ONS

Clainms 32 and 37-39 stand rejected under 35 U. S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch the appellants regard as the invention. The clains
stand rejected under 35 U.S.C. 8 103 as follows: clainms 32 and
37-39 over Rieke in view of Dye ‘180 or the Dye article,
further in view of Kilner and Nakajima; clainms 32 and 37 over
Ballas in view of Nakajim; clains 32 and 38 over Sinfelt in
view of Nakajima; clainms 32 and 39 over Coretta in view of
Nakajima; claims 32 and 37-39 over Bogdanovic in view of
Sedl ak and Nakajima; clainms 32 and 37-39 over Bushy in view of
Nakaji ma; and claims 32 and 37-39 over MCorm ck in view of
Nakaj i ma.
OPI NI ON

We reverse the aforenmentioned rejections. W need to

address only claim 32.

Rej ection under 35 U.S.C. § 112, second paragraph
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The relevant inquiry under 35 U.S.C. § 112, second
par agraph, is whether the claimlanguage, as it would have
been interpreted by one of ordinary skill in the art in Iight
of appellants’ specification and the prior art, sets out and
circunscribes a particular area with a reasonabl e degree

of precision and particularity. See In re More, 439 F.2d

1232, 1235, 169 USPQ 236, 238 (CCPA 1971).

The exam ner argues that “[c]laim 32 is vague and

i ndefinite because the expression ‘as shown in Figures 36 to
42’ is indefinite because it does not set forth specially
[sic, specifically] which figure limts which alloy and does
not set forth specifically what characteristics of which
al l oys are being shown, in fact Fig(C) shows characteristics
of “Au only’” (answer, page 4).2 The exani ner, however, does
not explain why the claimlanguage, as it woul d have been

interpreted by one of ordinary skill in the art in |ight of

2Citations herein are to the exam ner’s answer mailed on
March 11, 1998 (according to the file wapper), paper no. 33.
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t he appellants’ specification and the prior art, fails to set
out and circunscribe a particular area with a reasonabl e
degree of precision and particularity. The examner’s nere
assertion that the figures do not set forth the alloy to which
they apply is not such an explanation. Moreover, the
descriptive titles of the figures which show that
figures 36(B) and 37-39 pertain to AuZn, figures 40 and 41
pertain to AuCu, and figure 42 pertains to ZnCu, indicate that
the exam ner’s assertion is incorrect.
Accordingly, we reverse the rejection under 35 U S.C
§ 112, second paragraph.
Rej ection under 35 U.S.C. 8 103 over Rieke
in view of Dye ‘180 or the Dye article,
further in view of Kilner and Nakajim
The exam ner argues (answer, pages 4-5) that Rieke
di scl oses producing finely divided powders by the reduction of
metal salts and that convenient systens of reducing agents and
sol vents include potassium and tetrahydrofuran, sodium and
1, 2-di net hoxyet hane, and sodi um or potassiumw th benzene or
t ol uene (page 1261), the Dye article discloses electrides as

reductants (page 1555), Dye ‘180 discloses alkali netal anion
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salts of alkali nmetal cations of bicyclic pol yoxadi am ne
conpounds as two-el ectron reducing agents (col. 6, |ines 44-
48), and Kil ner discloses the desirability of preparing small
nmetallic particles (page 356). The exam ner argues that it
woul d have been obvious to one of ordinary skill in the art to
use an electride in an organic solvent as a reductant for the
producti on of netal powders because el ectrides are strong
reductants in organic solvents, and that Ri eke, Dye ‘180 and
the Dye article would have suggested making all oys (answer,
page 5).

In order for a prima facie case of obviousness to be
established, the teachings fromthe prior art itself nust
appear to have suggested the claimed subject matter to one of
ordinary skill in the art. See In re Rinehart, 531 F.2d 1048,
1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that the
prior art could be nodified as proposed by the exam ner is not
sufficient to establish a prinma facie case of obviousness.

The exam ner does not explain why the prior art itself would
have fairly suggested, to one of ordinary skill in the art,

conbi ning the teachings therein so as to arrive at the clai nmed
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invention. |Instead, the exam ner relies upon inpermssible
hi ndsi ght in view of the appellants’ disclosure to piece
t oget her the teachings of the references so as to reach his
concl usi on of obviousness. See WL. Gore & Associ ates V.
Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed.
Cir. 1983), cert. denied, 469 U S. 851 (1984); In re
Rot hernel, 276 F.2d 393, 396, 125 USPQ 328, 331 (CCPA 1960).
The exam ner argues that in a declaration by Dye (filed
February 5, 1996, paper no. 14), it is admtted that Rieke's
nmet hod may produce sonme alloy (answer, page 6). Rieke does
not disclose the alloys recited in the appellants’ claim 32
Even if, however, Rieke would have fairly suggested, to one of
ordinary skill in the art, using reagents which produce sone
of an alloy recited in the appellants’ claim 32, the exam ner

has

not established that Rieke s nethod, which does not use an
el ectride or al kalide as a reducing agent, would produce an

al | oy having characteristics shown in the appellants’ figures
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36 to 42 as required by claim 32.

The exam ner argues that it would have been obvious to
one of ordinary skill in the art to use Nakajima's testing
met hod (col. 3, lines 27 and 66) to test the product which
woul d be produced by follow ng the conbi ned teachi ngs of the
ot her applied references (answer, page 6). The appellants’
claim 32, however, does not recite a testing step but, rather,
recites, in the formof figures 36-42, alloy characteristics
whi ch are neasured by the recited techniques. It is these
characteristics which the prior art relied upon by the
exam ner must possess or have fairly suggested to one of
ordinary skill in the art, and the exam ner has not
established that the relied-upon prior art neets this
requirenment.

For the above reasons, we conclude that the exam ner has
not carried the burden of establishing a prinma facie case of
obvi ousness of the clainmed invention over Rieke in view of
Dye ‘180 or the Dye article, further in view of Kilner and
Nakaji ma. Consequently, we reverse the rejection over these

r ef erences.
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Ot her rejections under 35 U.S.C. § 103

In the rejections over Ballas, Sinfelt, CGoretta and
McCormi ck, each in view of Nakajinma,2 the exam ner points out
that Ballas (col. 2, line 62), Sinfelt (col. 1, |line 59),
Goretta (col. 2, line 3) and McCorm ck (col. 5, line 3) each
di scloses an alloy recited in claim 32, and argues that the
appellants’ recited alloys woul d have been suggested by the
references even if the alloys are made by a different process
(answer, pages 6-11). The exam ner provides a simlar
argunment regarding alloys produced by the conbi ned teachings
of Bogdanovi ¢ and Sedl ak (answer, pages 7-8 and 11), and
al l oys suggested by Bushey (col. 6, lines 66-68). Although
the exam ner’s argunent is that the applied references suggest
the clainmed alloy (answer, pages 10-11), the exam ner provides
no explanation as to why the references would have | ed one of
ordinary skill in the art to nodify their teachings so as to
arrive at an alloy having characteristics according to the

appel lants’ figures 36-42.

3Nakajima is relied upon only for a disclosure of a
testing method as discussed above.
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The appellants’ claim32 is a product-by-process claim
VWhet her a rejection of such a claimis under 35 U.S.C. § 102
or 8 103, when the appellants’ product and that of the prior
art appear to be identical or substantially identical, the
burden shifts to the appellants to provide evidence that the
prior art product does not necessarily or inherently possess
the relied-upon characteristics of the appellant’s clainmed
product. See In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594,
596 (CCPA 1980); In re Best, 562 F.2d 1252, 1255, 195 USPQ
430, 433-34 (CCPA 1977); In re Fessmann, 489 F.2d 742, 745,
180 USPQ 324, 326 (CCPA 1974). The reason is that the Patent
and Trademark Office is not able to manufacture and conpare
products. See Best, 562 F.2d at 1255, 195 USPQ at 434; In re
Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). The
exam ner, however, has provided no evidence or technical
reasoni ng which shows that the appellants’ alloys and any of
the prior art alloys appear to be identical or substantially

identical. The exam ner apparently assunes that alloys
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i nherently have the same characteristics regardl ess of how
they are nade. \When an exam ner relies upon a theory of

i nherency, however, “the exam ner nust provide a basis in fact
and/ or technical reasoning to reasonably support the

determ nation that the allegedly inherent characteristic
necessarily flows fromthe teachings of the applied prior

art. Ex parte Levy, 17 USPQd 1461, 1464 (Bd. Pat. App. &

Int. 1990). Inherency “may not be established by
probabilities or possibilities. The mere fact that a certain
thing may result froma given set of circunstances is not
sufficient.” Ex parte Skinner, 2 USPQ2d 1788, 1789 (Bd. Pat.
App. & Int. 1986). The exam ner has not provided such a basis
in fact and/or reasoning in support of his argument.?

For the above reasons we reverse the exam ner’s
rejections over Ballas in view of Nakajim, Sinfelt in view of
Nakaji ma, Goretta in view of Nakajim, Bogdanovic in view of
Sedl ak and Nakajima, Bushy in view of Nakajinma, and MCorm ck

in view of Nakaji na.

“The rejection over McCormick further is inproper because
this reference is not prior art.
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DECI SI ON

The rejection of clainms 32 and 37-39 under 35 U. S.C
§ 112, second paragraph, and the rejections under 35 U.S.C
8 103 of clainms 32 and 37-39 over Rieke in view of Dye ‘180 or
the Dye article, further in view of Kilner and Nakaji na,
claims 32 and 37 over Ballas in view of Nakajima, clainms 32
and 38 over Sinfelt in view of Nakajim, clains 32 and 39 over
Goretta in view of Nakajim, clainm 32 and 37-39 over
Bogdanovic in view of Sedlak and Nakajim, clainm 32 and 37-39
over Bushy in view of Nakajima, and clains 32 and 37-39 over

McCorm ck in view of Nakajinma, are reversed.

REVERSED
TERRY J. OVENS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CATHERI NE TI WM )
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Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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lan C. McLeod
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