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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final
rejection of clainms 21, 31 to 33, and 36 to 39. Cdains 1
t hrough 20 have been allowed, and clainms 22 to 30, 34,

35, 40 and 41 are objected to as bei ng dependent upon a

rej ected base
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claim but would be allowable if rewitten in independent
formincluding all of the limtations of the base claim
and any intervening clains.

BACKGROUND

The invention is an apparatus and net hod of
detecting an electronic article surveillance marker using
wavel et transform signal processing.

Representati ve i ndependent claim?21 is reproduced as
fol |l ows:

21. An electronic article surveillance system
conpri si ng:

means for generating and radiating an
i nterrogation signal;

means for receiving an anal og signal that
includes a target signal formed by an el ectronic
article surveillance marker upon exposure to the
radi ated interrogation signal and interference
signal s correlated wth the target signal

analog filter neans for filtering the
recei ved anal og si gnal

conversion nmeans for converting the filtered
anal og signal into a digital signal; and

an integrated circuit signal processing

devi ce for receiving said digital signal, said

i nt egrated circuit signal processing device
bei ng programred to performa wavel et transform
on the received digital si gnal
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The followi ng references were relied upon by the

exam ner:

Hunphr ey 4,660, 025 Apr. 21,
1987

Andr ews 4,920, 335 Apr. 24,
1990

Martin al. (Marting, 140, 332 Aug. 18, 1992

Tuteur, “Wavelet Transformations in Signal Detection,”
| EEE, 1435-38 (1988).

Frisch et al. (Frisch), “The Use of the Wavel et Transform
in the Detection of an Unknown Transient Signal,” 38 | EEE
Transactions on Information Theory, No. 2, 892-97 (Mar.
1992) .

Claims 21, 32, 33, 36, 38 and 39 stand rejected
under 35 U.S.C. 8 103 as bei ng unpatentable over Martin
in view of Tuteur or Frisch and in further view of
Andr ews.

Clainms 31 and 37 stand rejected under 35 U.S.C. §
103 as bei ng unpatentable over Martin in view of Tuteur
or Frisch and Andrews and in further view of Hunphrey.

Reference is made to the briefs (paper nunbers 15
and 17) and the answer (paper nunber 16) for the
respective positions of appellants and the exam ner.

CPI NI ON

The obvi ousness rejections of clains 21, 31 to 33,
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and 36 to 39 are reversed.



Appeal No. 1998-2379
Appl i cation No. 08/315, 942

The Martin reference is directed to “a radar system
in which a solid-state, long radar pulse transmtter is
used with a short coded pul se radar processor and, nore
particularly, to a systemin which a |long pul se
conpression filter is provided in the receiver to convert
the long pulse into the short pul se expected by the
signal processor allowng retrofit of existing radar
systens with the nore reliable solid-state transmtters
or to the design of a systemin which hard limting
constant false alarmrate processing is desired” (colum
1, lines 10 to 19). It is the examner’'s position that
Martin teaches use of a basic radar surveillance system
(answer, page 4). The exam ner further states that,
“[t]his basic radar systemis generally applicable to the
clains and to any basic radar (or other) surveillance
system including that of Andrews” (answer, page 4).
Andrews di scl oses an electronic article surveillance
device (e.g., used by retailers as a security tag to
di scourage theft) that may be rendered inoperative via
several techniques (colum 1, lines 7 to 17). For

exanpl e, the Andrews’ device can be deactivated by a
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frequency that is selected fromreadily avail able
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el ectromagneti c radi ati on such as m crowave energy or
police radar energy (Abstract).

As notivation for conbining the teachings of Martin
and Andrews, the exam ner states that “[i]t would have
been obvious to one having ordinary skill in the art at
the tinme the invention was nade to use the basic radar
conponents of Martin et al. and also that EAS narkers are
conventionally used with radar systens, since Martin et
al. provide for ‘reliable solid-state transmtters’ in c.
1, lines 10-20, and for inproved ‘radar range coverage’
in the abstract, and because Andrews provides for a radar
anti-theft system
in the abstract, and for easily attachabl e EAS devices
and for their deactivationin c. 1, lines 5-23.”

(Answer, pages 3-4).

The exam ner cited Tuteur and Frisch because they
enpl oy wavel et transforns in the use of signal detection.
According to the exam ner (answer, page 6), “[i]t would
have been obvious to one having ordinary skill in the art
at the time the invention was nmade to use the wavel et

transform of Tuteur, since he provides for adaptively



Appeal No. 1998-2379
Appl i cation No. 08/315, 942

generating the basis wavelet as noted in the | ast
par agr aph under wavel et transfornms on page 1436, and
because wavel ets are well adapted to short-tine signals
such as for exanple in radar where the signals are very
short.” Hunphrey represents the state of the electronic
surveillance marker art prior to appellants’ invention.
Appel l ants argue (brief, page 4) that the exam ner’s
rejections are erroneous because: (1) the art applied is
nonanal ogous to the clainmed invention; (2) the neans-
plus-function claimlimtations were not interpreted in

the manner required by the Court in In re Donaldson Co.,

16 F.3d 1189, 29 USPQRd 1845 (Fed. Cir. 1994); and (3)
there is no notivation to conbine the references. The
appel lants’ fourth argunent is nmerely an amal gamati on of
the first three argunents and therefore does not require
a separate anal ysis.

Appel  ants present conpel ling argunments about the
nonanal ogous nature of Martin to the claimed invention
(brief, pages 9 and 10). Martin is a radar systemthat
detects the presence of an object by bouncing a signal

of f of that object. Appellants’ invention uses signal
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processing to detect a target signal generated by the
object (i.e., the EAS marker) (brief, page 2). Thus,
Martin is neither in the sane field of endeavor nor is it
pertinent to the particul ar probl em addressed by

appel lants, and, it is, therefore, clear that Martin is

not anal ogous to the clained invention. (See MP.E. P

§ 2141.01(a)).

It is noted that Andrews relies upon frequencies
that are selected from avail abl e energi es such as
m crowave or police radar (abstract); however, Andrews’
use of police radar energy does not present a convincing
reason for the conbination of the two references.

As indicated supra, we agree with appellants’
argunment that the clains on appeal should have been
interpreted in the manner required by the Court in
Donal dson. The clained invention is presented in a
means- pl us-function and a step-plus-function format,
and, therefore, the clainms should have been construed to
“cover[] the corresponding structure[, material or acts]
described in the specification and equival ents thereof”

(brief, page 7). Appellants argue that “in light of the
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di scl osure of the present application, the recited ‘ neans

for generating and radiating . and the ‘nmeans for
receiving . . .’ are to be construed as covering,
respectively, conventional EAS systemtransmtting and
recei ving equi pnent, and equi val ents” (brief, page 12).
It is clear fromthe record that the examner’s
application of the prior art was not comrensurate with
t he netes and bounds of the clains on appeal. For
exanpl e, one of ordinary skill in the art would not
construe the radar systemdisclosed in Martin as a system
that would function in an electronic article surveill ance
system such as the one clained by the appellants.

Finally, appellants argue that there is no
notivation to conbine the references cited by the

exam ner (brief, pages 4 and 14 to 16). W agree. To

establish a prima facie case of obvi ousness, three basic

criteria must be nmet: first, there nust be sone
suggestion or notivation, either in the references

t henmsel ves or in the know edge generally available to one
of ordinary skill in the art, to nodify the reference or

to conbi ne reference teachi ngs. Second, there nmust be a
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reasonabl e expectation of success. Finally, the prior art
reference (or references when conbi ned) nust teach or
suggest all the claimlimtations. The teaching or
suggestion to nake the clained conmbination and the
reasonabl e expectation of success nust both be found in
the prior art, and not based on applicants' disclosure.

In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442

(Fed. Cir. 1991). The outstanding rejections do not neet
any of the criteria established in Vaeck. It is readily
apparent that the exam ner conbined the references based
upon the appellants’ disclosed and clainmed invention
because the references do not provide a teaching or
suggestion to conbi ne. (Cbviousness can only be
establ i shed by conbi ning or nodifying the teachings of
the prior art to produce the clainmed invention where
there is sonme teaching, suggestion, or notivation to do
so found either in the references thenselves or in the
know edge generally available to one of ordinary skill in

the art. In re Fine, 837 F.2d 1071, 1075, 5 USPQ2d 1596,

1599 (Fed. Cir. 1988); In re Jones, 958 F.2d 347, 351, 21

USPQ2d 1941, 1943-44 (Fed. Gir. 1992).
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Based upon the foregoing, the obviousness rejections

are reversed.

DECI SI ON

The decision of the exam ner rejecting clains 21, 31

to 33, and 36 to 39 under 35 U.S.C. §8 103 is reversed.

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge

PATENT KENNETH W HAI RSTON
AND

Adm ni strative Patent Judge
| NTERFERENCES

JOSEPH L. DI XON

Adm ni strative Patent Judge

KWH CW hh
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ROBI N, BLECKER, DALEY & DRI SCOLL
330 MADI SON AVE.

NEW YORK, NY 10017
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