THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore COHEN, ABRAMS, and GONZALES, Admi nistrative Patent
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GONZALES, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe exam ner’s refusal to allow
claims 1 through 8, as anmended subsequent to the final

rejection. Caim9, the only other claimin the application,

! Application for patent filed November 26, 1996
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has been all owed (see Paper No. 10).

W REVERSE

The subject matter on appeal is directed to a conbi ned
sticker and invisible ink ganme including a booklet [3] having
at | east one sheet containing an overall image printed
t hereon, the overall image including a first visibly printed
portion [9] and a continuous second invisibly printed portion
[11], a contact pen [7] for devel oping the invisible inmge
portion to a visible inmage, and a third visible inage portion
[17], e.g., a sticker, which can be |ocated and associ at ed
with the devel oped second overall inmage portion [11].

A copy of the appealed clains is appended to the Brief
(Paper No. 13).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Engel et al. (Engel) 4,714,275 Dec. 22,
1987

Kawashi ma 5, 215, 956 Jun.
01, 1993

Clains 1 through 8 stand rejected under 35 U.S.C. 8§

103 as bei ng unpat ent abl e over Engel in view of Kawashi na.
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The full text of the examner's rejection and the
responses to the argunents presented by appell ant appear in
the Answer nailed March 10, 1998 (Paper No. 14), while the

conpl ete

statenent of appellant’s argunents can be found in the Brief
filed February 17, 1998 (Paper No. 13).
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant’s specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we conclude that
t he
8§ 103 rejection cannot be sustai ned.

Claim1, the only independent claim calls for an
association and | ocation identification game conprising: at
| east one sheet of material having a first portion of |ess
than an overall inmage visibly printed thereon and “a second
portion physically associated as a continuity with said first
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portion of said overall image formng part thereof to assist
in conpletion of said overall inage invisibly printed thereon
as a latent image”; marking neans for devel oping the second

| atent image portion; and a conpatible visible image third
portion to be sel ected and novably associated with the

devel oped second i nmage portion.

In rejecting clains under 35 U. S.C. 103 the exam ner

bears the initial burden of presenting a prinma facie case of

obviousness. In re Rjckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993); In re Cetiker, 977 F.2d 1443,

1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). Only if that
burden is nmet does the burden of comng forward with evidence
or argunment shift to the applicant. 1d. |If the exam ner

fails to establish a prima facie case, the rejection is

i nproper and will be overturned. [In re Fine, 837 F.2d 1071

1074, 5 USPQ2d 1596, 1598 (Fed. G r. 1988). In order to

establish the prima facie obviousness of a clainmed invention,

all the claimlimtations nust be taught or suggested by the

prior art. In re Royka, 490 F.2d 981, 985, 180 USPQ 580, 583
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(CCPA 1974). Appellant argues (Brief, pages 3 and 4) that
Engel and Kawashi ma, taken al one or in conbination, neither
teach nor suggest a sheet of material having a first portion
of |l ess than an overall inage visibly printed thereon and a
second portion physically associated as a continuity with the
first portion of the overall inage formng part thereof to
assist in conpletion of the overall image invisibly printed on

the sheet of material as a |l atent inmage and

a conpatible visible image third portion to be sel ected and
novabl y associated with the devel oped second i nmage portion.
The exam ner, on the other hand, maintains that Engel
t eaches a gane book containing at | east one sheet [18, Figure
2] having a character or first inmage “portion” [20] and a
plurality of half tone inmages or second i mage “portions” [ 24,
Figure 7] printed in areas [22] which “may be broadly
interpreted as a continuity with the first portion” and a
sticker or third image “portion” [12, Figures 3 and 4] which
t he exam ner contends is “broadly physically associated” with
the first inmage “portion” [20] (Answer, page 5).
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Caim1l calls for “a first portion of |ess than an
overall image visibly printed” on a sheet of material and a

“second portion physically associated as a continuity with

said first portion of said overall inage form ng part thereof
to assist in conpletion of said overall inmage invisibly
printed [on the sheet of material] as a | atent inmage”
(enphasis added). Wiile it is true that clains are to be
given their broadest reasonable interpretation in proceedi ng
before the PTO this interpretation nmust be consistent with

t he specification and construed as those

of ordinary skill in the art would construe them See In re

Bond, 910 F.2d 831, 833, 15 USP2d 1566, 1567 (Fed. Cr

1990); _Specialty Conposites v. Cabot Corp., 845 F.2d 981, 986,

6 USPQ2d 1601, 1604 (Fed. G r. 1988) and In re Sneed, 710 F.2d

1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983). Here, we
bel i eve one of ordinary skill in the art would interpret the
“physically associated as a continuity with said first portion

of said overall imge formng part thereof to assist in
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conpletion of said overall imge” |anguage of claim1l1 as
requiring that the second i nage portion be a continuous or
uninterrupted part of the overall image.? Wile we appreciate
that Engel’s disclosure is highly relevant to the gane set
forth in appellant’s clains, it is our view, based on the
above interpretation, that the half tone inmages [24] of Engel
are not continuous or uninterrupted parts of the character

[ 20] which assist in conpletion of the overall inmage.

| nst ead, as Engel explains, the character [20] is a cartoon
corresponding to the thenme of the album (col. 2, |ines 27-29)
while half tone inmages [24] may be scenes in a story told in

al bum[10] wth each half tone inage [24] being different from

the other, but with each corresponding to a full col or scene
[26] printed on one of the various stickers [12] (id. at 34-
40). The fact that the characters [20] and half tone inmages
[24] are printed on the sane sheet does not justify a finding

that the characters [20] and half tone images [24] of Engel

2 The Anerican Heritage Dictionary of the English Language (3rd ed.
1992) defines “continuity” as “1.The state or quality of being continuous.
2. An uninterrupted succession or flow, a coherent whole.”
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satisfy the “continuity” and “assist in conpletion of said
overall image” limtations of claiml. The examner’s
determnation to the contrary is based on an unreasonabl e
interpretation of the claimlanguage, in our view.

Whil e not nmentioned in the exam ner’s explanation of the
rejection, we note that Engel does teach that the sheet [ 18]
al so includes a drawing [66] which “may al so be a picture with
portions obscured by a pattern 30 and by using viewer portion
42, the child can see the conplete picture” (col. 6, lines 12-
15). However, Engel does not teach or suggest a third
portion, e.g., a sticker, which is selected and novably
associated with the obscured i mage portion of draw ng [66].

We have al so reviewed the Kawashi ma reference
additionally relied upon by the examner in the rejection of
claims 1 through 8, but find nothing therein that makes up for

t he deficiencies of Engel discussed above.

Since all the claimlimtations are not taught or
suggested by the applied prior art, the examner has failed to

establish a prim facie case of obviousness. Accordingly, we

will not sustain the standing 8 103 rejection of clains 1
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t hrough 8.
The deci sion of the exam ner is reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge
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) BOARD OF PATENT
NEAL E. ABRANMS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
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)

JOHN F. GONZALES
Adm ni strative Patent Judge
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