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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exani ner’s
final rejection of clainms 1-10, which are all the clains
pending in this application.

Claiml is illustrative of the invention:

1. A synthetic turf having a substrate and a
plurality of synthetic polymer turf filanments anchored in
t he substrate and extending therefrom said filanents
having a deni er ranging between 100 and 1200, and each

said filament having a substantially di anond-shaped cross
section with a
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| ongi tudinal axis running froma first tip to a second
tip and a nedially located lateral axis, said fil anent
having a thickness which tapers fromsaid |ateral axis
substantially symetrically and snmoot hly about the
| ongi tudi nal axis towards each tip.
The follow ng references are relied upon by the

exam ner:
Geerts (EPA) 0 417 832 Mar. 20, 1991
Hi saaki et al. (Hisaaki)?*

(Japanese) 62- 243820 Cct. 24, 1987

*\We use the English translation, translated by Schrei ber Translation, Inc. (this
is the same translation used by both appellants and the exam ner).

Clainms 1-10 stand rejected (and the specification
st ands objected to) under 35 U.S.C. 8§ 112, first
par agraph, as the specification, as originally filed,
fails to provide support for the invention as now
cl ai ned.

Clainms 1-10 stand rejected under 35 U S.C. § 112,
first paragraph, regardi ng enabl ement.

Clainms 1-10 stand rejected under 35 U S.C. § 112,
first paragraph, regarding best node.

Claims 1-5 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Hi saaki .

Clainms 6-10 stand rejected under 35 U.S.C. §8 103 as

bei ng unpat entabl e over Hisaaki in view of GCeerts.

The Rejection of Clains 1-10 under 35 U.S.C. § 112,
first paragraph, as the specification, as originally
filed, fails to provide support for the invention as
now cl ai med
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The exam ner asserts that the original specification
does not support the now cl ai ned subject matter regarding
a filanment having a thickness which tapers fromthe
| ateral axis substantially symetrically and “snoothly”
about the | ongitudinal axis towards each tip. (Answer,
page 3). The exam ner states that the exactitude of the
drawi ngs is not such that one of ordinary skill in the
art would understand that the disclosed invention is
l[imted to such fibers. (Answer, pages 3-4).

Appel | ants argue that the word “snoothly” is
enbodied in the original specification in both Figure 2
and in the body of the specification in the concept of a
“substantially dianond-shaped cross section.” (Brief,
pages 8-9).

We note that the drawi ngs are part of the original
di sclosure.® We determine that one having ordinary skil
in the art, upon observation of original Figure 2 (or
anended Figure 2) would discern that the thickness tapers
snmoot hly about the |ongitudinal axis 31. For exanple,
the lines depicted in Figure 2 are not uneven.

We further note that the issue is whether original
Figure 2 (or anmended Figure 2) reasonably conveys to one
of ordinary skill in the art that, as the filing date of
the present application, the inventors had possession of
t he subject matter now clained in claiml. Inre
Edwar ds, 568 F.2d 1349, 1351-1352, 196 USPQ 465, 467
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(CCPA 1978). Here, Figure 2 adequately conveys to one of
ordinary skill in the art a filanment having a thickness
whi ch tapers substantially symetrically and "snoothl y"
about a | ongitudinal axis.

In view of the above, we reverse the 35 U.S.C. §

112, first paragraph rejection of clainms 1-10.

1. The 35 U.S.C. 8§ 112, first paragraph, enabl enent
rejection

The exam ner states that in view of the declaration
dated August 15, 1996 of M. Cole, “it is clear that the
specification fails to actually teach how to produce the
cl ai med di anond- shaped cross section filanments.”

(Answer, page 5).

Begi nni ng on page 16 of their brief, appellants
state that the specification teaches that the filanments
are formed by extruding various polyners. On page 17 of
the brief, appellants state that a person skilled in the
art of polyner extrusion "knows well that to obtain a
filament having a certain shape, the spinerette to which
t he polyner is extruded should have that shape".

Further, appellants state that it is well known that
drawi ng and texturizing the extruded filanents can be

used to further shape the extruded filanents. (brief,

Y We note (as indicated on page 5 of appellants’ brief) that original
Figure 2 was anmended. W observe that original Figure 2 and anmended
Figure 2 each depict the same basic structure.
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page 17). Appellants point out, at the top of page 18 of
the brief, that the original application does expressly
mention the steps of drawi ng and texturizing the extruded
filaments.

As the court in In re Gaubert, 524 F.2d 1222, 1226,
187 USPQ 664, 667 (CCPA 1975)(quoting from Martin v.
Johnson, 454 F.2d 746, 751, 172 USPQ 391, 395 (CCPA
1972)) stated:

To satisfy 8 112, the specification disclosure nust
be sufficiently conplete to enable one of ordinary skil
in the art to make the invention w thout undue
experinmentation, although the need for a m ni nrum anmount
of experinentation is not fatal. * * * [citations
om tted.]

In the instant case, we determ ne that the exam ner
has not satisfied his initial burden of producing any
reasonabl e |line of reasoning which would substantiate a
rejection based on a | ack of enablement. See In re
Mar zocchi, 439 F.2d 220, 224, 169 USPQ 367, 370 (CCPA
1971) (the exam ner has initial burden of producing
reasons which substantiate a rejection based on a | ack of
enabl enent) .

Specifically, the examner’s analysis fails to take
into account the state of the art di scussed by appellants
on pages 16-18 of their brief. Moreover, the exam ner
has not expl ai ned why undue experinentation is needed to
arrive at the clained subject matter, especially when one
of ordinary skill in the art possesses the state of the
art know edge of polynmer extrusion as pointed out on page
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17 of appellants’ brief. It appears that the exam ner
views the Cole declaration (dated August 15, 1996) as
providing nore informati on than appellants' specification
regardi ng how to nake appellants' filanments. However,

t he exam ner has not explained how this shows undue
experi nent ati on.

Accordi ngly, the exam ner has not convincingly
denmonstrated that the artisan would not know how to make
a filament having “a substantially dianond-shaped cross
section” wi thout undue experinentation.

Therefore, we reverse the exam ner’s deci sion

rejecting clainms 1-10 as | acking an enabling disclosure.

I11. The 35 U.S.C. § 112, first paragraph, best npde
rejection

The exam ner asserts that the best nopde contenpl ated
by the inventor has not been disclosed in view of the
evidence found in M. Cole s declaration filed August 15,
1996. (Answer, page 5).

On page 19 of the brief, appellants state that the
original specification expressly sets forth the steps of
drawi ng and texturizing the extruded filanents.
Appel |l ants point to page 8, line 13 and to page 8, line
21 of the specification.
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Upon our review of the specification, we nust agree
with appellants that the steps of drawi ng and texturi zing
are set forth in the original specification. W note
t hat on page 10 of the answer, the exam ner argues that
the specification does not indicate that these steps are
used to formthe filaments of the instant invention. W
di sagree with the exam ner’ s understandi ng of appellants’
specification. The specification clearly sets forth that
filament 20 can be texturized and that filanment 20 can be
drawn (page 8, lines 13 and 21 of appellants’
speci fication).

It appears that the exam ner views the Cole
decl arati on (dated August 15, 1996) as providing nore
information than appellants' specification regarding the
details of how to nake appellants' filaments. Based upon
this, the exam ner concludes that appellants have
wi t hhel d the best node of carrying out the invention. W
determ ne that the exam ner has not nmet his burden for
the foll ow ng reasons.

Eval uation of whether the best node requirenment has
been satisfied entails two underlying factual inquiries.
One nmust first determ ne whether the inventor
subj ectively contenplated a best node of practicing the
claimed invention at the time the patent application was
filed. United States Gypsum Co. v. National Gypsum Co.,
74 F.3d 1209, 1212, 38 USPQ@d 1388, 1390 (Fed. Cir.
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1996) .2 If the inventor contenplated such a best node, one
must then determ ne whether, objectively, the
specification adequately discloses the best npbde such
t hat those having ordinary skill in the art could
practice it.® 1d. See also Great N. Corp. v. Henry Ml ded
Prods., 94 F.3d 1569, 1571, 39 USPQ2d 1997 (Fed. Cir.
1996) .

In the present case, the exam ner does not discuss

whet her the specification adequately discloses the best
node such that those having ordinary skill in the art
could practice it. The exam ner sinply states that
because the specification does not set forth the steps
di scussed in the Col e declaration, then appell ants have
wi t hhel d the best npde of carrying out the invention.
(answer, page 5). The exam ner does not explain how the
Col e decl aration shows that the specification does not
adequately disclose the best node such that one of
ordinary skill in the art is unable to practice
appel l ants' invention. Accordingly, the exam ner has not
met his burden.

In view of the above, we reverse the rejection of
claims 1-10 under 35 U. S.C. 8§ 112, first paragraph, best
node.

W note that the examiner has not raised this aspect of best npde in
the present case as an issue before us, and therefore need not be
consi der ed.

5 W note that this aspect of best node has been raised by the exam ner
as an issue before us.
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V. The 35 U.S.C. § 103 rejections*

The exam ner’s position is that he interprets

appellants’ claim1l as setting forth a cross section that
is elliptical in shape. (Answer, page 6).

At the bottom of page 25 through page 26 of their
brief, appellants state that their clained invention is
directed towards a filament having a thickness that
tapers symmetrically and snoothly about the |ongitudinal
axis fromthe nedially located | ateral axis towards each
tip.

Hence, there exists a contested limtation with
regard to claim1l. W note that inmplicit in our
anal ysis, is that the claimmust first have been
correctly construed to define the scope and nmeaning of a
contested limtation. Gechter v. Davidson, 116 F.3d
1454, 1460, 43 USP@d 1030, 1032 (Fed. Cir. 1997). Here,
we must construe the term “substantially dianond-shaped

cross section” to ascertain its scope and neani ng.
We determ ne that Figure 2 (original or anended),

descri bes the shape of “substantially dianond-shaped

cross section.” In view of this definition provided by
Figure 2, we nust conpare the illustrated cross section
of Figure 2 with the teachings of Hi saaki. Qur coments

on this conparison are set forth bel ow
On page 6 of the answer, the exam ner states that

Hi saaki teaches a rectangular cross section with rounded

* W note we need not discuss the secondary reference of Geerts in
connection with the rejection of clainms 6-10 because Geerts does not
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corners or an elliptical form On page 12 of the answer,
t he exam ner states that Hisaaki discloses filanments that
range in cross section fromrectangular to oval "which

i ncludes all shapes as one goes fromrectangular to oval
not just the two shapes of rectangul ar and oval ".

Upon our review of Hi saaki, we observe on page 4 of
the English translation, first paragraph, that Hi saaki
di scl oses a yarn having either a rectangul ar cross
section with round corners or an oval cross section.

Al so, at the top of page 6 of Hisaaki, Hisaaki discloses
a yarn having a cross-section that is shaped
rectangularly with rounded or a cross section shaped
oval. On page 24 to page 25 of the brief, appellants
recogni ze this sanme disclosure.

On page 25 of the brief, appellants state that
Hi saaki "merely recites its variable contraction ratio
yarns may take conventional yarn shapes whose cross
sections range fromrectangular to oval".

We are unable to find any disclosure in the English
transl ati on of Hisaaki that specifically indicates that
cross sections of the fiber can range fromrectangular to
oval (to include all shapes in between rectangul ar and
oval ). However, even assum ng, arguendo, that Hi saaki
di scloses that there is a range of shapes from
rectangular to oval, we determ ne that the exam ner has

not met his burden of setting forth a prim facie case,

for the follow ng reasons.

remedy the deficiencies noted in the primary reference to Hisaaki,
infra.

10
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The exam ner has not expl ai ned how appel |l ants’
filament, as depicted in Figure 2, is taught by Hi saaki,
nor has the exam ner expl ai ned why one of ordinary skil
in the art would have particularly chosen appellants’
shaped filament in view of Hisaaki. Whether or not
Hi saaki discloses a range of shapes fromrectangular to
oval , the exam ner has not explained how such a range of
shapes woul d necessarily include the shape depicted in
appellants’ figure 2. Alternatively, the exam ner has
not expl ai ned why one of ordinary skill in the art would
have altered the shape disclosed in Hisaaki in order to
achi eve appellants' clai ned shape as depicted in Figure

2. We note that the exam ner bears the initial burden of

presenting a prima facie case of unpatentability. In re
Ceti ker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.
Cir. 1992). Hence, we conclude the exan ner has not net

hi s burden.
Accordingly, we reverse each of the 35 U.S.C. § 103

rej ections.

V. O her issues

We note that appellants discuss, in their reply
brief, the issue of the Section 132 objections to new

matt er, and

11
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whet her such objections are petitionable or appeal abl e.

We do not review Section 132 objections.

REVERSED

Edward C. Kimin
Adm ni strative Patent Judge )

PATENT Thomas A. Waltz )
Adm ni strative Patent Judge ) APPEALS AND
)
)
) | NTERFERENCES
)

Beverly A. Paw i kowski )
Adm ni strative Patent Judge )

BAP/ cam
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1000 Vol unteer Buil ding
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