The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the examner’s final rejection of clainms 1-9 and 11-13, which

are all of the clains pending in this application.
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BACKGROUND

The appellant's invention relates to a fiber optic
refractive index nonitor. An understanding of the invention
can be derived froma reading of exenplary claim1, which is
reproduced as follows:

1. A device for detecting a change Tn in the ingex of
refraction n, of a liquid between the values n, and n;-In,

conpri si ng:

a short length of optical guide having refractive index
n,, said guide having a smooth exterior surface along its

| ength covered by the Iiquid;

means for inputting a light beaminto said guide,

the angle of the |light beamw th respect to said optical
gui de being selected so that |ight inpinges on the interface
bet ween said exterior surface and the liquid at the | owest
critical angle N, of said guide, where N, = sin ™/ - and

means for detecting the change in |ight passing through
sai d gui de.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Br oer man 3, 619, 068 Nov. 9,
1971

Par k 4,764,671 Aug.
16, 1988

Noguchi et al. (Noguchi) 5,546, 493 Aug.

13, 1996
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Clains 1 and 4-7 stand rejected under 35 U S.C. § 103(a)
as bei ng unpatentable over Broerman. Clains 5-6 stand
rejected under 35 U. S.C. 8§ 103(a) as unpatentabl e over
Broerman and Park. Cains 8, 9, and 11-13 stand rejected
under 35 U.S.C. 8§ 103(a) as unpatentable over Broerman and
Noguchi .

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the exam ner's answer (Paper
No. 10, mmil ed Decenber 16, 1997) for the examiner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 9, filed June 30, 1997) and reply brief
(Paper No. 12, filed January 16, 1998) for appellant's
argunents thereagainst. Only those argunents actually nmade by
appel l ants have been considered in this decision. Argunents
whi ch appell ants coul d have nade but chose not to nake in the
bri efs have not been considered. See 37 CFR § 1.192(a).

CPI NI ON
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In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ections advanced by the exam ner, and the evidence of

obvi ousness relied upon by

t he exam ner as support for the rejections. W have,

i kewi se, reviewed and taken into consideration, in reaching
our decision, the appellants’ argunents set forth in the
briefs along with the examner's rationale in support of the
rejections and argunents in rebuttal set forth in the

exam ner’ s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in clains 1-9 and
11-13. Accordingly, we reverse, essentially for the reasons
set forth by appellant.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cr. 1988). 1In
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so doing, the exam ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. GCr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr

1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
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of the evidence as a whole. See id.; In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); ILn re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 ( CCPA 1976).

We consider first the rejection of clains 1-4 and 7 based
on the teachings of Broerman. Appellant asserts (brief, page
2) that the issue is whether Broerman teaches "said guide
having a snmooth exterior surface along its |length covered by
the liquid" as recited in claiml1l. Appellant asserts (brief,
pages 3 and 4) that in Broerman the test liquid covers a
snooth end of the optical fiber, whereas the claimrequires
the test liquid to cover the optical guide along its |ength.
The exam ner's position (answer, page 8) is that "the |ight
guide 28 [of Broerman] is cut at an angle which is covered by
the liquid. Thus [,] at least sone portion of the |ength of
the light guide is covered by the liquid."

We find that in Broerman (col. 1, lines 27-29 and col. 2,
lines 41-49) the end of the tube 28, which is inserted into
housing 20, is cut at an angle other than 90° with respect to

the axis of the tube, as are the ends of the fiber optic tubes
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29. The end of the tube 28 is tapered at an angl e which
approximates the critical angle with respect to the materi al
bei ng nmeasured. The angle of the end of tube 28 that

i ntersects passage 21 is selected such that the anount of
light transmtted through tube 28 changes if there is a change
in the refractive index of the test liquid in passage 21.
From t hese teachings of Broerman that the end of the tube 28
and the end of the optical fibers 29 are tapered at an angl e
where the liquid passes, we find that the portion of the |ight
gui de that contacts the liquid is not along the length of the
fiber optic tube 28, but rather along the end

of the fiber optic tube. Moreover, we take note of Wbster's
New Worl d Dictionary (1972)' which defines "length" as "the
measure of how long a thing is; measurenent of anything from
end to end; the greatest of the two or three dinensions of
anything.” Fromthe teachings of Broerman and t he custonmary
definition of the term"length" we agree with appell ant
(brief, page 4) that in an optical guide or tube, the surface

along the length of the guide is the portion between the two

1 A copy of the Dictionary definition of the term"length" is attached
to this decision.
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ends. W do not agree with the exam ner's assertion (answer,
page 4) that the sanme portion of the length of the pipe is
covered by liquid. W find that in light of Broerman's
specific disclosure that both the end of the tube 28 and the
end of the optical fibers 29 are tapered at an angle at the

| ocati on where the test liquid passes by the end of tube 28,
that the liquid does contact the snooth exterior surface al ong
its length, as recited in claim1. Accordingly, we find that

t he exam ner has not established a prima facie case of

obvi ousness with respect to claiml1l. Accordingly, the
rejection of claim1 and dependent clains 2-4 and 7 under 35
U S C
8 103(a) as being unpatentabl e over the teachings of Broernman
i S reversed.

Wth regard to the rejection of clainms 5 and 6 under 35
U S.C. 8§ 103(a) as being unpatentabl e over Broernman and Parks,
we find that Parks does not overcone the basic deficiency of
Broerman. Accordingly, the rejection of clains 5 and 6 under
35 U.S.C. §8 103(a) is reversed.

Turning next to the rejection of clains 8, 9, and 11-13

under 35 U.S.C. 8§ 103(a) as unpatentable over Broernman, Park,
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and Noguchi, we note that independent claim8 recites |anguage
simlar to claiml, reciting "a short length of optical guide
having refractive index n, said guide having a snooth
exterior surface along its length covered by the liquid.” As
Noguchi does not overcone the basic deficiency of Broerman and
Park, the rejection of clainms 8, 9, and 11-13 under 35 U.S. C

§ 103(a) is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 1-9 and 11-13 under 35 U.S.C. 8 103 is reversed.
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REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

STUART S. LEVY
Adm ni strative Patent Judge
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