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This is a decision on appeal under 35 U.S.C. § 134 from
the examner’s final rejection® of clains 114 through 230.
Clainms 1 through 113 have been cancel ed.

The di sclosed invention is directed to a nmagnetic storage
system The magnetic storage system may conprise a magnetic
recording medium a data read/wite device facing the magnetic
recordi ng nmedi um reciprocating nmeans for reciprocating at
| east one of the data read/wite device and the magnetic
recording nmediumin a sinple harnonic notion, noving neans for
either noving the data read/wite device relative to the
magneti c recording medium as the at |east one of the data
read/wite device and the magnetic recordi ng nedi um noves in
the sinple harnonic notion, or noving the magnetic recordi ng
mediumrelative to the data read/ wite device as the at | east

one of the data read/wite device and the nmagnetic recording

! Three amendnents after the final rejection were filed.
The first two after the final rejection anendnents (Paper Nos.
13 and 23) were denied entry by the exam ner, see Paper Nos.
14 and 24. The third after the final rejection amendnent
(Paper No. 28) was approved to be entered by the exam ner, see
Paper No. 30. However, this anendnent has not been entered
physically into the record. It should be entered because it
had been approved for entry by the examner. The clains in
t he appendi x attached to the brief include this amendnent in
the cl ai ns.
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medi um noves in the sinple harnonic notion

and neans for

mai ntai ning a predeterm ned di stance between the data

read/ wite device and the magnetic recording nedium A

further understanding of the invention can be obtained by the

foll owi ng claim

114. A magnetic storage system conpri sing:

a magnetic storage nedi um

a data read/wite device facing the magnetic recording

medi um

reci procating neans for reciprocating at

| east one of the

data read/wite device and the magnetic recording nediumin a

si npl e harnoni c noti on;

nmovi ng neans for either (1) noving the data read/wite

device relative to the magnetic recording nmedium as the at
| east one of the data read/wite device and the magnetic

recordi ng medi um noves in the sinple harnonic notion, or (2)
novi ng the magnetic recording nediumrelative to the data
read/ wite device as the at | east one of the data read/wite
devi ce and the magnetic recordi ng nedi um noves in the sinple

har noni ¢ noti on; and

means for maintaining a predeterm ned di stance between

the data read/wite device and the magnetic recordi ng nedi um

The exam ner relies on the follow ng references:

Gerry 3,712, 723
McCl ure 4,636, 893
Pohl et al. (Pohl) 4,853, 810
Smith 5, 107, 099
Toupi n 5,212, 680

(filed Oct.

Jan. 23,
Jan. 13,
Aug. 1,
Apr. 21,
May 18,
10, 1991)

1973
1987
1989
1992
1993
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Takano et al. (Takano) 5, 325, 244 Jun. 28, 1994
(filed Feb. 28, 1992)

Clainms 114, 119-130, 153, 178, 203, and 228 stand
rejected under 35 U.S. C. § 112, second paragraph.

Clainms 114-117 stand rejected under 35 U.S.C. § 102 as
bei ng anti ci pated by Toupi n.

Cl ainms 115-144, 149-169, 174-194, 199-219, and 224-230
stand rejected under 35 U S.C. § 103 as being unpatentable
over Toupin and M ure.

Claim 118 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Smth and Gerry.

G ai ns 145, 147, 170, 172, 195, 197, 220, and 222 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Toupin, McClure, and Takano.

G ains 146, 148, 171, 173, 196, 198, 221, and 223 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over

Toupin, McClure, and Pohl
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Rat her than repeat verbatimthe argunents of appellants
and exam ner, we nmake reference to the brief? and the answer
for the respective details thereof.

OPI NI ON

We have considered the rejections advanced by the
exam ner and the supporting argunents. W have, |ikew se,
reviewed the appellants’ argunents set forth in the brief.

W reverse.

We consider the various grounds of rejection seriatim

Rej ection under 35 U.S.C. § 112, second paragraph

The exam ner rejects clains 114, 119-130, 153, 178, 203,
and 228 as being indefinite for failing to particularly point
out and distinctly claimthe subject matter which applicants
regard as the invention, final rejection at pages 3 and 4.
The exam ner asserts that lines 5-6 of claim114 are
confusing. They define, id., “nmeans for reciprocating at
| east one of the data read/wite device and the nagnetic
recordi ng nedium As best understood, this statenent

i ndicates that the reciprocating neans operates either on the

2 The reply brief was filed as Paper No. 33, however, the
exam ner did not approve the entry of this reply brief in the
record. See Paper No. 35.
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transducer or the nmedium or on both.” Appellants respond,
brief at pages 11 and 12, that the phrase in question covers
six different situations regarding the novenent of the
respective data read/ wite device and the noving nedium Wth
respect to claim 124, the exam ner asserts, final rejection at
page 4, that it is “indefinite because it declares, on |ines
2-3, that ‘the data read/wite device is one of a plurality of
devices’. This description |lacks a proper antecedent,
since independent claim 114 had the Iimtation to ‘a data
read/ wite device’ .” Appellants respond, brief at page 16,
that “it is submtted that claim 114 [on which claim 124

depends] does not recite a single data read/wite device as

apparently alleged by the Exam ner, but nerely recites a data

read/ wite device.”

Also, with respect to claim 124, the exam ner asserts,
id., that “lines 3-4 . . . define ‘data read/wite devices
di sposed in a regul ar two-di nensional arrangenent in a plane’.
This claimis indefinite if there are only two such devi ces,
since three points are required to define a plane.”
Appel | ants respond, brief at 17 and 18, that “claim 124 does

not recite that the plurality of data read/wite devices
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define a plane as apparently alleged by the Exam ner. Rather,

claims 124 nmerely recites that the data read/wite device is

one of a plurality of data read/wite devices disposed in a

requl ar two-di nensi onal arrangenent in a plane.”

Regardi ng cl ains 153, 178, 203, and 228, the exam ner
asserts that they | ack proper antecedent basis, the reasoning
bei ng the sanme as for claim 124 above where a single nagnetic
recording nmediumis recited in the independent claimand these
dependent clains refer to a plurality of nediuns or a
plurality of heads.

Appel l ants respond in the sane manner as they did
regardi ng the sane issue with respect to claim124, see brief
at pages 20 and 21.

The second paragraph of 35 U S.C. 8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the | anguage
enpl oyed in the clains nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the

particul ar application disclosure as it would be interpreted
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by one possessing the ordinary |evel of skill in the pertinent
art. Ld.

The exam ner’s focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, should be whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitable | anguage or nodes of expression are avail abl e.
Sone |atitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner m ght desire. |If the scope of the
i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
arejection of the clains under 35 U.S.C. § 112, second
par agraph, is appropriate.

W have reviewed the comments and statenents of the
exam ner and the responses by appellants as outlined above.
Fol | owi ng the guidelines stated above, we concl ude that the
examner is not justified in finding the clains as indefinite.
Appel I ants’ responses to the various points raised by the
exam ner are self- explanatory and fully understandable to an

artisan. Therefore, we do not sustain the rejection of clains
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114, 119-130, 153, 178, 203, and 228 under 35 U. S.C. § 112,
second par agr aph.

Rej ection under 35 U S.C. § 102

The exam ner rejects clains 114-117 as being antici pated
by Toupin at page 5 of the final rejection (Paper No. 17).
Wth respect to i ndependent claim 114, the exam ner asserts,
id., that “[t]he noving neans is anticipated by the piezo
devi ce, which enables relative novenent between the transducer
array and the substrate.”

Appel | ants argue, brief at pages 22-28, that Toupin does
not show the claimed novi ng neans. They conclude, id. at 27,

that “Toupin does not disclose both such a noving neans and

reci procating neans for reciprocating at | east one of the data

read/ wite device and the nagnetic recording nediumin a

sinple harnonic notion as recited in claim114.”

W agree with appellants. W find that in Toupin only
the recordi ng medi um noves in a sinple harnonic notion
i ndicated by an arrow along the direction of 34 in Figure 1.
The transducer array 36 in Figure 1 only noves so that the gap

between the read/wite head and the recording nmediumis



Appeal No. 1998-2476
Application No. 08/ 074, 485
controlled over the entire surface of the transducer array 36.
See colum 3,
lines 28-43. Therefore, Toupin does not disclose or suggest
the cl ai ned novi ng neans.

The exam ner rejects clains 115-117 at page 5 of the
final rejection. The exam ner asserts, id., that “[h]e
[ Toupi n] teaches that the ‘cock angle’ is controllable with
respect to the novenent of the nedium which is noved

reciprocally. On lines 63-65 of colum 5, Toupin states that

‘relative notion . . . causes colum [array] 66 to foll ow
tracks 64'.” Appellants at pages 28-36 of the brief discuss
each of the clains in detail. W agree with appellants’
analysis. In each of these clains, we note that the novenent

of the recording nmedium and the recording read/wite device is
clai med. Toupin shows only the recording nediumnoving in a
sinple harnonic notion. The head in Toupin does not nove as
cl ai ned.

Therefore, we do not sustain the anticipation rejection

of clains 114-117 by Toupin.

10
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Rej ections under 35 U. S.C. § 103

Various conbi nati ons of the references are suggested by
the examner to reject various clains. W w Il now consider
each of these conbinations separately.

McCl ure and Toupi nd

The exam ner rejects clains 115-144, 149-169, 174-194,
199- 219, and 224-230 as bei ng unpatentable over McClure in
view of Toupin at pages 6 to 11 of the final rejection. The
exam ner asserts, id. at 7, that “[i]t would have been obvi ous

to utilize McClure' s piezoelectric material connected to
the nedium as taught by Toupin . . . .” Appellants counter
the exam ner’s position at pages 36-44 and 48-83 of the brief.
We have reviewed the positions of the exam ner and appellants
and conclude that there is no notivation or reasoning to
conmbi ne Toupin and McCl ure as each of them provides its own
way of having an optinmum arrangenent of either the novenent of
the recordi ng medi um or the novenent of the head while keeping

t he ot her fixed. Furt hernore, the exam ner has not shown how

he proposes to nodify Toupin by replacing the head of Toupin

® W treat the conbination of Toupin and McClure as the
sanme as that of McClure and Toupi n.

11
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by the noving head of McClure. W note that such an
arrangenent would result in the destruction of Toupin’s
device. Therefore, we do not sustain the obvi ousness
rejection of clainms 115-144, 149-169, 174-194, 199-219, and
224-230 over McClure and Toupi n.

Smth and CGerry

The exam ner rejects claim 118 as bei ng obvi ous over
Smth in view of Gerry at pages 7 and 8 of the final
rejection. The exam ner asserts, id. at 8, that “it would

have been obvious . . . to record data along zigzag tracks, as

taught by Gerry . Appel I ants respond at pages 44-48 of
the brief that claim118 contains, brief at 45, the |limtation
of “moving nmeans for alternately noving the nmagnetic head and
the magnetic recording nmediumin a sinple harnonic notion

during a reading or witing operation,” which the exam ner has
not even addressed in his rejection. Appellants also argue
that the zigzag pattern asserted by the exam ner is not shown
by the conbi nation, because the recording surface 53 (Figure
4) in Cerry does not nove at all let alone nove in a zigzag

fashion. See Figures 6a through 6h of Gerry. W agree with

appel l ants’ position. W note that the proposed conbination

12
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does not produce the clained noving neans. Therefore, we do
not sustain the obviousness rejection of claim 118 over Smth

and Cerry.

Toupi n, Mcd ure, and Takano

The exam ner rejects clains 145, 147, 170, 172, 195, 197,
220, and 222 as bei ng unpatentable over Toupin in view of
McCl ure and Takano at page 11 of the final rejection. Since
Takano is used only to show a sem conductor |aser 104 (Figure
1) for detecting the head position and not for curing the
defi ci ency noted above in the conbination of Toupin and
McClure, we do not sustain the obviousness rejection of these
cl ai ms over Toupin, Mdure, and Takano.

Toupin, MO ure, and Poh

The exam ner rejects clains 146, 148, 171, 173, 196, 198,
221, and 223 as bei ng unpatentable over Toupin in view of
McCl ure and Pohl at page 12 of the final rejection. Pohl is
used to provide a tunnel electrode 9 (Figures 2 and 3) in the
head assenbly for permtting the positioning of the head
assenbly with a one-nanoneter accuracy, and not for curing the

defici ency noted above in the conbination of Toupin and

13
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McClure. Therefore, we do not sustain the obviousness
rejection of these clains over Toupin, MCure, and Pohl

I n conclusion, we have reversed the exam ner’s decision
rejecting clains 114, 119-130, 153, 178, 203, and 228 under 35
U S.C 8§ 112, second paragraph; clainms 114-117 under 35 U S. C.
8 102 as being anticipated by Toupin; clains 115-144, 149-169,
174-194, 199-219, and 224-230 under 35 U.S.C. § 103 as being
obvi ous over Toupin and McClure; claim 118 under 35 U S.C. §
103 over Smith and Gerry; clainms 145, 147, 170, 172, 195, 197,
220, and 222 under 35 U. S.C. 8 103 over Toupin, MCure, and
Takano; and clains 146, 148, 171, 173, 196, 198, 221, and 223
under 35 U.S.C. § 103 over Toupin, MCure, and Pohl

REVERSED

M chael R Flemng )

Adm ni strative Patent Judge )
)
)
)

Par shotam S. Lal | ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

Lance Leonard Barry )
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Adm ni strative Patent Judge

PSL: td
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