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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 1-27, which constitute
all the clains in the application.

The di sclosed invention pertains to the field of
instruction prefetching in a conputer. |In this field,

instructions are prefetched froma main nenory and transferred
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to an on-chip nmenory based on predictions as to what
instructions a conputer will probably execute after the
instruction in progress has been conpleted. The invention is
primarily concerned with the manner of caching prefetched
instructions which are not subsequently referenced by the
conput er.

Representative claim1l is reproduced as foll ows:

1. An instruction prefetching nethod wherein instruction
bl ocks prefetched in accordance with an instruction prefetch
mechani sm but not referenced by a central processing unit are
stored in an on-chip nenory w thout being di scarded upon
replacing them by new ones in a prefetch buffer so that they
are to be used for nenory reference at later tines.

The exam ner relies on the follow ng reference:
Jouppi et al. (Jouppi) 5, 261, 066 Nov. 09, 1993
Clainms 1-27 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Jouppi taken
al one.
Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the briefs and the answer for
the respective details thereof.

CPI NI ON

We have carefully considered the subject matter on
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appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support

for the rejection. W have, |likew se, reviewed and taken into

consi deration, in reaching our decision, the appellants’
argunents set forth in the briefs along wwth the examner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in claims 1-27. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
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one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem

fromsone teaching, suggestion or inplication in the prior art

as a whol e

or know edge generally available to one having ordinary skill

in the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d

1044, 1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488

U S. 825 (1988); Ashland G 1l, Inc. v. Delta Resins &

Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed.

Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS Hosp.

Sys.., Inc. v. Mntefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ

929, 933 (Fed. Cir. 1984). These showi ngs by the exam ner are
an essential part of conplying wiwth the burden of presenting a

prima facie case of obvi ousness. Note In re Cetiker, 977 F.2d

1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that
burden is nmet, the burden then shifts to the applicant to

overconme the prima facie case with argunent and/or evidence.
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Obvi ousness is then determ ned on the basis of the evidence as
a whole and the rel ative persuasi veness of the argunents. See

Id.; In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686

(Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d

1048, 1052, 189 USPQ 143, 147 (CCPA 1976). Only those
argunents actually made by appell ants have been considered in
this decision. Argunents which appellants could have made but
chose not to make in the briefs have not been considered [see
37 CFR
§ 1.192(a)].

Wth respect to i ndependent claim1, the exam ner
i ndi cates how he reads claim 1l on the disclosure of Jouppi.
The exam ner cites victimcache 52 as storing instructions
whi ch have been renoved fromthe primary cache. The exam ner
notes that Jouppi does not teach that these instructions are
not referenced by the CPU, however, the exam ner asserts that
the victiminstructions of Jouppi are anal ogous to the
prefetched instructions of the clainmed invention. The

exam ner concludes that it woul d have been obvious to use the
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vi cti mcache as disclosed by Jouppi [answer, pages 3-4].

Appel  ants argue that the exam ner has incorrectly
anal yzed the Jouppi disclosure and has confused the
di scl osures relating to the m ss cache, the victimcache and
the prefetch techniques. Specifically, appellants argue that
the victimcache of Jouppi, which is cited by the exam ner to
reject claiml, is loaded only with itens from cache 20 which
only holds itens which have previously been referenced by the
conputer. Appellants additionally argue that the prefetch
i nstructions of Jouppi are not stored in the victimcache as
asserted by the exam ner [brief, pages 4-11]. Thus,
appel l ants argue that Jouppi’s victimcache does not store

bl ocks whi ch have not been referenced by the

conputer as recited in claiml1l. The exam ner responds that

al t hough the victimcache of Jouppi contains bl ocks thrown out
from cache 20, this does not nean that the data bl ocks from
the cache 20 are already referenced by the conputer [answer,
page 16].

We agree with appellants’ position for essentially the
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reasons set forth in the main brief. The itenms in direct
cache 20 are placed there only in response to a reference by
the conputer. Therefore, the itens in victimcache 52, which
conme fromdirect cache 20, have already been referenced by the
conputer. The recitation in claim1l “but not referenced by a
central processing unit” elimnates directly cached itens from
consideration. Instead, the noted recitation fromclaim1l
requires that qualified instructions be prefetched, that is

not yet referenced by the conputer. The instructions which
are prefetched in Jouppi are stored in a stream buffer 62.
These instructions are | oaded into direct cache 20 if they are
subsequently referenced by the conputer. However, these

i nstructions are di scarded when additional instructions get

pl aced into the stream buffer [colum 10, lines 24-49]. daim

1

al so recites that the instructions not referenced by the
conput er are not “di scarded upon replacing them by new ones in

a prefetch buffer.” Since the prefetch buffer 62 of Jouppi
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does discard
these instructions, it also cannot neet the recitations of
claim1. Thus, neither victimcache 52 nor prefetch buffer 62
can neet the limtations set forth in claiml.

The examiner’s incorrect findings with respect to the
teachi ngs of Jouppi result in the exam ner having failed to

establish a prima facie case of the obvi ousness of claim1.

Therefore, we do not sustain the rejection of claim1l or of
clainms 2-5 which depend therefrom Since the exam ner’s
rejection of all the remaining clains relies on the sane
incorrect interpretation of Jouppi, we also do not sustain the
rejection of clainms 6-27 for reasons di scussed above and for
the additional reasons set forth in appellants’ main brief

with respect to these clains.
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In summary, we have not sustained the exam ner’s

rejection of any of the clains on appeal based on Jouppi taken

al one. Accordingly, the decision of the exam ner rejecting

clains 1-27 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

LEE E. BARRETT
Adm ni strative Patent Judge

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge
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