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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 19 and 20. dCains 3,
4, 6, 8, 9 and 13-18 have been cancelled. dainms 1, 2, 5, 7,
10-12, 21 and 22 have been indicated to contain allowable
subject matter. An anendnent after final rejection was filed

on Cctober 30, 1997, and was entered by the exam ner.
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The di scl osed invention pertains to a nethod for
produci ng an i mage containing nmultiple objects. Mre
particularly, the invention is directed to a technique for
i mproving the efficiency with which overl appi ng i nages are
rendered on a display device.

Representative claim 19 is reproduced as foll ows:

19. A nethod for producing an i mage containi ng
mul ti pl e objects, conprising the follow ng steps:

storing data in a first nmenory which describes the
area covered by each of plural objects in the inmage;

retrieving data fromsaid first nmenory that describes
the area covered by a first object and storing said data in a
second nenory;

retrieving data fromsaid first nmenory that describes
the area covered by a second object;

determ ning whether there is a cormon area of
intersection for the areas covered by said first and second
obj ect s;

nodi fying the data stored in said second nenory to
remove the common area of intersection fromthe description of
the area covered by said first object;

rendering the nodified data stored in said second
menory that describes the area covered by the first object;
and

generating an image in accordance with the rendered
dat a.

The exam ner relies on the follow ng references:
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Seki et al. (Seki) 5, 075, 876 Dec. 24, 1991

Foley et al. (Foley), Conputer G aphics: Principles and
Practice, 2nd Edition, 1990, by Addi son-Wsl ey Publishing
Conpany, Inc., pages 9-15.

Clainms 19 and 20 stand rejected under 35 U. S.C. § 103.
As evi dence of obviousness the exam ner offers Seki in view of
Fol ey.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
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ordinary skill in the art the obviousness of the invention as
set forth in claims 19 and 20. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@d 1596, 1598 (Fed. G r. 1988).
In so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. CGr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
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exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR
§ 1.192(a)].

Clains 19 and 20 are argued as a single group by
appel lants [brief, page 4]. The exam ner indicates how he
percei ves the invention of clains 19 and 20 to be obvi ous over
the collective teachings of Seki and Fol ey [answer, pages 4-
5]. Appellants argue that there is no teaching or suggestion
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in Seki of renmoving data froma nenory which describes a
portion of an object that is covered by another object.
According to appellants, the disclosure of Seki explicitly
t eaches agai nst the renoval of such data fromnenory [brief,
pages 7-9]. The exam ner responds that the nodifying step of
clainms 19 and 20 is broad enough to be nmet by the flags used
in Seki to identify visible and hidden portions of an object
to be displayed [answer, pages 6-7]. Appellants reiterate
their position that the processing techni que of Seki does not
function to renove any portion of the description of the area
that is covered by an object fromnenory [reply brief].
Qur anal ysis nust appropriately begin with a

consi deration of the scope of the appeal ed clains. Appellants
and the exam ner obviously disagree on the neaning to be
attached to the nodifying step of clains 19 and 20. The step
in question appears in the clains as foll ows:

nodi fying the data stored in said

second nenory to renove the common

area of intersection fromthe

description of the area covered by

said first object.
Appel l ants argue that this recitation requires that a portion

of the description of an area be renoved from nenory which is
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contrary to a fundanental purpose of Seki. The exam ner
interprets the step nuch nore broadly and finds the setting of
flags corresponding to data in Seki as neeting the nodifying
step of clains 19 and 20.

Al though the exam ner is correct to note that these
appeal ed cl ai nrs shoul d be given their broadest reasonable
interpretation during prosecution, we do not agree with the
exam ner that the nodifying step of clains 19 and 20 can be
interpreted in the manner proposed by the exam ner. The
nodi fication recited in the appealed clainms is to renove data

(the common area of intersection) fromthe description of the

area covered by said first object. The description of the

area corresponds to the data which identifies the extent of
this area. Thus, the claimrecites that a portion of this
identifying data is renoved fromthe second nenory, that is, a
| esser area of identifying data remains in this nenory.

We agree with appellants that the technique taught by
Seki does not teach or suggest this step. Seki is concerned
wi th avoiding the problemthat original figures cannot be
di spl ayed (restored) after conventional hidden |ine processing
[colum 1, |lines 33-36]. Seki overcones this problem by not
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elimnating any of the descriptions of areas covered by
obj ects during the course of processing. Seki sinply
indicates that certain areas will be visible or hidden by the
use of flags, but Seki never renpbves any of the data
descriptive of the area covered by an object. Therefore, the
nodi fying step as recited in clainms 19 and 20 is not taught or
suggested by Seki. Foley provides nothing to overcone this
deficiency in Seki.

Since the examner has failed to properly address al
the limtations of clainms 19 and 20, the exam ner has failed

to establish a prima facie case of the obvi ousness of these

claims. Therefore, the decision of the exam ner rejecting
claims 19 and 20 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge
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PARSHOTAM S. LALL
Adm ni strative Patent Judge

HOWARD B. BLANKENSHI P
Adm ni strative Patent Judge
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