TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-3 and 5-7, which constitute all

the clains remaining of record in the application.

! Application for patent filed Novenber 4, 1996.
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The appellants’ invention is directed to a target
det ecti on, seeking and gui dance systemfor a mssile and to a
met hod for detecting, seeking and intercepting a target with a
m ssile. The subject matter before us on appeal is
illustrated by reference to claim1l1l, which reads as foll ows:

1. Atarget detection, seeking and gui dance systemfor an
air-to-air, air-to-ground and/or ground-to-air mssile

conpri sing

a hyperspectral imging systemfor detecting a target
havi ng a predeterm ned hyperspectral signature;

means for enabling the mssile to track the target
mat chi ng the predeterm ned hyperspectral signature; and

means including a mssile controller for guiding the
flight path of the mssile to intercept the flight path of the
target matching said predeterm ned hyperspectral signature.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Pi nson 5, 323, 987 Jun. 28,
1994
Davi es 5, 329, 595 Jul . 12,
1994
Cutts 5, 379, 065 Jan. 3,
1995

“A Systemfor the Processing and Analysis of Miulti- and
Hyperspectral Data,” Lurie et al., SIG Technol ogy Revi ew,
Wnter 1994, pp. 43-58 (Lurie)

THE REJECTI ONS
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The follow ng rejections stand under 35 U. S.C. § 103:

(1) dainms 1-3 and 5-7 on the basis of Pinson and Cutts.

(2) dainms 1-3 and 5-7 on the basis of Pinson and Davi es.
(3) dainms 1-3 and 5-7 on the basis of Pinson and Lurie.

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and the
appel l ants regarding the rejections, we nake reference to the
Exam ner’s Answer (Paper No. 9) for the reasoning in support
of the rejections, and to the Appellants’ Briefs (Paper Nos. 8
and 10), for the argunents thereagai nst.

OPI NI ON

The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skil
inthe art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina

faci e case of obviousness, it is incunbent upon the exam ner

to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine

reference teachings to arrive at the clainmed invention. See
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Ex parte O app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nmust stem from sone

t eachi ng, suggestion or inference in the prior art as a whole
or fromthe know edge generally available to one of ordinary
skill in the art and not fromthe appellant's disclosure.

See, for exanple, Uniroyal, Inc. v. Rudkin-WIley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1439 (Fed. Cr.), cert.

deni ed, 488 U.S. 825 (1988).

The appellants’ invention is directed to target
detecti on, seeking and gui dance systens for mssiles that are
| aunched against targets. According to the opening page of
the specification, prior systenms have tracked targets either
in a single or a few spectral bands, thus opening the door to
the effective use of counterneasures that prevent such systens
fromacquiring and/or tracking the target. The appellants
further point out that the powers of discrimnation of these
prior art systenms were such that they could inadvertently
target friendly targets. The appellants’ invention is based
upon the principle that targets have hyperspectral signatures
that are formed fromliterally hundreds of spectra, which the

i nventive systemdeterm nes and utili zes.
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Claim1l is representative of all four of the independent
clains. It requires a hyperspectral imaging systemfor
detecting a target having a predeterm ned hyperspectral
signature, neans for enabling the mssile to track the target
mat ching this signature, and neans including a mssile
controller for guiding the mssile to intercept a target
mat chi ng t he predeterm ned hyperspectral signature. Al
three of the rejections set out by the exam ner utilize Pinson
as the primary reference. Pinson discloses an optical target
det ecti on, seeking and gui dance systemthat appears, at best,
to be an exanple of the prior art systens over which the
appel l ants believe their systemto be an inprovenent. In any
event, the exam ner concedes that Pinson “does not disclose a
hyper spectral imaging systemfor detecting and tracking a
target having a hyperspectral signature” (Answer, page 4). It
is the exam ner’s position, however, that each of the three
secondary references discloses a hyperspectral inmaging system
for flight vehicles “that detects and tracks targets” (wth
regard to Cutts, Answer, page 4), and that it therefore would
have been obvious to nodify Pinson by replacing the disclosed

systemw th a hyperspectral one. The appellants argue that
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one of ordinary skill in the art would not have been notivated
to conbi ne the teachings in the nmanner proposed by the
exam ner. W agree with the appell ants.

We begin our analysis by focusing on the adnonition of
our reviewing court that the mere fact that the prior art
could be nodified does not make such a nodification obvious
unl ess the prior art suggests the desirability of doing so.
See In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.
Cr. 1984). For the reasons hereinafter stated, it is our
view that the applied prior art fails to suggest the
desirability of the nodification to Pinson that has been
proposed by the exam ner. First of all, there is no nention
in any of the three secondary references of utilizing
hyperspectral imaging for a mssile firing system Cutts
teaches utilizing hyperspectral imging froma vehicle in
space to scan the earth (colum 3, lines 1-2 and 50) for the
pur pose of identifying mneral or vegetative types (colum 7,
lines 65-66). Wiile the appellants have acknow edged that the
system di scl osed in Davies would be “suitable for use” in the
clainmed mssile system (specification, page 4), the reference

does not nmention such use, suggesting only that the system be
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used in “earth nonitoring satellites” (colum 1, |ines 24-25),
such as oceanography, mapping and m neral exploration, for
exanple (colum 1, lines 51-54). The only uses suggested in
the Lurie reference are in space borne caneras that nonitor
envi ronnmental and agricultural situations (page 44). Thus,
the “targets” to which the exam ner refers in the Answer as
bei ng tracked by the hyperspectral systens of the three
secondary references are not the types of targets that are
defined in the appellants’ specification as being the focus of
m ssile systens. Second, the clains before us on appeal al
require that the systemdetect, track, and guide a mssile
based upon the “predeterm ned hyperspectral signature of a
target of interest” which, as we understand the teachi ngs of
the applied references, is not the manner in which these
systens operate. Third, none of the applied references
recogni ze the problens to which the appellants’ invention are
directed, nanely, providing a target tracking systemfor
m ssiles that provides a high degree of recognition and is
i mmune to countermeasures.

We therefore fail to perceive any teaching, suggestion or

incentive in the applied references which would have | ed one
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of ordinary skill in the art to replace the inmaging system
di scl osed by Pinson with one that responds to the
predet er mi ned hyperspectral signature of a target. It would
appear that the only suggestion for doing so is provided by
the |l uxury of the hindsight accorded one who first viewed the
appel l ants’ disclosure. This, of course, is not a proper
basis for a rejection under 35 U S.C. § 103. See, for
exanple, Inre Fritch, 972 F. 2d 1260, 1266, 23 USPQ2d 1780,
1784 (Fed. Cir. 1992).
SUMVARY

The conbi ned teachi ngs of Pinson and each of the three
secondary references fail to establish a prima facie case of
obvi ousness with regard to the subject matter of the
appel lants’ clains. This being the case:

None of the rejections are sustained.

The decision of the examiner is reversed.

REVERSED
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