THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore FRANKFORT, STAAB and NASE, Adm ni strative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 20, all the clains pending in

the application. |In the exam ner’s answer, page 14, it is

1 Application for patent filed April 25, 1995. According to appellant, the
application is a continuation-in-part of Application 08/088,191, filed
July 6, 1993, now abandoned, which is a continuation-in-part of Application 07/912,552,
filed July 13, 1992, now U S. Patent No. 5,277,675, issued
January 11, 1994.
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indicated that clains 17 through 19 now stand objected to and
woul d be allowable if rewitten in independent form In

addition, it has

been noted on page 2 of the exam ner’s answer that the
rejection

of claims 7 and 8 under 35 U. S.C. § 112, second paragraph, has
been wi t hdrawn. Accordingly, only the exam ner’s prior art
rejections of clains 1 through 16 and 20 under 35 U.S.C. § 103

remai n for our consideration on appeal.

Appel lant’s invention is directed to a resilient,
portabl e, stand al one, exercise board that can be used for a
vari ety of exercises such as running in place, aerobic
exercise and junping. |Independent clains 1 and 14 are
representative of the subject matter on appeal and a copy of
those clains, as they appear in the Appendix to appellant’s

brief, is attached to this deci sion.

The prior art references relied upon by the exam ner in

rejecting the appeal ed clains are:
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Caks

4,037, 834 Jul . 26,
Mansfi el d

1980

W son

1982

Puckett et al. (Puckett)
1993

Gvoi ch

1995

Marcol i n
1977

1977

(German O f enl egungsschrift)?

Morozov et al. (Morozov)
1979
(Sovi et Uni on)

4,199, 136
4,323, 231
5,273,510

5, 387, 166

2,631, 067

700, 149

Apr. 22,
Apr. 6,
Dec. 28,
Feb. 7,
Jan. 20,
Dec. 15,

Clainms 1 through 3, 7 through 10 and 13 stand rejected

under 35 U.S.C. § 103 as bei ng unpat ent abl e over

vi ew of QOaks.

Mbrozov in

2 Qur under st andi ng of these foreign | anguage docunments is based upon a

transl ation prepared by the U S. Patent and Trademark O fi ce.

transl ati ons acconpani es this decision.

A copy of those
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Claim4 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Mrozov in view of Oaks as applied to claim

1 above, and further in view of Mansfiel d.

Clains 5 and 6 stand rejected under 35 U.S.C. § 103 as
bei ng unpatent abl e over Morozov in view of Caks as applied to

claiml1l above, and further in view of Murcolin.

Clains 11 and 12 stand rejected under 35 U S.C. 8§ 103 as
bei ng unpatent abl e over Morozov in view of Caks as applied to

claim 10 above, and further in view of Puckett.

Clains 14 and 20 stand rejected under 35 U S.C. 8§ 103 as

bei ng unpat ent abl e over Gvoi ch.

Claim 15 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Gvoich in view of Qaks.

Claim 16 stands rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Gvoich in view of Caks as applied to claim

15 above, and further in view of WI son.



Appeal No. 98-2771
Application 08/428, 863

Reference is made to the exam ner’s answer (Paper No. 20,
mai |l ed July 21, 1997) and supplenental examner’s letters
(Paper Nos. 22 and 24) for the exam ner's reasoning in support
of the above-noted rejections and to the appeal brief (Paper
No. 19, filed April 25, 1997), reply brief (Paper No. 21,
filed Septenber 29, 1997) and letter (Paper No. 23) for

appel l ant’ s argunents thereagai nst.

OPI NI ON

Qur eval uation of the obviousness issues raised in this
appeal has included a careful assessnent of appellant’s
specification and clains, the applied prior art references,
and the respective positions advanced by appellant and the
exam ner. As a consequence of our review, we have cone to the

concl usi ons which foll ow

Wth regard to the examner’s rejection of clainms 1
through 3, 7 through 10 and 13 under 35 U.S.C. 8§ 103 based on
Morozov in view of Oaks, appellant has argued (brief, pages 5-

6) that the device shown in Mdirozov is not an exerci se board,
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but rather is a section of acrobatic running track. 1In

addi tion, appellant argues that if Mrozov and Gaks were
conbi ned, the result would be an acrobatic running track
section having a flat, rigid board supported by springs
extendi ng between a pair of longitudinally extending franme
menbers, and not a stand al one, portable exercise board as
appel l ant has provided. W find these argunents to be
unpersuasive. In the first place, we view the entire
acrobatic running track seen in Figures 1 and 2 of Morozov to
be a “portable, stand al one exercise board” which conprises a
plurality of sections, each of which sections includes a
general ly rectangul ar, “substantially rigid” platform(4)
sized as required in appellant’s claim1l and a plurality of
supports or feet (seen in Figure 2) affixed to the underside
of the platformand positioned “toward corners of the
platform” Each of the sections also includes at |east a pair
of arched springs (3) of resilient spring material extending
bet ween the feet adjacent opposing side margins of the

pl atform and inparting an upwardly convex contour to the
platformwhile permitting the platformto flex with a

resilient action in response to the weight of a person who is
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exercising on the board. As an alternative position, we note
that, prior to assenbly of the track sections into the
formation seen in Figures 1 and 2, each of the individual
sections of the acrobatic track in Mdrozov would, in our
opinion, qualify as a portable, stand al one, exercise board as

broadly set forth in appellant’s claim1 on appeal.

Wiile it is true that Morozov does not expressly describe
the rectangul ar platformof each of the sections therein as
bei ng “substantially rigid,” we nonethel ess conclude fromthe

di scl osure of Morozov as a whole that the platform (4) of each

of the sections of the run-up acrobatic track therein would
have been understood by one of ordinary skill in the art as
being “substantially rigid.” Note particularly, the
transl ati on of Mbrozov at page 3, lines 6-8, where it is noted
that the carpet covering (7) of each track section is
“stapled... on the edges of the panel” or platform (4); page
3, lines 11-12, where it is indicated that the panels or
platforns (4) are capable of transferring the spring efforts
of one panel to another during the athlete’ s push; and page 3,

lines 17-20, where it is indicated that the weight of the
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athlete is “evenly spread through the panel 4 on the spring
elenents 3,” all of which statenments clearly convey the
perception that the panel or platform (4) of Mrozov is
“substantially rigid.” Moreover, we also agree with the

exam ner that it woul d have been obvious to one of ordinary
skill in the art, considering the collective teachings of
Morozov and Qaks, to nake the platfornms/panels (4)

of the track in Mdrozov “substantially rigid” so as to provide
arigid, stable feel to the surface portion of the acrobatic

runni ng track during use thereof by an athlete.

Based on the foregoing, we will sustain the exam ner’s
rejection of claiml on appeal under 35 U S.C. 8§ 103. In
addition, we note that, in accordance with appellant’s
grouping of the clains (brief, page 4) and the statenent of
page 6 of the brief, clains 2, 3, 9, 10 and 13 will fall wth

claim 1.

Regarding the examner’s rejection of appellant’s clains
7 and 8 under 35 U.S.C. 8 103 on the basis of the conbi ned

t eachi ngs of Mrozov and Oaks, we nust agree with appell ant
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(brief, page 6) that the applied references do not teach or
suggest formng the arched bars and the platform®“as a unitary
one- pi ece structure” (claim?7), or formng the arched bars and
the feet “as a unitary one-piece structure” (claim8).
Accordingly, we will not sustain the examner’s rejection of
these clainms under 35 U S.C. 8§ 103 based on the teachings of

Morozov and Caks.

Claim4 on appeal sets forth that the arched bars of
resilient spring material are “fabricated of a materi al
sel ected fromthe group consisting of spring steel, fiberglass
and polyurethane.” 1In rejecting this claimthe exam ner has
relied upon Morozov and Qaks as applied to claim 1l above,
taken further in view of Mansfield. In the exam ner’s opinion
(answer, page 5), Mansfield teaches that it is known in the
art to make spring elenments out of alum num fiberglass or
pol ycarbonate (col. 3, lines 5-13). Fromthis purported
teachi ng, the exam ner urges that it would have been obvi ous
to one of ordinary skill in the art at the tine of appellant’s
invention to make the bars/springs (3) of Mrozov out of

fi berglass. Morozov specifically notes (translation, page 3)
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that the spring elenents therein are “nmade of several |ayers
of plywood gl ued together.” Qur review of Mansfield indicates
that this reference discloses making the flexible, sem-rigid
plate or platform (12) of the exercise device therein of
alum num (col. 2, line 60), or other material |ike plastics,
such as fiberglass or polycarbonate (col. 3, lines 11-13).

Li ke appellant, we see nothing in these references which would
have been suggestive to one of ordinary skill in the art of
maki ng the springs (3) of Mrozov out of fiberglass. |If
anything, it would appear to us that the collective teachings
of the applied references would have led an artisan to nmake
the platform (4) of Mrozov out of a flexible, sem-rigid

mat eri al such as fiberglass, not the spring elenents (3).

Thus, we will npot sustain the examner’s rejection of claim4
under 35 U.S.C

§ 103.

We next | ook to the examner’s rejection of clains 5 and
6 under 35 U.S.C. § 103 as bei ng unpatentable over Mrozov in
view of Qaks as applied to claim1l above, and further in view

of Marcolin, the German reference. Recognizing that the

10
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exerci se board/track of Mdirozov as nodified by Oaks does not
di scl ose, teach or suggest the formation of resilient feet as
specified in clains 5 and 6 on appeal, the examner turns to
Marcolin (pointing specifically to Figure 6) and urges that
this reference discloses that it is known in the art of
exerci se boards to provide bars of resilient spring materi al
and to formthe feet of such exercise boards by bending the
bars to formresilient feet that are bent under the corner
portions of the platform Relying on this teaching, the

exam ner has concluded that it would have been obvious to one
of ordinary skill in the art to provide the platform of
Morozov in view of GCaks with resilient feet forned as in
Marcolin, in order to have feet which provide the required
reacti on and bendi ng necessary to the use of the platform and
whi ch are easily manufactured. Appellant’s argunents on page
7 of the brief appear to be directed to the enbodi nent of
Marcolin seen in Figure 1, and not to the enbodi nent seen in
Figure 6 that was relied upon by the examner. As a result,
the argunents presented by appellant do not address the
rejection made by the exam ner and are clearly not persuasive

of any error on the examner’s part. Under the circunstances,

11
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we are conpelled to sustain the examner’s rejection of clains
5 and 6 under

35 U S.C. § 103.

Clains 11 and 12 on appeal stand rejected under 35 U. S. C
8§ 103 as bei ng unpatentabl e over Morozov in view of Caks as
applied to clains 1 and 10 above, further in view of Puckett.
In the exam ner’s opinion, it would have been obvious to one
of ordinary skill in the art, based on the applied references,
to use ethylene vinyl acetate for the pad (6) of Morozov.
Puckett discloses the use of ethylene vinyl acetate (col. 3,
lines 36-37) for the pad (70) of a platformtype exercise aid.
Appel l ant’ s argunent regarding clainms 11 and 12 is found on
page 7 of the brief, wherein it is urged that there is no
suggestion in the applied references of using that particul ar
material in an exercise board having the other features of
appellant’s invention. W find this argunent unpersuasive,
because it appears to put forth the position that the prior
art nmust expressly teach or suggest exactly what appellant has
done. W, of course, agree with appellant that there nust be

sonme teaching or incentive in the prior art for suggesting the

12
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desirability of a conbination under 35 U S.C. § 103. However,
contrary to appellant’s position, we do not believe that it is
necessary that a device shown in one reference nust be
physically inserted into the device shown in the other, or
that the clainmed invention nmust be expressly suggested in any
one or all of the applied references. Rather, the test for
obvi ousness is what the conbined teachings of the references
woul d have fairly suggested to those of ordinary skill in the

art. See In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

( CCPA 1981).

Wth respect to clainms 11 and 12 of the present case,
given the disclosure in Mrozov that the soft pad (6) therein
shoul d be of “porlon type” (translation, page 3), i.e, made of
a soft plastic foammaterial, the teaching in Caks (col. 3,
lines 22-24) of a pad (23) formed of closed cell soft foam
rubber, and the teaching in Puckett of a pad formed of
et hyl ene vinyl acetate, we nust agree with the exam ner that
it would have been obvious to one of ordinary skill in the art
at the time of appellant’s invention to formthe pad (6) of

Morozov of a material of the type specified in appellant’s

13
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claim1l on appeal. Thus, we will sustain the exam ner’s
rejection of claim11l under 35 U. S. C

8 103. Appellant (brief, page 4) has grouped claiml1l2 with
claim1l, fromwhich it depends, accordingly, claim12 wl|

fall with claim 11.

| ndependent cl ai m 14 and dependent claim20 have been
rejected by the exam ner under 35 U S.C. § 103 as being
unpat ent abl e over Gvoich alone. The examner’s position with
respect to claiml14 is set forth on page 7 of the answer as
foll ows

Gvoi ch teaches an exercise board conprising a
platform 22 made of plastic with an upwardly convex
arch and a plurality of feet 102, 103 on the under
side of the platform (Figure 1, 2 and colum 4 |ines
1-16). Gvoich discloses the clained invention
except for the plastic being fiber reinforced. It
woul d have been obvi ous to one having ordinary skil
in the art at the tine the invention was nmade to
make the plastic fiber reinforced since it was known
in the art that fiber reinforcenent provides added
strength to a material .

Li ke appellant (reply brief, page 5), we find the
exam ner's bare assertion in this regard to be w thout any

factual underpinnings in the applied prior art and that the

14
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exam ner’s position is based on unfounded assunptions stenm ng
fromthe use of inperm ssible hindsight. It is by now well
settled that a rejection based on 8 103 nust rest on a factual
basis, with the facts being interpreted w thout hindsight
reconstruction of the invention fromthe prior art. In making
this evaluation, the exam ner has the initial duty of
supplying the factual basis for the rejection she advances.
She may not, because she doubts that the invention is
patentabl e, resort to specul ati on, unfounded assunptions or

hi ndsi ght reconstruction to supply deficiencies in the

factual basis. See In re Warner, 379 F.2d 1011, 1017, 154

USPQ 173, 178 (CCPA 1967). Absent the required factual basis
on the examner's part, we refuse to sustain the rejection of
appellant's claim 14 under 35 U S.C. §8 103. It follows that

the examner's rejection of claim20, which depend fromclaim

14, will also not be sustai ned.

Havi ng revi ewed both OCaks and W1 son, as respectively
applied by the exam ner under 35 U. S.C. § 103 agai nst
dependent clains 15 and 16, we note that these references

provi de no teaching or suggestion regarding the deficiencies

15



Appeal No. 98-2771
Application 08/428, 863

in the examner’s position with respect to i ndependent claim
14 di scussed above. Accordingly, we also find the exam ner’s
position to be untenable with regard to dependent clains 15
and 16, and, for that reason, refuse to sustain the examner’s

rejections of clains 15 and 16 under 35 U S.C. § 103.

Pursuant to 37 CFR 8§ 1.196(b), we enter the foll ow ng new

grounds of rejection against clainms 14 through 16 on appeal .

Claim14 is rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Gvoich in view of Mansfield or Marcolin. In
this regard, we observe that Gvoich discloses an exercise
board which includes a resilient, upwardly arched pl atform
(22) fabricated froma resilient and flexible plastic (col. 4,
[ines 5-14). Gvoich nmakes no nention of fiber reinforced
plastic for making the arched resilient platform However,
Mansfi el d and Marcolin each disclose exercise boards simlar
to that of appellant wherein the flexible, resilient platform
of the device is formed of plastic and, nore specifically, is
formed of fiberglass-reinforced plastic. Note Mansfield

colum 3, lines 5-13, and the translation of Marcolin at page

16
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5, lines 8-10. dven the simlarity in the use and operation
of the exercise boards and platforns thereof in Gvoich,
Mansfield and Marcolin, we are of the opinion that it would
have been obvious to one of ordinary skill in the art at the
time of appellant’s invention to make the flexible, resilient
pl atform (22) of Gvoich out of fiberglass-reinforced plastic
material as taught in either Mansfield or Marcolin, so as to
gain the advantages of strength and enhanced el astic

flexibility mentioned in Marcolin.

Clains 15 and 16 are rejected under 35 U.S.C. § 103 as
bei ng unpatent abl e over Gvoich in view of Mansfield or
Marcolin as applied to claim14 above, and further in view of
OCaks and Mrozov. Mansfield, Oaks and Morozov each discl ose
an exerci se board wherein the platformis provided with a
resilient pad on the upper side thereof so as to assist in
relieving the inpact of the user’s feet on the otherw se hard
surface of the relatively rigid platformand in providing the
upper surface of the platformw th a degree of frictional
resistance. Note particularly, Oaks, colum 3, lines 22-35,

and Mansfield, colum 2, |ines 60-62. Thus, view ng the

17



Appeal No. 98-2771
Application 08/428, 863

coll ective teachings of the applied references, we consider
that it would have been obvious to one of ordinary skill in
the art to provide the flexible, sem-rigid platform of Gvoich
(as nodified above) with a resilient pad on the upper surface
thereof so as to gain the advantages taught or suggested in
Mansfi el d, OGaks and Morozov. As for the dinensional
[imtations set forth in claim15, we consider that providing
a platformand pad in Gvoich (as nodified) wherein the

t hi ckness of the pad and platformare each “on the order of
1/ 4 inch” would have been obvious to one of ordinary skill in
the art given the teachings and suggestions of the applied
prior art references. Note particularly, the showing in
Figures 1 and 2 of Mansfield that the pad (14) and platform
(12) are generally of the same thickness, and the discussion
in Mansfield (col. 3, lines 44-48) concerning platfornms (32,
34) made of fiberglass sheet having thicknesses of 3/16 inch

or 5/16 inch, both of which are “on the order of 1/4 inch.”

To summari ze our decision, we note that 1) the exam ner's

rejection of clainms 1 through 3, 7 through 10 and 13 under

18
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35 U.S.C. 8 103 has been sustained with regard to clains 1
through 3, 9, 10 and 13, but has not been sustained with
regard clainms 7 and 8; 2) the examner's rejection of claim4
under

35 U.S.C. §8 103 has not been sustained; 3) the examner’s
rejections of clains 5, 6, 11 and 12 under 35 U.S.C. § 103
have been sustained; and 4) the examner’s rejections of
clainms 14, 15, 16 and 20 under 35 U. S.C. 8 103 have not been
sustai ned. Thus, the decision of the exam ner has been

affirmed-in-part.

In addition, this panel of the Board, pursuant to 37 CFR
8 1.196(b), has entered new grounds of rejection against

clainms 14 through 16 on appeal.

In addition to affirmng the examner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,

122 (Cct. 21, 1997)). 37 CFR 8 1.196(b) provides, “A new

19
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ground of rejection shall not be considered final for purposes

of judicial review’”

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:
(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the
ori gi nal decision

37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:
(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :

Shoul d the appellant elect to prosecute further before

the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in

20
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order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is

over cone.

| f the appellant el ects prosecution before the examn ner
and this does not result in allowance of the application,
abandonnment or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinmely request

for reconsi deration thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N-PART, 37 CFR 8§ 1.196(b)

21
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APPENDI X

1. A portable, stand al one exercise board, conprising a
generally rectangul ar, substantially rigid platform having an
upper surface of sufficient |ateral extent to receive a person
who is exercising, a plurality of feet positioned toward
corners of the platformon the under side of the platformand

23
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engagable with a supporting surface, and a pair of arched bars
of resilient spring material extendi ng between the feet al ong
opposi ng side margins of the platformand inparting an
upwardly convex contour to the platformwhile permtting the
platformto flex wwth a resilient action in response to the
wei ght of a person who is exercising on the board.

14. An exercise board, conprising a platformof fiber
reinforced plastic formed with an upwardly convex arch and an
upper surface of sufficient |lateral extent to receive a person
who is exercising, and a plurality of feet on the under side
of the platformand engagable with a supporting surface, the
fiber reinforced plastic permtting the platformto flex with
aresilient action in response to the weight of a person who
is exercising on the board.
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