THI'S OPI NION WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 13, all the clains pending in

t he application.

1 Application for patent filed June 29, 1995.
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Appel lant’ s invention relates to a surgical clanp useful
for renoving foreign bodies during surgical procedures.
| ndependent claim1l is representative of the subject matter on
appeal and a copy of that claim as reproduced fromthe

Appendi x to appellant’s brief, is attached to this decision.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Engl i sh 2,618, 268 Nov. 18, 1952
Schl ein 3,981, 308 Sep. 21, 1976
Kur wa 4,574, 804 Mar. 11, 1986

Clains 1 through 13 stand rejected under 35 U. S.C. § 103
as bei ng unpatentable over Kurwa in view of Schlein and

Engl i sh.

Rat her than reiterate the examner's full statenent of
t he above-noted rejection and the conflicting viewoints
advanced by the exam ner and appell ant regarding the
rejection, we nmake reference to the final rejection (Paper No.

5 nmuailed
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Novenber 7, 1996) and the exam ner's answer (Paper No. 12,
mai | ed Novenber 12, 1997) for the examiner's reasoning in
support of the rejection, and to appellant’s brief (Paper No.
11, filed

August 7, 1997) and reply brief (Paper No. 13, filed

January 16, 1998) for appellant’s argunments thereagainst.

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai ns,
to the applied prior art references, and to the respective
positions articul ated by appellant and the examner. As a
consequence of our review, we have made the determ nations

whi ch foll ow.

Prelimnary to treating the examner’s rejection of the
appeal ed cl ains, we note that on page 3 of the brief appellant
has indicated that for purposes of this appeal, “clainms 1-13
may be grouped together.” In such an instance, we would

normal |y select a claimas being representative of the clained
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subject matter (e.g., independent claim1l) and proceed to

deci de the appeal on the basis of that claimalone (See 37 CFR
8§ 1.192(c)(7)). However, in this case, in both the brief and
reply brief, appellant has nade separate argunents that go to
the propriety of the exam ner’s conbination of Schlein with
Kurwa (applicable, for exanple, to clainms 1 and 2) and Engli sh
with Kurwa (needed to additionally address the limtations of
claims 3 through 13). The exam ner, in her answer, has
separately responded to each of appellant’s |ines of argunent.
Accordingly, since the exam ner and appellant have both
provided their positions on the propriety of the respective
conbi nations of prior art noted above, we deemit appropriate
to review each of those conbinations in deciding this appeal.
We hasten to add that inconsistencies between appellant’s
groupi ng of the clains and separate argunents presented in the
brief, |like those noted above, should normally be resol ved
prior to the application being forwarded to the Board for our

treatment of the appeal.

In reviewing the examner's prior art rejection of the

appeal ed clains, the only difference we perceive between the
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surgical clanp of Kurwa and that defined in claim1 on appeal
is the requirenent in appellant’s claim1l of a jaw portion on
each of the intersecting arns which includes a “dianond grid
gripping surface.” As set forth in Kurwa, at colum 2, |ines
45-46, the jaw portions (18a, 18b) of the surgical clanp are
descri bed as having “serrated facing surfaces 24." As seen in
Figure 6a, the serrated facing surfaces of the jaws of the
clanp in Kurwa are used to grip an object, i.e., the optic
nerve (D), during enucleation (a surgical procedure involving
the renoval of a diseased eyeball). Recognizing that the
surgical clanp of Kurwa | acks the specific type of gripping
surface set forth in appellant’s claim1, the exam ner has
turned to the surgical clanp of Schlein for such a teaching.
On pages 3-4 of the final rejection, the exam ner has

i ndi cat ed t hat

“Schl ein discloses a surgical clanmp having jaw
portions, 10, 12 conprising dianond grid gripping
surfaces 22.

It woul d have been obvious to one having

ordinary skill in the art at the tine the invention
was made to use the dianond surfaces as taught by
Schl ein, since Schlein states at colum 2, |ines 51-

58 that such a nodification would insure [sic] a
firmgrip on the tissue being selected.”
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Li ke the exam ner, we are of the opinion that it would
have been obvious to one of ordinary skill in the art at the
time of appellant’s invention to use the dianond grid gripping
surfaces as taught by Schlein as the serrated facing surfaces
(24) in Kurwa so as to “insure [sic] a firmand positive grip
on the work-piece” as suggested in Schlein (col. 2, line 51-
52). Both Kurwa and Schl ein describe the jaws of their
surgical clanps as being “serrated,” with Schlein expressly
di scl osing that such serrations are preferably in the form of
di anond- shaped teeth which, as seen in Figure 7, provide a
di anond grid gripping surface on each jaw. Thus, we view the
col l ective teachings of the applied references as evidencing
knowl edge in the art regarding known alternative fornms of
serrated jaws used for surgical clanps, and as being
suggestive to one of ordinary skill in the art of using the
type of serrations disclosed and taught in Schlein on other
surgical clanps with serrated jaws, i.e., such as the surgica
clanp seen in Kurwa, as a neans for ensuring a firmand

positive grip on a work-piece during surgery.
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Appel l ant’ s argunments agai nst the use of the dianond grid
gri pping surfaces of Schlein in the clanp of Kurwa, in our
opi nion, are msplaced. The argunents in the brief (page 6)
and reply brief seemto seek sonme express teaching in either
Kurwa or Schlein that the gripping surfaces of the jaws in
Kurwa are i nadequate before a substitution of the specific
formof gripping surfaces in Schlein can be made for the
serrations of Kurwa. W know of no such requirenment. 1In this
regard, we note that where two known alternatives are
i nt erchangeabl e for their desired function, an express
suggestion of the desirability of the substitution of one for
the other is not needed to render such substitution obvious.

See In re Fout, 675 F.2d 297, 301, 213 USPQ 532, 536 (CCPA

1982); In re Siebentritt, 372 F.2d 566, 567, 152 USPQ 618, 619

( CCPA 1967).

Whil e we have fully considered the argunents advanced by
appel l ant, we are not convinced thereby that the exam ner's
concl usi on of obviousness as it applies to claim1l on appeal
is in error. Although appellant points to alleged

di stinctions between the prior art and the invention of claim
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1 based upon use of the surgical clanp set forth in claim1l
for gripping a foreign object and the problemwhich the

i nvention solves, we note that it is clear that the purpose
proposed as the reason why the artisan woul d have found the

cl ai med subject matter to have been obvi ous based on the prior
art need not be identical to the purpose or problem which
appel l ant indicates to be the basis for having made the

invention in order to establish a prim facie case of

obvi ousness. As |long as sone reasonable notivation or
suggestion to conbine the references is provided by the prior
art taken as a whole, as we believe there is in this case, the
| aw does not require that the references be conbined for the

reasons contenplated by appellant. See In re Beattie, 974

F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. GCir. 1992); In re

Dillon, 919 F.2d 688, 693, 16 USPQ2d 1897, 1901 (Fed. Gr.

1990) (en banc), cert. denied, 500 U. S. 904 (1991) and In re

Kronig, 539 F.2d 1300, 1304, 190 USPQ 425, 427-28 (CCPA 1976).
In addition, the fact that appellant may have recogni zed an
advant age which would flow naturally fromfollow ng the
suggestions of the prior art cannot be the basis for

patentability when the difference woul d otherw se have been
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obvious. See Ex parte Obiaya, 227 USPQ 58 (BPAI 1985), aff’d.

mem, 795 F.2d 1017 (Fed. Cr 1986).

Thus, for the above reasons, we will sustain the
examner’s rejection of claim1 under 35 U S.C. § 103. Since
no separate argunent has been nmade by appel |l ant regardi ng
dependent claim2, we consider that claim2 will fall with

claim 1.

Appel lant’ s argunments in the brief and reply brief
directed to the feature of the invention relating to the use
of arat tooth (10) at the distal end of the jaw portion of
the clanp are not relevant to independent claim1, since no
such recitation appears in claim1. Likew se, those argunents
are not relevant to dependent claim2 which also has no such
feature recited therein. However, given that appellant has
argued this feature in both the brief and reply brief, we wll
treat it. We first note that the exam ner has addressed this
aspect of the clainmed subject matter (e.g., clainms 3 through
13) by relying on the teachings of English, which shows a

surgical clanp that includes a rat tooth structure (17, 19) at
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the distal end of the jaw portion of the clanp in conbination
with a series of longitudinal corrugations (at 23) |ocated on
the gripping portion of the clanp therein. English also shows
or discloses latching nmeans (14) on the clanp nenbers (10, 11)
for holding the menbers (10, 11) cl osed together when desired.
According to the exam ner (final rejection, page 4),
“I't woul d have been obvious to one having

ordinary skill in the art at the tine the invention

was nade to use a latching neans and rat tooth jaws

as taught by English, since English states at colum

3, lines 19-28 that such a nodification would enable

the jaw nenbers to be held in the position desired

by the surgeon and since English states at col um 4,

lines 18-33 that the rat tooth jaw arrangenents

prevent side slip of the tissue being grasped by the
sur geon.”

VWiile we certainly share the examner's view wth regard
to the latching nmeans of English, especially given that Kurwa
al ready includes a | atch nechanismor catch at (22) for
all owi ng the handl e portions (16) to be “rel easably | ocked
together” (col. 2, lines 42-44), we nust agree with appell ant
that it would not have been obvious to one of ordinary skil

inthe art to provide the distal ends of the jaws of the clanmp

in Kurwa with a rat tooth structure like that of English. W

reach this conclusion because the offset portions of the ends

10
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(26) of the clanp of Kurwa would not |end thenselves to a rat
tooth structure of the type seen in English. Note
particularly, the argunents found in appellant’s reply brief
(pages 2-4). The need in Kurwa for the snooth extension (28)
on the tip end of the jaw portion (18a) would preclude a rat
tooth arrangenent |ike that of English from being used
therein, since at |least the distal end of jaw portion (18a)
must remain free of obstructions to define the snooth flat
surface (29) that is critical to the disclosed use of the
clanp of Kurwa. Note specifically, Figures 3, 4a and 5a of
Kurwa and the disclosure at colum 3, line 6, et seq.,

hi ghlighting the significance of the snooth, rounded extension
(28) and smooth flat surface (29). Thus, the exam ner’s
rejection of clains 3 and 4, the clains which depend
therefrom and clains 11 through 13 relying on the conbi ned
teachi ngs of Kurwa, Schlein and English wll not be

sust ai ned.

To summari ze our decision, we note that 1) the exam ner's
rejection of clains 1 and 2 under 35 U.S.C. 8§ 103 has been

sustained and 2) the examner's rejection of clains 3 through

11
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13 under 35 U.S.C. 8 103 has not been sustai ned. The deci sion

of the exam ner is, accordingly, affirned-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

JAVES M MElI STER
Adm ni strative Patent Judge

BOARD OF PATENT
NEAL E. ABRAMS
Adm ni strative Patent Judge APPEALS AND
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| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

CEF/ ki s

Paul K. Legaard

WOODCOCK, WASHBURN, KURTZ
MACKI EW CZ & NORRI S

One Liberty Pl ace

46t h Fl oor

Phi | adel phia, PA 19103
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APPENDI X

1. A surgical clanp conprising:

a pair of intersecting arns and pivot neans
i nterconnecting said arns for providing rotating notion about
a conmon axi s;

said arns each conprising handl e portion, jaw portion,
and shaft portion between said handl e and jaw portions;

each handl e portion further conprising finger |oop and
| at chi ng neans opposite said finger |loop and in substantially
t he sane plane therewth;

each jaw portion further conprising dianmond grid gripping
surface; and

said gripping surface on each jaw bei ng operably opposed
and said | atching neans bei ng operably engageabl e when sai d
handl e portions are rotated toward each other for holding said

14
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handl e portions in a fixed position, and operably engagi ng
sai d gripping surfaces.
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