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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 8, 9, 15, 17, 18, 20 through 22, 26, 27
and 32 through 51. dains 1 through 7, 10 through 14, 16, 19,
23 through 25 and 28 through 31 have been canceled. 1In the
advi sory action mailed March 25, 1997 (Paper No. 40), the

exam ner has



Appeal No. 1998-2823
Application No. 08/458,010

indicated that the rejection of claim 18 has been w t hdrawn
and that claim 18 is now considered to be all owabl e.

Accordi ngly,

the appeal as to claim 18 is dism ssed, leaving clains 8, 9,
15, 17, 20 through 22, 26, 27 and 32 through 51 for our
consi deration on appeal .?

We REVERSE and enter a new rejection pursuant to 37 CFR
8§ 1.196(b). In addition, we REMAND the application to the
exam ner for further consideration.

The subject natter on appeal is directed to a bionedica
apparatus (clainms 8, 9, 15, 17, 20 through 22, 32 through 38
and 44), to a nethod of comunicating energy froma patient
(clainms 26, 27 and 39) and to a probe having repl aceabl e
el enents (clains 40 through 43 and 45 through 51). An
under st andi ng of the invention can be derived froma reading

of exenplary clainms 8, 26 and 40, copies of which appear in

Y dains 17, 20 and 27 were anended subsequent to the final rejection.
See Paper Nos. 38 and 46.
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“Exhibit A" attached to appellants’ main brief.?
Cainms 8, 9, 15, 17, 20 through 22, 26, 27 and 32 through

51 stand rejected under 35 U S.C. 8§ 112, first paragraph.®*

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appellants regardi ng the above-noted
rejection, we make reference to the answer (Paper No. 49) for
the exam ner’ s conpl ete reasoning in support of the rejection,
and to the main and reply briefs (Paper Nos. 47 and 50,

respectively) for appellants’ argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and cl ai s,
and to the respective positions articul ated by appell ants and
the examiner. As a consequence of our review we have reached

the determ nation which foll ows.

2 All references in this decision to appel lants’ nmain brief refer to the
second arended brief filed Cctober 6, 1997 (Paper No. 47).

3The inclusion of claim18 in the statenent of the ground of rejection
at page 4 of the answer was an obvi ous typographical error.

* The rejection of claim26 under 35 U.S.C. §8 103 (referred to as |ssue
B in appellants’ main brief (p. 8)) was withdrawn in the answer (p. 3).
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W will not sustain the examiner's rejection of clains 8,
9, 15, 17, 20 through 22, 26, 27 and 32 through 51 under 35
U S C
§ 112, first paragraph.®

At the outset we note that at page 2 of the final
rejection (Paper No. 35) the exam ner objected to the
specification “under 35 U . S.C. 8§ 112, first paragraph, as

failing to provide an

adequate witten description of the invention” and as failing
to “provide support for the invention as is now clained.”
Regarding the failing to "provide support” issue, the exam ner
stated that “[t]he clained invention, e.g., clains 17, 20-22,
34, 38 and 44, i.e., ‘non-resilient,” does not to [sic] appear
to be supported by the specification as originally filed.”

See final rejection, p. 3. However, this ground of rejection
has been wi thdrawn. See advisory action mailed March 25, 1997

(Paper No. 40) and the answer, p. 2.

® \W note that the | anguage “the replaceable window in claim17 |acks

ant ecedent basis in the claimand should properly read --the renpovabl e wi ndow
This informality is worthy of correction upon return of the application to
the jurisdiction of the exam ner.
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In addition, the exam ner has withdrawn the objection to
the specification as | acking adequate witten description for
the claimterm nol ogy “el ectronagnetic energy,” “first optica

openi ng,” “second optical opening,” “non-resilient materia
which is transparent,” “first and second openi ngs” and
“diffusion nmeans.” See answer, p. 2. Thus, the only
objections to claimtermnology in the final rejection which
the exam ner has not withdrawn are the objections to “brittle”
(clainms 32 and 40) and “energy” (claim26). See fina

rejection, p. 3 and answer, p. 4.

The answer (p. 7) also identifies the claimterm nol ogy

“energy detector,” “first position,” “received energy,”
“ener gy
conducti ng passage,” “energy conducting nenber,” *“insulation

means” and “repl aceabl e el enents” as | acki ng antecedent basis.
It is the examiner’s position that the origina

di scl osure of zinc selenide as a suitable glass-like materi al

for the window 22 (specification, p. 5) does not provide

support for the limtation a “wi ndow formed of a brittle

5



Appeal No. 1998-2823
Application No. 08/458,010

material” (enphasis supplied) set forth, for exanple, in
I ndependent clains 17, 26 and 40. See answer, p. 6.
The exam ner al so determi ned that the term nol ogy

“energy,” “energy detector,” “received energy,” “energy
conducti ng passage,” and “energy conducting nmenber” | ack

ant ecedent basis because only el ectromagnetic or infrared
energy is described in the original disclosure. Likew se, the
exam ner determ ned that the |anguage “insul ati on neans” and
“repl aceabl e el ements” | ack antecedent basis because only an
air gap insulation neans and a repl aceabl e wi ndow and sl eeve,
respectively, are described in the original disclosure.
Finally, the exam ner believes the term nology “first

position” to | ack antecedent basis in the disclosure. See

answer, p. 7.

We understand the exam ner’s characterization of the

claimtermnology “brittle,” “energy,” “energy detector,”
“first
position,” “received energy,” “energy conducting passage,”
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“energy conducting nenber,” “insulation neans” and

“repl aceabl e el enents” as | acki ng antecedent basi s® as being
predi cated on an alleged failure of the specification to
conply with the witten description requirenent (new matter)
of 35 U S.C. § 112, first paragraph.

The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
artisan that the inventors had possession at that tinme of the
| ater cl aimed subject matter, rather than the presence or
absence of
literal support in the specification for the clai mlanguage.

In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed.

Cr. 1983). Qur reviewng Court has also made it clear that
by disclosing in a patent application a device that inherently

perforns a function, operates according to a theory, or has an

® The requi renent that the terns and phrases used in the clainms nust
find clear support or antecedent basis in the description is a requiremnment of
the rules, specifically, 37 CFR 8§ 1.75(d)(1).
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advant age, a patent applicant necessarily discloses that
function, theory or advantage even though he says nothing
concerning it. The application may |ater be amended to recite
the function, theory or advantage w thout introducing

prohi bited new matter. 1n re Snythe, 480 F.2d 1376, 1384, 178

USPQ 279, 285 (CCPA 1973).

Al t hough the appellants’ original disclosure does not
expressly describe zinc selenide as a “brittle material,”
appel l ants argue (nmain brief, pp. 15-16) that the record
i ncl udes evidence that at the tinme the application was fil ed
an artisan woul d have been aware that zinc selenide was a
brittle material. Based on the evidence of record, it is
our determ nation that the disclosure of the application as
originally filed reasonably conveys to the artisan that
appel | ants had possession at that tine of a w ndow 22 forned
of a brittle material and the recitation of such a window in
claims 17, 26, and 40 does not pose a witten description
pr obl em

Turning next to the examner's determ nation that the
term nol ogy “energy,” “energy detector,” “received energy,”
“energy conducting passage,” and “energy conducting nenber”
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| ack ant ecedent basis because only el ectronagnetic or infrared

ener gy

is described in the original disclosure, we agree with
appel l ants’ argunent (main brief, pp. 16-17) that the original
di scl osure of el ectromagnetic energy (see, e.g., origina
claim1l) and infrared energy (see, e.g., original claim210)
provi des descriptive support for the noted term nol ogy.

As to the termnology “first position,” appellants argue
that the termis used to define a |location to which
el ectronmagnetic energy is conmmuni cated. As expl ained at page
3 of the reply brief:

[ s]upport for Appellants’ use of the term*®“first
position” is thus found in the specification as
originally filed on page 3, lines 25-27, where
Appel I ants, describing Figure 2, state that “the
wavegui de is generally cylindrical in shape and
extends axially through the heat sink 20 for

communi cation of infrared energy fromthe
tenperature source to the infrared detector.” This
clearly indicates that infrared energy is being
comruni cated froma tenperature source, such as a
patient, to another |ocation, which Appellants have
identified in the clains as a “first position.”

We agree with appellants that the term nology “first position”
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does not pose a witten description problem
Wth regard to the term nol ogy “insul ati on neans” and

“repl aceabl e el enents,” the exam ner acknow edges, supra, that
the original disclosure describes an air gap insulation neans

and

a replaceabl e wi ndow and sl eeve. Further, it is readily
apparent that the closed air space or air gap 25 which is
described as “providing a |layer of insulative air around the
probe” (specification, p. 7) constitutes an “insul ati on neans”
and that the w ndow and sl eeve which are descri bed as being
readily renovabl e and repl aceable (id. at p. 5) constitute
“repl aceabl e el ements.” Thus, here again the disclosure of
the application as originally filed would reasonably convey to
the artisan that appellants had possession at that tinme of
“insulati on neans” and “repl aceabl e el enents” as recited in
the cl ai ns.

For the above reasons, we will not sustain the standing
35 US.C § 112, first paragraph, rejection of clains 8, 9,

15, 17, 20 through 22, 26, 27 and 32 through 51.
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NEW GROUND OF REJECTI ON

In accordance with our authority under 37 CFR § 1.196(b),
this panel of the board introduces the follow ng new ground of
rejection.

Caim?27 is rejected under 35 U S.C. 112, second
par agr aph, as being indefinite for failing to particularly
point out and distinctly claimthe subject matter which

applicants regard as the invention.

Claim 27 recites the limtation “said second optica
opening” in line 5 (as reproduced in “Exhibit A’). There is
insufficient antecedent basis for this limtation in the

claim

RENMAND
The scope of enabl enent required by 35 U S.C. § 112,
first paragraph, nust bear a “reasonable correlation” to the

scope of the clains (see, e.q., In re Fisher, 427 F.2d 833,

839, 166 USPQ 18, 24 (CCPA 1970)) and “the specification nust
teach those skilled in the art how to make and use the ful
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scope of the clained invention w thout ‘undue

experinmentation’” (ILn re Wight, 999 F. 2d 1557, 1561, 27

USPQed 1510, 1513 (Fed. Gir. 1993)).

At page 5 of the answer, the exam ner indicates a belief
that the scope of enabl enent provided to one of ordinary skill
in the art by the disclosure is not comensurate with the
scope of protection sought by the clains. However, no
rejection based on this ground is found in the fina
rejection.

Accordingly, we also remand the application to the
exam ner to consi der whether any claimshould be rejected
under
35 U.S.C. 8§ 112, first paragraph, on the basis that the scope

of

the clains is not comensurate with the scope of enabl enent.

See Manual of Patent Exam ning Procedure (MPEP) § 2164.08 (7th

ed., rev. 1, Feb. 2000).

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
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claims 8, 9, 15, 17, 20 through 22, 26, 27 and 32 through 51
under

35 U.S.C. 8 112, first paragraph, is reversed. In addition,
pursuant to 37 CFR 8§ 1.196(b), we have entered a new ground of
rejection against claim27 under 35 U S.C. 8§ 112, second

par agraph, and have remanded the application to the exam ner
for further consideration under 35 U.S.C. 8§ 112, first
par agr aph.

The decision of the exam ner is reversed.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203
Off. Gaz. Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR §
1.196(b) provides, "A new ground of rejection shall not be
consi dered final for purposes of judicial review"

37 CFR 8 1.196(b) also provides that appellants, WTH N

TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

the following two options with respect to the new ground of

rejection to avoid termnation of proceedings (37 CFR

8§ 1.197(c)) as to the rejected cl ai ns:
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(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
REVERSED; 37 CFR § 1.196(b); REMANDED
| AN A CALVERT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
j fg/vsh
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