TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1998-2827
Application 08/614, 494!

ON BRI EF

Bef ore ABRAMS, STAAB and NASE, Adninistrative Patent Judges.

STAAB, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clainms 9-13 and 22. dains 16-20 has been

allowed. dains 14, 15 and 21, the only other clains

! Application for patent filed March 13, 1996. According
to the appellant, the application is a division of Application
08/ 290, 610, filed August 15, 1994.
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remai ning in the application, have been indicated by the

exam ner as being allowable if rewitten in independent form
to include all the limtations of the base claimfromwhich

t hey depend and any intervening claim On page 1 of the brief
under the heading “Status of Cains,” appellant states that
“Clains 9-13 and 22 are rejected” and that “Clainms 9-13 are
bei ng appealed.” Thus, by inplication, the final rejection of
claim 22 is not being appeal ed.? Accordingly, the appeal as
to claim?22 is dismssed, |eaving for our consideration only
the rejection of clains 9-13.

This appeal is related to Appeal No. 1999-0117 in
appel l ant’ s copendi ng Application No. 08/702,948 in that the
cl ai med subject nmatter in both appeals relates to a bone
i npl ant devi ce.

Appel lant’ s invention pertains to a dental or skeletal
i npl ant for attaching prosthetic devices to bone tissue.
Claim9 is illustrative of the appeal ed subject matter and
reads as foll ows:

9. A device for inplantation in bone tissue, the device

2 The cover |letter acconpanying the corrected brief nakes
clear that this is appellant’s intent.
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being a cylinder conprising a threaded section and a term nal
section, the threaded section having at | east one heli cal
channel encircling the threaded section enbedded in its
surface.

The references of record relied upon by the examner in
support of rejections under 35 U.S.C. § 102(b) and 35 U S.C
§ 103 are:

Spar kes 4,697, 969 Cct. 6,
1987
Ni zni ck 5,076, 788 Dec. 31,
1991
Dury 5, 194, 000 Mar. 16,
1993

Claims 9 and 10 stand rejected under 35 U.S.C. § 102(b)
as being anticipated by Sparkes.

Clainms 9 and 11 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentabl e over Dury in view of Sparkes.

Clainms 12 and 13 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Dury in view of Sparkes and further in
vi ew of N zni ck.

The rejections are explained in the exam ner’s answer
(Paper No. 11, nmmiled Decenber 24, 1997).

The opposing viewpoints of appellant are set forth in the
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corrected brief (Paper No. 10, filed October 14, 1997).
Prelimnary Matters
Bef ore addressing the exam ner’s rejections, we nust
interpret appellant’s claimlanguage. |ndependent claim9
calls for “A device for inplantation in bone tissue, the
devi ce being a cylinder conprising a threaded section . . .~

(enphasi s added).

Ternms in clains nmust be given their plain nmeaning, unless
appel I ant has provi ded another definition in the
specification. See In re Zletz, 893 F.2d 319, 321, 13 USPQd
1320, 1322 (Fed. Cir. 1989) and In re Barr, 444 F.2d 588, 597,
170 USPQ 330, 339 (CCPA 1971). In this instance, appellant’s
specification is consistent with the claimterm nol ogy noted
above in that it states on page 8 that “The inplant 47 is a
solid cylinder with screw threads”; however, the specification
does not attenpt to define the term®“cylinder.” Turning to
the dictionary definition of “cylinder” for a plain neaning of
that term we note that “cylinder” is defined as

a. A surface generated by a straight |ine noving
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parallel to a fixed straight line and intersecting a

pl ane curve. b. The part of such a surface bounded

by two parallel planes and the regions of the planes
bounded by the surface. c¢. A solid bounded by two
paral |l el planes and such a surface having a cl osed
curve, esp. acircle, as a directrix.!®
Clearly, this definition does not apply very well to
appellant’s disclosed inplant. |In particular, appellant’s
i nplant includes, inter alia, screw threads (49), a helical
channel (53), dianetrical holes (57), and a tapered end (55),
none of which is consistent with the above quoted definition
of “cylinder.”

It is an essential prerequisite that the scope and
content of the clainmed subject matter be fully understood
prior to application of the prior art thereto. However, in
this instance, we will not attenpt to ascribe any particular
definition to the term nology “cylinder” as used herein.

| nstead, for purposes of addressing the exam ner’s rejections,

% Webster’s |l New Riverside University Dictionary, The
Ri ver si de Publ i shing Conpany (copyright © 1984 by Houghton
Mfflin Conpany, Boston, MA 02108).
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we w Il consider the term nology “cylinder” as enconpassi ng
any el ongated shape having a generally curved sidewal |, which
may or may not al so include surface portions conprising
t hreads, channels, dianetrical holes, tapered portions, etc.
The Anticipation Rejection

The only limtation of claim9 argued by appellant as
di stingui shing over the wood screw of Sparkes is the
requi renent of claim9 that the clained device is a cylinder.*
Appel I ant contends that “The clai m|anguage specifically
excl udes conpound devi ces such as cylinders joined with
pol yhedrons or truncated cones” (corrected brief, page 8), and
that “The wood screws shown by Sparkes are conmpound devi ces
whi ch cannot be described as cylinders in that they consist of

t apered bodi es joined to hexagonal or truncated-cone heads”

*Appel | ant does not argue the preanble recitation “for
i nplantation in bone tissue” as a difference over Sparkes and
thus it will be assuned that Sparkes neets this preanble
recitation in the sense that it is at least fully capabl e of
the recited use. C. In re Baxter Travenol Labs, 952 F. 2d
388, 391, 21 uUsPQ@d 1281, 1285 (Fed. Cir. 1991) (“It is not
the function of this court to examne the clains in greater
detail than argued by an appellant, |ooking for nonobvious
di stinctions over the prior art.”); In re Wseman, 596 F.2d
1019, 1022, 201 USPQ 658, 661 (CCPA 1979) (argunents mnust
first be presented to the Board).
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(corrected brief, page 9). Consequently, appellant concl udes
t hat Sparkes does not anticipate appellant’s invention.

When considered in |ight of our above interpretation of
the term“cylinder” as used herein, it is clear that
appellant’s argunent is to no avail in convincing us that the
exam ner erred in rejections clains 9 and 10 as being
antici pated by Sparkes. As we see it, the wood screw of
Sparkes is just as much a “cylinder” as is appellant’s Figure
5 inplant device. Accordingly, we will sustain the standing 8§
102 rejection of claim9, as well as claim 10 which has not

been separately argued apart fromclaim?9

The Cbvi ousness Rej ections
Turning to the 8 103 rejection of clains 9 and 11 as
bei ng unpatentabl e over Dury in view of Sparkes, appell ant
argues as a threshold issue (corrected brief, pages 9-11) that
Sparkes is not anal ogous art with respect to the clained
invention. However, even if we assunme for the sake of

argunent that Sparkes is anal ogous art as urged by the
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exam ner, the rejection is not sustainable. Sinply stated, we
see no suggestion in the conbi ned teachings of the applied
references for nodifying Dury in a manner that would result in
“a threaded section having at | east one helical channel
encircling the threaded section,” as called for in claim?9.
First, notwi thstanding the examner’'s viewto the contrary, it
is not apparent to us that the groove 17 of Dury is a helical
groove. Based on Dury’'s specification (colum 5, lines 43-47)
and drawi ngs, it appears just as likely that groove 17 is a
strai ght groove. Second, we see no teaching in Sparkes for
nmodi fying Dury’s groove so that it encircles the threaded
section. This would require changing the pitch of the groove
taught by Sparkes in opposition to the clear teaching of
Sparkes at colum 2, lines 22-29 to the contrary. It is error
to disregard disclosures in the references that diverge from
and teach away fromthe invention at hand. W L. Gore and

Associ ates, Inc. v. Garlock, Inc., 721 F.2d 1540, 1550, 220

USPQ 303, 311 (Fed. CGr. 1983). Third, it appears likely to
us that nodifying Dury's groove 17 so that it encircles the

t hreaded section would render Dury’s inplant, at best,
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unsui table for its purpose of allow ng bone wastes resulting
fromthreading of the inplant into the bone to be di scharged,
as intended by Dury (colum 5, lines 44-47), thus presenting a
di sincentive to the nodification proposed by the exam ner.

See In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.
Cir. 1984); Ex parte Rosenfeld, 130 USPQ 113, 115 (Bd. App
1961).

In light of the foregoing, we will not sustain the
exam ner’s rejection of clains 9 and 10 as bei ng unpatent abl e
over the conbined teachings of Dury and Sparkes.

Concerning the rejection of clainms 12 and 13 as being
unpat ent abl e over Dury in view of Sparkes and further in view
of Niznick, the Niznick reference additionally applied in this
rejecti on does not render obvious what we have found to be
| acking in Dury and Sparkes. Accordingly we also will not
sustain this rejection.

New Rej ection

Pursuant to 37 CFR 8 1.196(b), we enter the foll ow ng new

ground of rejection.

Clains 9-13 are rejected under 35 U S.C. 8§ 112, second
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par agraph, for failing to particularly point out and
distinctly claimthe subject matter sought to be patented.

The use of the term nology “being a cylinder” in claim?9
to describe appellant’s inplant is m sdescriptive, inaccurate,
and confusing for the reasons noted supra.

Summary

The rejection of clainms 9 and 10 as being antici pated by
Sparkes is affirned.

The rejection of clains 9 and 11 as bei ng unpatentabl e
over Dury in view of Sparkes, and the rejection of clains 12
and 13 as bei ng unpatentable over Dury in view of Sparkes and
further in view of N znick, are reversed.

A new ground of rejection of clains 9-13 pursuant to 37
CFR § 1.196(b) has been nade.

In addition to affirmng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anmended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53,131,
53,197 (CGct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice

63, 122 (Cct. 21, 1997)). 37 CFR § 1.196(b) provides that
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“[a] new ground of rejection shall not be considered final for
pur poses of judicial review”

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal deci sion.

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the clains
so rejected or a showing of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under
8§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sanme record.
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Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. § §
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellant el ects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirmed rejection, including any tinely request

for rehearing thereof.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR 8§ 1.196(b)

N—r

NEAL E. ABRAMS )
Adm ni strative Patent Judge

BOARD OF PATENT
LAVWRENCE J. STAAB

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

N N N N N N N N N N N
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ROBERT E. MALM
16624 PEQUENO PLACE
PACI FI C PALI SADES, CA 90272

LIS/ caw
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