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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 12, 14 through 18, 43, 51, and 52, which
are all of the clainms pending in this application.

Appel lants' invention relates to a variable voltage
protection device which includes a voltage variable materi al
with a uniformthickness reinforcing | ayer enbedded therein
and a conpressible ground plane. Caim12 is illustrative of

the clainmed invention, and it reads as foll ows:
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12. A variable voltage protection conponent for
pl acenment between a ground and an electronic circuit
conpri si ng:

a voltage variable material;

a reinforcing |ayer having a substantially constant
t hi ckness enbedded in the voltage variable naterial; and

a conpressi bl e conductive ground plane contacting said
vari abl e vol tage protection conponent.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Schurter et al. (Schurter) 3,813, 639 May 28,
1974

Adm tted Prior Art found on pages 1-4 of the specification
(APA)

Clainms 12, 14 through 18, 43, 51, and 52 stand rejected
under 35 U.S.C. 8 103 as being unpatentable over APA in view
of Schurter.

Ref erence is nade to the Exam ner's Answer (Paper No. 22,
mai l ed April 13, 1998) for the exam ner's conplete reasoning
in support of the rejection, and to appellants' Brief (Paper
No. 21, filed January 15, 1998) and Reply Brief (Paper No. 23,
filed June 12, 1998) for appellants' argunents thereagainst.

CPI NI ON
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We have carefully considered the clainms, the applied
prior art references, and the respective positions articul ated
by appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clains
12, 14 through 18, 43, 51, and 52.

Clainms 12, 14 through 18, and 51 recite, in pertinent
part, "a voltage variable material" and "a reinforcing | ayer

having a substantially constant thickness enbedded in the

vol tage variable material” (underlining added for enphasis).
The exam ner points to the admtted prior art to Collins (APA,
pages 3-4), describing an insulating sheet with plural holes
filled wwth variable voltage materials, as being a reinforcing
| ayer inpregnated with voltage variable material. The

exam ner (Answer, page 3) then relies on the disclosure at
page 8, lines 8-11 of the specification, wherein appellants
seemto equate a reinforcing | ayer enbedded in a voltage
variable material with a reinforcing |ayer inpregnated with
the voltage variable material. The exam ner asserts that
since Collins discloses a reinforcing |ayer inpregnated with
vol tage variable material and appellants' statenment on page 8
of the specification makes such a | ayer interchangeable with a
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reinforcing | ayer enbedded in the voltage variable materi al,
Collins neets the claimlimtation. W disagree.

Collins' variable voltage material clearly is not
enbedded with a reinforcing |layer, according to the normnal
usage of the word enbedded. Further, in normal usage, the
word "inpregnate” nmeans to saturate or perneate throughout.

On page 8, line 16-page 9, line 9, appellants disclose that
the reinforcing |l ayer can be a porous polynmer material,
fibrous pieces of insulating material formng a mat, or
particul ate pieces of insulating material pressed or bonded
together to forma sheet, which are all materials or
structures that could be inpregnated with a voltage vari abl e
mat erial according to its normally accepted definition. On
page 9, lines 10-22, appellants describe the material shown in
Figures 1 and 2 as a variable voltage material inpregnating
such a reinforcing layer. The voltage variable materi al
clearly perneates through or saturates the reinforcing | ayer,
as opposed to Collins which nerely fills mechanically or
chemcally fornmed voids. Thus, even interpreting "enbedded
in" as neaning "being inpregnated with," as the exam ner has

done, we find that Collins fails to neet the claimlimtation.
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Accordi ngly, we cannot sustain the rejection of clainms 12, 14
t hrough 18, and 51.

Clains 12, 17, 18, 43, 51, and 52 require a conpressible
conductive ground pl ane. APA i ncludes a ground pl ane, but
not a conpressible one. Recognizing this, the exam ner (Paper
No. 16) applies Schurter. Specifically, the exam ner points
to Schurter's disclosure (colum 3, lines 43-49) of a ground
shield of sem -conductive elastoner in an electrical connector
as a teaching for a conpressible ground plane. Appellants
(Brief, pages 7-8) argue that there is no notivation to
conbine APA with Schurter. W agree.

Not hi ng in Schurter suggests a reason why one woul d want
a conpressible ground plane in a voltage protection device.
The exam ner contends (Answer, page 6) that "having a
conpressi bl e ground pl ane as opposed to a rigid ground pl ane
woul d be desirable for mating or for fitting purposes,” but
fails to provide any evidence to support this statenent.
Merely that Schurter discloses a simlar elenent and that APA
can be nodified in the manner suggested by the exam ner does
not meke the nodification obvious unless the prior art

suggested the desirability of the nodification. |In re Fritch,
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972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-4 (Fed. G r. 1992).
"There must be sonme reason, suggestion, or notivation found in
the prior art whereby a person of ordinary skill in the field

of the invention would make the conbination." 1n re Cetiker,

977 F.2d 1443, 1447, 24 USPRd 1443, 1446 (Fed. GCr. 1992).
We find no such suggestion or notivation in the prior art
applied in this case. Consequently, the exam ner has failed

to establish a prina facie case of obvi ousness, and we cannot

sustain the rejection of clains 12, 17, 18, 43, 51, and 52.
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CONCLUSI ON

The decision of the exam ner rejecting clains 12, 14
t hrough 18, 43, 51, and 52 under 35 U.S.C. § 103 is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

ANI TA PELLMAN GROSS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

STUART S. LEVY
Adm ni strative Patent Judge
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