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DECI SI ON ON APPEAL
This is an appeal fromthe exanminer’s final rejection of
clains 1-3. Cains 4 and 5, which are the only other clains
remai ning in the application, stand wi thdrawn from
consideration by the examner as being directed toward a

nonel ected i nventi on.
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THE | NVENTI ON

The clained invention is directed toward a specified
pol yester polyol conposition. Caim1 is illustrative:

1. A polyester polyol having a hydroxyl nunber of 60 to
400, which is the esterification product of

a) an al cohol conponent conpri sing

al) one or nore aliphatic or cycloaliphatic
al cohol s having at |east 3 hydroxyl groups and 3 to
8 carbon atons,

a2) optionally one or nore aliphatic or
cycl oal i phatic al cohol s having 2 hydroxyl groups and 2 to
18 carbon atons and

a3) optionally one or nore aliphatic or
cycloal i phatic, saturated or unsaturated al cohol s having
one hydroxyl group and 1 to 18 carbon atonmns,

b) a carboxylic acid conponent conprising
bl) itaconic acid, maleic acid, their anhydrides
and/ or fumaric acid,
b2) optionally one or nore aliphatic or
cycl oal i phatic, saturated or unsaturated
di carboxylic acids having at | east 2 carbon atons
and/ or their anhydrides other than those set forth
under bl) and
b3) optionally one or nore aliphatic or
cycl oal i phatic, saturated or unsaturated
nmonocar boxylic acids having 1 to 18 carbon atons
and/ or their anhydrides,
provi ded that conponent a3) is used in an anmount of at | east
10 nol e% based on the total noles of conponent a), or
conponent b3) is used in an anmobunt of at |east 10 nole %
based on the total noles of conponent b).

THE REFERENCES
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Nodel man et al. (Nodel man) 4,859, 791 Aug. 22,
1989
Wanprecht et al. (Wanprecht) 2,138, 310 Jun. 21
1995

(Canadi an patent application)

THE REJECTI ON

Clainms 1-3 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Wanprecht in view of Nodel man.

OPI NI ON

W affirmthe aforenentioned rejection. Because our
rationale differs significantly fromthat of the exam ner, we
denom nate the affirmance as involving a new ground of
rejection under 37 CFR 8§ 1.196(b).

The appellants state that the clains stand or fal
together (brief, page 2). W therefore limt our discussion
to one claim i.e., claiml, which is the sole independent
claim See Inre Cchiai, 71 F.3d 1565, 1566 n.2, 37 USPQd
1127, 1129 n.2 (Fed. Gir. 1995); 37 CFR 8 1.192(c)(7)(1995).

Nodel man di scl oses a pol yester polyol which has a
hydr oxyl nunber of about 200 to 350 and is the esterification
product of 1) an al cohol conponent which has a functionality

of at | east 3 and whi ch can have a nunber of carbon atons
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within the 3 to 8 range, and 2) a carboxylic acid conponent

i ncluding, in an anount which should be at |east about 50 wt %
an aromatic or a cycloaliphatic carboxylic acid, and
optionally including acyclic carboxylic acids and anhydri des
whi ch can be maleic acid, nmaleic anhydride or fumaric acid
(col. 2, lines 16-24 and 40-49; col. 2, line 60 - col. 3, line
3). The functionality can be controlled by a including in the
conposition a nonoal cohol or a nonofunctional acid (col. 2,
lines 57-59; col. 3, lines 4-6 and 29-33). The teaching that
“Ib]ly varying the amounts and functionalities of the

i ndi vi dual conponents, polyester polyols with virtually any

t heoretical average functionality nay be obtained” (col. 3,
lines 33-36) would have fairly suggested, to one of ordinary
skill in the art, including in the conposition any anount of
nonoal cohol or nonofunctional acid needed to obtain the
desired functionality, such as anounts of at |east 10 nol e%
Nodel man’ s di scl osure of polyol A wherein the nonofunctional
acid (2-ethyl hexanoic acid) is present in an anmount of 11.8
nol e% of the acid and anhydri de conponents, further would have

fairly suggested, to one of ordinary skill in the art,
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including in the conposition an anmobunt of nonofunctional acid
which is greater than 10 nol e%

Accordi ngly, we conclude that the conposition recited in
t he appellants’ claim1l would have been prima facie obvious to
one of ordinary skill in the art at the time of the
appel l ants’ invention over Nodel man.?

The appel l ants argue that one of ordinary skill in the
art would not have used the teachings of Nodel man to nodify
Wanprecht’s conposition (brief, pages 3-4; reply brief, page
2). This argunent is not persuasive because, as discussed
above, the clainmed invention would have been fairly suggested
to one of ordinary skill in the art by Nodel man.

For the above reasons, we conclude that the clained
i nvention woul d have been obvious to one of ordinary skill in
the art within the neaning of 35 U S.C. §8 103. Hence, we
affirmthe examner’s rejection. Because our rationale
differs substantially fromthat advanced by the exam ner, we
denom nate the affirmance as involving a new ground of

rej ecti on under

1A discussion of Wanprecht is not necessary to our
deci si on.
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37 CFR § 1.196(b).

DECI SI ON

The rejection of clains 1-3 under 35 U . S.C. § 103 over
Wanprecht in view of Nodelman is affirmed. This affirmance is
denom nated as involving a new ground of rejection under 37
CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8 1.196(b) provides, "[a] new ground of rejection shall not be
considered final for purposes of judicial review™"

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c) as to the rejected clains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner
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(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record . :
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED, 37 CFR § 1.196(b)
TERRY J. OWENS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
PAUL LI EBERVAN ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
CATHERI NE TI WM )
Adm ni strative Patent Judge )
TJO sl d
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