TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 29
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BEFORE THE BOARD OF PATENT APPEALS
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Ex parte JOHN E. MALONEY, CHARLES J. H NKLE, JR
and JAVES O STEVENSON

Appeal No. 98-3299
Appl i cation 08/ 335, 331!

HEARD: MAY 7, 1999

Bef ore HAI RSTON, BARRETT and LALL, Adm nistrative Patent
Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 4 and 6 through 93. daimb5 has been cancel ed.

The di scl osed invention concerns the apparatus and the

! Application for patent filed Novenber 3, 1994.
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nmet hod of | ocating a nobile radi o comruni cation transceiver in
an operating environnment served by a wreless comuni cations
system [Figures 3 and 5 of the specification]. The clained
I nvention can determne the |ocation of a nobile transceiver
froma single line of bearing froma single sensor station.
The net hod and the apparatus claimed do not rely on a cross-
fix on location from another sensor station, rather they rely
on ot her known information defined as “collateral information”
in the specification. For exanple, such information can be
t he topol ogi cal maps previously stored in a processor unit of
t he i nventi on.

Representative claim1l is reproduced as foll ows:

1. An apparatus for locating a nobile radio
comuni cations transceiver in an operating environnment served
by a wirel ess communi cations system conpri sing:

at |l east a single sensor station having a directionally
sensitive receiving antenna to receive a radio signal fromthe
nmobi | e transcei ver

a signal characterization processing unit for
determining, fromthe radio signal, at |east one directiona
line of bearing fromthe single sensor station to the nobile

radi o transcei ver

a source of collateral information about the operating
envi ronnent of the nobile transceiver,

a mul tidi nmensional paranetric correlation processing unit
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for determ ning a probable position of the nobile transceiver
directly from (1) the line of bearing information fromthe
singl e sensor station and (2) the collateral information, and

an out put indicative of the probable position of the
nobi | e transcei ver

The references relied on by the exam ner are:

Mal oney et al.(Mal oney) 4,728,959 Mar. 1, 1988
Gay et al. (G ay) 5,003, 317 Mar. 26, 1991
Hodson 5, 045, 860 Sep. 3, 1991
Bunn 5, 225, 809 Jul. 6, 1993
Kennedy, Jr. (Kennedy) 5, 465, 289 Nov. 7, 1995

(filed Mar. 5, 1993)

Clains 1 through 4 and 6 through 93 stand rejected under
the first and the second paragraphs of 35 U S.C. § 112.
Additionally, clainms 1 through 3 and 6 through 8 stand
rejected under 35 U.S.C. § 102. dCdains 4 and 9 through 93
stand rejected under 35 U S.C. §8 103. As evidence for the 8§
102 and the § 103 rejections, the Exam ner offers in the
alternative any one of the references to Mal oney, Gay, Bunn,
Kennedy and Hodson.

Reference is made to Appellants' brief and the Exam ner's
answer for their respective positions.

OPI NI ON
We have considered the record before us, and we wll
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reverse all the rejections of clainms 1 through 4 and 6 through
93.
We treat the various rejections in the sane order as they

appear in the Exam ner’s answer and the Appellants’ brief.

Rej ecti ons Under The Second Paragraph of 35 US. C. § 112

Wth respect to the § 112 second paragraph rejections, we
agree with Appellants on the issues of “collatera
i nformation”, “directly conbining” and “undue nmultiplicity”.
W have reviewed the contentions of the Exam ner as to these
poi nts [answer, pages 3 to 4], and Appellants’ correspondi ng
rebuttal [brief, pages 12 to 16]. W have further studied the
portions of the specification referred to by Appellants’
rebuttal. We find that the terns “collateral information” and
“directly conbining”, as they are used in the clainms and
expl ai ned in the specification and further elucidated by the
Newman Decl aration [paper no. 16], are definite and clear. As
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to the issue of “undue multiplicity”, it is well established
that an applicant has the choice of deciding as to the nunber
of clains so long as they are consistent with the disclosure
and the requisite filing fees are paid. W, therefore,

reverse the Examner’s rejection of clains 1 through 4 and 6

t hrough 93 under the second paragraph of 35 U S.C. § 112.

Rej ecti ons Under First Paragraph of 35 U S.C. § 112

Wth respect to the first paragraph 8 112 rejection, we
again find ourselves in agreenent with the Appellants’s
posi tion.

We first consider Exam ner’s position as to the
“insufficiently disclosed” terns of “nulti-di nensiona
parametric correlation processing unit”, “collatera
i nformati on” and “know edge- based position information”
[answer, pages 3 to 4], and the Appellants’ correspondi ng
argunments [brief, pages 16, 17 and 20]. W have al so revi ewed
the specification for these ternms, nanely pages 12 through 16.
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We find that these terns are adequately described in the
di scl osure.

We now review the Exami ner’s contention regarding the
non- exi stence of an “enabling enbodi nent of the above
el enents” and regarding the |lack of “enabling program flow
chart of the conputer operations, or algorithnf. [Answer,
page 5]. W have consi dered correspondi ng Appel | ants’
argunments. [Brief, pages 18 to 20]. W have al so revi ewed
the rel evant portions of the specification [figure 3 and pages
9 through 16], as well as the Newran Decl arati on [ paper no.
16]. W conclude that there is sufficient structure of the
apparatus disclosed for the required enablenent. As for the
conmputer programor a flow chart, Appellants are required to
show an enabling disclosure and need not describe all the
actual enbodi ments, MPEP Section 2164.02, (7th Edition, July
1998), and they have so shown. Therefore, we reverse the
Exam ner’s rejection of clains 1 through 4 and 6 through 93

based on the first paragraph of 35 U.S.C. § 112.

Rej ections Under 35 U S.C. § 102 and 103
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At the outset, we note the fundanental difference between
all the applied prior art and the invention as clained. The
i nvention requires only a single sensor station which
establishes a |line of bearing fromthe nobile transceiver to
the sensor station. Wereas the prior art enploys other
sensor stations to generate other |ines of bearing and use the
triangul ati on technique to determne the | ocation of the
transcei ver, the apparatus and the nethod cl ai ned here use the
so called collateral information together with the single Iine
of bearing. Thus, the other sensor stations are not required.
Al'l the independent clains have the limtations directed to
this difference. In claiml, we note these limtations as “a
single ... processing unit for determning ... one ... line of
bearing fromthe single sensor station to the nobile
transceiver,” [lines 6 to 8]; and “a ... processing unit for
determi ning a probable position of the nobile transceiver
from(1l) the line of bearing ... and (2) the collatera
information” [lines 11 to 14].

We have considered the rejections presented by the
Exam ner under 35 U. S.C. 8§ 102 over Hodson or Ml oney or G ay
or Bunn or Kennedy. [Answer, pages 7 to 11]. W have
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i kewi se revi ewed Appel | ants’ argunent regardi ng each of these
applied references. [Brief, pages 23 to 46]. W find that
each of these references utilizes the triangul ation nethod of
| ocating the position of a transceiver where the |ine of
bearing informati on from other sensor stations is needed.
None of them di scloses the use of the collateral information
in conjunction with a single line of bearing to deternmi ne the
| ocation of a transceiver as clainmed here. W find that the
informati on from ot her sensor stations cannot be considered as
the collateral information. The disclosure defines the
collateral information as information from sources other than
the other sensor stations. [Pages 12 to 15]. Anticipation
under 35 U.S.C. 8 102 requires that all elenents of the

clai med invention be described in a single reference. 1n re
Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cr
1990). Here, none of the applied references neets the
limtations above discussed. W, therefore, reverse the
Exam ner’s rejection of claiml under 35 U S.C. § 102 over
Hodson or Mal oney or Gray or Bunn or Kennedy. Since, the

ot her i ndependent clains, nanely 6, 7 and 8 and the dependent
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clainms 22 and 32 contain the sane limtations as claim1, their
rejection under the sanme ground is al so reversed.

Wth respect to the rejection of clains 4 and 9 through
93 under 35 U.S.C. § 103, the Exam ner has failed to set forth

a prinma facie case of obvi ousness. It is the burden of the

Exam ner to establish why one having ordinary skill in the art
woul d have been led to the clainmed invention by the express
teachi ngs or suggestions found in the art, or by inplications

contai ned in such teachings or suggestions. |In re Sernaker,

702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).
“Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally

recogni zable ‘heart’ of the invention.” Para-Odnance Mg. V.

SGS Inporter Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,

1239 (Fed. Cir. 1995), cert. denied, 117 S.C. 80 (1996)

2 We note that, in actuality, clains 2 and 3 depend on
claims 9 and 19 respectively, which in turn are |later rejected
in the final rejection under 35 U S.C. 8§ 103, thereby making
their rejection here under 35 U S.C. §8 102 i nproper. However,
no other prior art is applied in the later rejection and the
di scussion under 8§ 103 in this instance does not add any
further substance to the § 102 rejection.

8 Sane as footnote 2.
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citing W L. Gore & Assocs., Inc. V. Grlock, Inc., 721 F.2d

1540, 1548, 220 USPQ 303, 309 (Fed. Cr. 1983), cert. denied,

469 U.S. 851 (1984).

We have considered the Exam ner’s 8 103 rejection of
claims 4 and 9 through 93 over Hodson or Mal oney or Gay or
Bunn or Kennedy. [Answer, page 12]. Appellants argue agai nst
t he obvi ousness of the limtations of these clains and al so
present objective indications of nonobviousness. [Brief,
pages 47 to 49]. Each of these clainms is dependent on one of
t he i ndependant cl ai nrs which we have di scussed above under the
8§ 102 rejection, where we found that none of the applied
references contained the limtations clainmed in the
i ndependant clains. The Exam ner has not provided any details
as to how these [imtations would have been obvi ous other than
the conclusory statenent, “Since ... , it can obviously
provide information regarding ‘relative notion’ of the target
as clained. To use any appropriate collateral information is
obvious.” [Answer, page 12], and find none froma review of
the applied prior art. W, therefore, find that the Exam ner

has not established a prina facie case of obvi ousness for the

rejection of clainms 4 and 9 through 93. Thus, we reverse

-10-



Appeal No. 98-3299
Application 08/ 335, 331

the Examiner’s rejection of these clainms under 35 U S.C. 8§
103.
DECI SI ON

The decision of the Examiner rejecting clains 1 through 4
and 6 through 93 under the first and the second paragraphs of
35 U S.C. 8 112 is reversed. Furthernore, the Exam ner’s
decision rejecting clains 1 through 3 and 6 through 8 under 35
U S C
§ 102, and rejecting clains 4 and 9 through 93 under 35 U S. C

8§ 103 is al so reversed.

REVERSED

KENNETH W HAI RSTON )

Adm ni strative Patent Judge )
)
)
)

LEE E. BARRETT ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

PARSHOTAM S. LALL )

Adm ni strative Patent Judge )
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Robert Greene Sterne
Sterne, Kessler, Coldstein & Fox
1100 New York Ave, NW

Suite 600
Washi ngt on,

psl / kai

DC 20005
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