TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF?

Bef ore COHEN, NASE, and BAHR, Adnini strative Patent Judges.

COHEN, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal involves clains 1, 3 through 7, 9, 12, 14,

15, 17 through 21, 23, and 26 through 31, all of the clains

! A hearing set for March 6, 2000 was wai ved by appel |l ants
(Paper No. 24).
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remai ning in the application.

Appel l ants’ invention pertains to a caster defining a
nold for solidifying nolten nmetal into a nmetal product and to
a method of increasing and controlling the heat transfer of a
cool ant that is delivered adjacent to a solidifying netal
product. A basic wunderstanding of the invention can be
derived froma reading of exenplary clains 1 and 12, copies of

whi ch appear in the APPENDI X to the brief (Paper No. 21).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow

Yu 4,474, 225 Cct. 2, 1984
Tsunoda? 2,101, 111 Apr. 12, 1990
(Japan)

The followng rejection is before us for review

2 Qur understanding of this docunent is derived froma
reading of a translation thereof prepared in the United States
Patent and Trademark O fice. A copy of the translation is
appended to this opinion.
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Claims 1, 3 through 7, 9, 12, 14, 15, 17 through 21, 23,
and 26 through 31 stand rejected under 35 U.S.C. § 103 as

bei ng unpatentabl e over Yu in view of Tsunoda (Japan).

The full text of the examiner's rejection and response to
the argunent presented by appellants appears in the office
action dated Dec. 17, 1997 and the answer (Paper Nos. 17 and
22), while the conplete statenent of appellants’ argunent can

be found in the brief (Paper No. 21).

Fromthe brief (page 4), we understand that appellants
i ntend that the dependent caster clains, i.e., clains 3
through 7, and 9, stand or fall with claim1, and that nethod
clainms 14, 15, 17 through 21, 23, and 26 through 31 stand or
fall with nethod claim12. Therefore, we focus our attention,

infra, exclusively upon clainms 1 and 12.

OPI NI ON

In reaching our conclusion on the obviousness issue

raised in this appeal, this panel of the board has carefully
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consi dered appel l ants’ specification® and clains 1 and 12, the
appl i ed references,* and the respective vi ewpoi nts of
appel l ants and the exam ner. As a consequence of our review,

we nake the determ nati ons which foll ow

W affirmthe rejection of clains 1 and 12 under 35
U S C
§ 103. It follows that the rejection of clains 3 through 7,
9, 14, 15, 17 through 21, 23, and 26 through 31 is |ikew se
affirmed since these clains respectively stand or fall wth

clainse 1 and 12 as earlier indicated.

® As disclosed (page 4), appellants indicate that the
i nvention resides in providing a neans for agitating cascadi ng
coolant. As an alternative to acoustic wave generating
devi ces, appellants teach (Fig. 6) “using mechanical devices
di sposed in the coolant stream” (page 9)

4 In our evaluation of the applied docunents, we have
considered all of the disclosure of each reference for what it
woul d have fairly taught one of ordinary skill in the art.

See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the

i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).
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Claim1 addresses a caster conprising, inter alia, an

acousti c wave generating device produci ng waves directed
substantially towards cool ant di sposed adj acent to a nushy
region of solidifying nolten netal, whereby heat transfer from
the solidifying nolten netal to the cool ant can be increased
or controlled. Claim12 relates to a nethod providing an
acousti c wave generating device produci ng acoustic waves and
appl ying the acoustic waves substantially towards cool ant

di sposed adj acent a nushy region of a solidifying netal

product . ®

® Subsequent to the filing of this application, appellants
amended the specification (Paper No. 6) to specify that the
acoustic wave generating devices seen in Figs. 1, 7, and 8 are
di sposed in an “adjacent” non-contacting position with respect
to cascading coolant. The term adjacent broadly denotes a
nearby rel ationship. Whbster’s New Collegiate Dictionary, G
& C. Merriam Conpany, Springfield, Massachusetts, 1979. Later
on in the prosecution, appellants filed a further anendnent
(Paper No. 10) to the specification specifying that the
acoustic waves seen in Figs. 1 and 7 are applied to the
cool ant that is disposed “adjacent” to the nushy region. As
we see it, this latter “adjacent” relationship is sonewhat of
a stretch of the neaning of adjacent since the cool ant appears
to be adjacent the solid region 36, wth the nmushy region
beyond the solid region. This natter woul d appear to be
appropriate for consideration by the exam ner during any
further prosecution in this application.
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In applying the test for obviousness,® this panel of the
board concludes that it woul d have been obvi ous to one having
ordinary skill in the art, froma conbi ned assessnent of the
Yu and Tsunoda docunents, to use an acoustic wave generating
device neans in Yu (Fig. 1) in place of a spray device (acting
upon cool ant and an insulating gas or vapor film in the
vicinity of a mushy region, to disturb the filmand effect a
hi gher rate of heat extraction; col. 3, lines 1 through 16),
based upon the Tsunoda teaching (Paper No. 17). As we see it,
one having ordinary skill in the art would have clearly been
anply notivated to make the proposed nodification to gain the
expected benefit of the alternative of a acoustic wave
generating device neans, pursuant to the explicit teachi ng of
Tsunoda. Mre specifically, it is quite apparent to us that
the Tsunoda reference would have fairly instructed those
versed in the art as to the alternatives of a spray jet for

destroyi ng a vapor nenbrane beneath a coolant to raise cooling

® The test for obviousness is what the conbi ned teachings
of references woul d have suggested to one of ordinary skill in
the art. See In re Young, 927 F.2d 588, 591, 18 USPQ2d 1089,
1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208
USPQ 871, 881 (CCPA 1981).
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capability (translation, page 3) and a supersoni c wave
irradi ati on device to destroy the vapor nenbrane to achi eve an
expected nmarked i nprovenent in cooling capability

(transl ation, page 7). Based upon the above analysis, we
determ ne that the caster of claim1l and the nmethod of claim

12 woul d have been obvious under 35 U S.C. § 103.

The argunents advanced by appellants in the brief (pages
4 through 8) fail to persuade us of error on the part of the
exam ner in rejecting caster claim1l and nethod claim 12 as
bei ng obvious. As perceived by appellants (brief, pages 5 and
6), the Yu reference teaches sinply nechanically or physically
di sturbing or interrupting a stable insulating film by
provi ding a device such as a “spray device” or a conb or rake,
and not an acoustic wave generating device. W, of course,
must point out that the rejection is founded upon the conbi ned
di scl osures of the applied references, and not the Yu patent
alone. Additionally, appellants fault the Tsunoda reference
for teaching the application of acoustic waves to a
solidified, not a solidifying netal product (brief, pages 6
and 7). First, we note that, as can readily be seen in
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appel lants’ Fig. 1, acoustic waves are applied to cool ant that
is adjacent a solid region 36. Second, the circunstance that
acousti c waves of Tsunoda operate upon cool ant adjacent a
solidified nmenber does not, in our view, detract fromthe

rel evance of Tsunoda when col |l ectively assessed with the Yu
teaching. Appellants also are of the view that there woul d
have been no notivation to substitute an acoustic wave
generating device for the mechani cal nmeans disclosed by Yu
(brief, pages 6 and 7). W disagree with appellants’ point of
viewin this matter, and refer to our earlier discussion of
the anple notivation that was present for undertaking the
proposed nodification. For the above reasons, and contrary to
the view advocated by appellants, claim1 is properly
determined to be unpatentable. The argunent addressed to

nmet hod claim 12 (brief, pages 7 and 8) |ikew se does not
convince us that this claimis patentable. It was earlier

poi nted out that the evidence of obviousness addresses the
application of acoustic waves in order to increase cooling

capability (increase heat transfer of coolant).

In summary, this panel of the board has affirnmed the
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rejection of clainms 1, 3 through 7, 9, 12, 14, 15, 17 through
21, 23, and 26 through 31 under 35 U S.C. §8 103 as being

unpat ent abl e over Yu in view of Tsunoda.

The decision of the examner is affirned.



Appeal No. 1998-3307
Application 08/758, 982

No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RMED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
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