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This is a decision on an appeal fromthe exam ner’s
final rejection of clainms 21 through 25 and 28 through
33. No other clainms are pending in the application.

We reverse the exam ner’s decision rejecting the

appeal ed clains and remand this application to the
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exam ner for consideration of new grounds of rejection
di scussed infra.

Appel lants’ invention relates to a ratcheting driver
handl e for a driver such as a screwdriver bit (70). The
driver handle mainly conprises a grippable body (11) and
a ratchet mechani sm (40) conditioned by a sel ector nenber
(60) in such a manner that rotation of the body in a
given direction will either cause rotation of the driver
or will allow the body to ratchet with respect to the
driver. The ratchet mechanism conmprises (a) a ratchet
gear (41) having a bore for receiving the shank of the
driver and (b) at |east one spring biased pawm (50) which
i s engageable with the ratchet gear

According to the independent claim 21, an actuator
projection structure (65) on the selector nmenber is
positi oned and di nensi oned for direct engagenent with the
pawl to di sengage the pawl fromthe ratchet gear upon
nmovi ng the selector nmenber to a certain position. Claim
33, the only other independent claimon appeal, contains
asimlar limtation, but is nore |imted than claim 21
inthat it calls for first and second pawl s and recites

that the actuator projection structure on the sel ector
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menber is “positioned and di nensioned for direct
engagenent with said pawls . . . in response to novenent
of said selector nmenber between its first and second
positions.”

A copy of the appealed clains is appended to
appel lants’ brief.

The follow ng references are relied upon by the
exam ner as evi dence of obviousness in support of her

rejections under 35 U.S.C. § 103:

Froeschl et al. (Froeschl) 2,201, 827 May 21, 1940
Gant z 2,627,330 Feb. 3, 1953
Herman et al. (Herman) 4,777, 852 Cct. 18, 1988

Clainms 21 through 25 and 28 through 33 stand
rejected under 35 U. S.C. 8§ 103 as being unpatentable over
Herman in view of Froeschl, and clainms 21, 23, 24 and 28
stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Herman in view of Gantz. In both of
these rejections, the exam ner concedes that the Hernman
patent | acks a disclosure of a paw -engagi ng actuat or
projection structure (which is referred to on pages 3 and
4 of the answer in a nore |[imted sense as a “pin”) on

Her man’ s sel ector nmenber 90.
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I nstead, as noted in the exam ner’s analysis of the
Her man patent (see, for exanple, page 3 of the answer),
Herman di scl oses a two-part notion-transmtting assenbly
for transmtting the rotation of the selector nmenber 90
to a selected pawl in the ratchet mechanism Herman's

t wo- part

assenbly conprises what is described in Herman's
specification as a “pin” 95 and an L-shaped | ever 80.
Herman’s pin 95 is nounted on the rotatable selector
menber 90 for engaging the L-shaped |ever 80 which is
positi oned between the pawls to contact a selected paw
and thereby di sengage the selected pawl fromthe ratchet
gear in the ratchet mechanism The exam ner neverthel ess
concl udes, that each of the applied secondary references
(namely Froeschl and Gantz) would have made it obvious to
“formthe actuator pin [95] and | ever [80] of Herman et
al as a pin in direct engagenent with the pams . . .~
(answer, page 3). We cannot agree.

In rejecting clainms under 35 U.S.C. § 103, the

exam ner bears the initial burden of presenting a prim
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faci e case of obviousness. See In re Rijckaert, 9 F.3d

1531, 1532, 28 USPQ@d 1955, 1956 (Fed. Cir. 1993). A

prima facie case of obviousness is established by

presenting evidence that would have | ed one of ordinary
skill in the art to conbine the relevant teachings of the
references in a manner to arrive at the clained

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d

1013, 1016, 173 USPQ 560, 562 (CCPA 1972).

I n applying the teachings of the applied references
in each of the standing rejections, the exam ner has
apparently lost sight of the fact that the sel ector and
rat chet mechani sm di scl osed in each of the applied
secondary references is distinctly different fromthe
sel ector and ratchet nechani sm di sclosed in the Herman
patent. As a consequence, a substantially conplete
reconstruction of Herman’s mechani sm woul d be required to
i ncorporate the particul ar teachings of each secondary
reference into Herman’s structure. Such a requirenent
cannot be gl ossed over by generalizing the teachings of
each secondary reference and applying those teachings

with the hindsighted benefit of appellants’ disclosure as
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t he exam ner has done here to arrive at appellants’
claimed invention. Hindsight analysis is clearly

improper. In re Dem nski, 796 F.2d 436, 443, 230 USPQ

313, 316 (Fed. Cir. 1986).
Accordi ngly, we cannot agree that the exam ner has

made out a prinma facie case of obviousness based on

Herman in view of Froeschl, and we al so cannot agree that

t he exam ner has made out a prina facie case of

obvi ousness based on Herman in view of Gantz. Therefore,

t he exam ner’s deci sion

to reject clainms 21 through 25 and 28 through 33 under
35 U.S.C. 8 103 as being unpatentable over Herman in view
of Froeschl is reversed, and the exam ner’'s decision to
reject clains 21, 23, 24 and 28 under 35 U. S.C. § 103 as
bei ng unpatentable over Herman in view of Gantz is also
reversed.
This application is remanded to the exam ner to
consi der the prospect of making the follow ng rejections:
1. A double patenting rejection of one or nore of

t he appeal ed clains based on any claimin appellants’ U.
S. Patent No. 5,570,616 (copy attached) as anmended in the
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Reexam nation Certificate Bl 5,570,616 i ssued on August
25, 1998 (copy attached).

2. A 8 103 rejection of one or nore of the appeal ed
claims utilizing the Gantz patent as the primary
reference.

3. A8 103 rejection of one or nore of the appeal ed
claims utilizing the Froeschl patent as the primary
reference.

As one exanple of a possible double patenting
rejection, it appears that claim2l1 in the instant
application differs fromclaiml in Patent No. 5,570,616
inthat it nore broadly recites that the paw -engagi ng
element is an “actuator projection structure” whereas
claim1l of Patent No. 5,570,616 recites that the paw -

engagi ng el enment is an “actuator pin.” Froeschl, however,
t eaches the use of
a pin as the structure that is nounted on the sel ector
menber for directly engaging a selected paw in a
sel ector and ratchet nmechani sm

Wth regard to a possible §8 103 rejection utilizing
Gantz as the primary reference and a possible § 103
rejection utilizing Froeschl as the primary reference,

t he exam ner should anal yze Gantz and Froeschl to

determ ne the differences between each of these
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references and each of the appealed clains in the instant
application. Considering appealed claim?2l1 as an exanpl e,
the recitation of an “actuator projection structure .
extending parallel to said axis” appears to be broad
enough to read on the pawl -engaging pin 18 in Froeschl’s
mechani sm and at | east one of the paw -engagi ng |ugs 41

in Gantz’'s nechanism It therefore

appears that at least claim21l in the instant application
differs fromeach of the Gantz and Froeschl references
nmerely by reciting that ratchet mechani sm has a bore for
receiving the shank of the driver. Herman appears to

contain a teaching of this feature.
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REVERSED/ REMANDED
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