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This is an appeal fromthe decision of the exam ner
finally rejecting clains 1-3,2 which constitute all of the
clainms of record in the application.

The appellant's invention is directed to an apparatus and
nmet hod for treating the lungs. The clains on appeal have been

reproduced in an appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Wat son et al. (Watson) 4,446, 864 May 8,
1984
PCT Application WO 93/ 00952 Jan. 21
1993

(Mangum

THE REJECTI ON

Clainms 1-3 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Mangumin vi ew of Watson.

The rejection is explained in Paper No. 5.

2Entry of an amendnent after the final rejection was
permtted upon the filing of a notice of appeal.
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The opposi ng vi ewpoi nts of the appellant are set forth in

the Brief and the Reply Brief.

OPI NI ON

The test for obviousness is what the conbi ned teachi ngs of
the prior art woul d have suggested to one of ordinary skill in
the art. See Inre Keller, 642 F.2d 413, 425, 208 USPQ 871,
881 (CCPA 1981). 1In establishing a prima facie case of
obvi ousness, it is incunbent upon the exam ner to provide a
reason why one of ordinary skill in the art would have been | ed
to nodify a prior art reference or to conbine reference
teachings to arrive at the clained invention. See Ex parte
Cl app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985). To this
end, the requisite notivation nust stem from sone teaching,
suggestion or inference in the prior art as a whole or fromthe
know edge generally available to one of ordinary skill in the
art and not fromthe appellant's disclosure. See Uniroyal
,Inc. V. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5 USPQd

1434, 1052 (Fed. Gr.), cert. denied, 488 U S. 825 (1988).
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As stated in the opening paragraphs of the specification,
the appellant’s invention permts the simnultaneous
adm ni stration of oxygen, a nebulized bronchodilator, and an
addi tional nedicant to a patient wwth low or no respiratory
function who is intubated with an endotracheal tube and whose
breathing is being assisted by a nanually operated
resuscitator. The invention is manifested in claim1 by the
recitation of a nunber of conponents that are connected
together in a particular fashion. Included anong these is a T-
shaped tube having a bottom openi ng connected to a nebuli zer
and si de openi ngs connected to a resuscitator on the one hand
and to one branch of a Y-shaped tube on the other hand. The
base opening of the Y-shaped tube is connected to the
endotracheal tube that is in the patient’s trachea. Installed
in the other branch opening in the Y-shaped tube is a self-
sealing plug through which liquid nmedication can be injected.
The result of this arrangenent is that the nebulizer can add
nebul i zed nedication into the stream of gas supplied to the
endotracheal tube by the resuscitator, and liquid nedication
can subsequently be injected into the streamthat has issued

fromthe nebulizer.
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The primary reference applied by the exam ner is Mangum
which also is directed to an apparatus for treating the |ungs.
Mangum di scl oses a device in which a powered resuscitator
delivers a breathing mxture to the inlet of a T-shaped tube
whose bottom opening is exposed to a nebulizer reservoir and
whose outlet is connected to an endotracheal tube. Mangum al so
teaches introducing a liquid nmedication into the system
However, Mangum does so through an injection port in the wal
of the reservoir of the nebulizer (pages 4 and 1; Figure 11).
There is no elenent |ike or conparable to the Y-shaped tube
recited in the appellant’s claim1l that is connected to the
system downstream of the outlet of the nebulizer, and which
provi des the neans for injecting a liquid nedication at that
point. This deficiency is not cured by considering the
t eachi ngs of Watson, which was added for its showi ng of a
manual resuscitator.

Claim3 recites the nmethod of the invention. It requires
feeding a nebulized m st of bronchodilator into a stream of
oxygen, and injecting fromthe needle of a pre-filled syringe a
medicant in liquid formdirectly into the stream of oxygen and

nebul i zed m st of bronchodilator. Since Mangum teaches addi ng
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the liquid to the reservoir of the nebulizer, where such a
stream does not exist, the requirenents of claim3 are not net.
As was the case above, the defect is not cured by the secondary
ref erence.

It therefore is our conclusion that the conbi ned teachi ngs
of the two applied references fail to establish a prima facie
case of obviousness with regard to the subject matter recited

in any of the clains, and the rejection cannot be sustai ned.
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The deci sion of the examner is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JAMES M MEI STER )
Adm ni strative Patent Judge )
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