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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1 through 3, all the clains pending in the present
application. The invention is directed to a nethod for
operating a conputer so as to graphically display the results

of a cash flow analysis conputation. On page 3 of the
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specification, Appellants disclose that a conpany's bank
account is incremented or decrenented at the end of each
accounting period. The anount of increnment or decrenent is
referred to as the cash flow. Appellants disclose on page 4
of the specification that in the cash flow analysis, the
interest rate and the cash flow in each accounting period
constitutes the independent variables. Once these variables
are specified, the bank bal ance at the end of each accounting
period, the dependent variables, may be cal cul ated and

di spl ayed.

On page 2 of the specification, Appellants disclose that
Figure 1 is an exanple of a graphical display generated by the
met hod of their invention. On page 3 of the specification,
Appel I ants di scl ose that each accounting period is
characterized by a bank bal ance which is shown in the form of
a bar graph, elenent 104. Appellants disclose that the val ue
above each of the bar graphs shown in Figure 1 is displayed in
boxes above the bar graph, elenment 103. Appellants disclose
that the cash flow variable may be entered by pulling down the
arrows per each accounting period, elenent 105. The val ue of
the cash flowis displayed in the | ower boxes shown in Figure
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1, elenment 106. Thus, the user would enter the cash flow
anount for each accounting period by sinply using a cursor to
pull down arrows 105 which would enter a value into box,
el ement 106. Once the cash flow value is entered, the
conputer will update the account bal ance and di splay a new bar
code graph, elenent 104, and a new account bal ance val ue woul d
be placed in digital formshown in upper boxes, elenent 103.

| ndependent claim1 is reproduced as foll ows:

1. A method for operating a digital conputer to provide a

di splay for inputting values needed in a conputation in a cash
fl ow conmputation and for displaying the results of said

conput ation, said nethod conprising the steps of:

di spl ayi ng a graphical elenent conprising a synbol having
a linear dinension representing the nagnitude of one of said
i nput val ues, said magni tude bei ng changeabl e by using a
poi nting device to mani pul ate a specified region on said
graphi cal el enment thereby changing said |inear dinension, said
gr aphi cal el ement being displayed on a display screen
connected to said digital conputer, said input val ue
determning a cash flowin at |east one of a plurality of tine
peri ods;

repetitively nmonitoring said graphical elenent to detect
a change in said graphical elenent; and

di splaying said results of said conputation in a first
graphi cal display on said display screen in response to said
detected change in said input value represented by said
graphical elenent, said results of said conmputation conprising
a graph of a set of points, one of said points correspondi ng
to each of said tinme periods wherein one coordinate of each of
said points is determned by said conputed result for that
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poi nt, that conputed result depending on that point and said
i nput val ues, said coordinate representing a balance in an
account .

The Exam ner relies on the follow ng reference:
Etoh et al. (Etoh) 5,553, 212 Sep.
1996

(filed May 18,

1992)

Clains 1 through 3 stand rejected under 35 U.S.C. § 103
as bei ng unpatent abl e over Etoh.

Rat her than repeat the argunents of Appellants and the
Exam ner, we nake reference to the brief and answer for the
details thereof.

OPI NI ON

After a careful review of the evidence before us, we do
not agree with the Exam ner that clains 1 through 3 are
properly rejected under § 103.

The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained

i nvention by the express teachings or suggestions found in the

prior art, or by inplications contained in such teachings or
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suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983). "Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable 'heart' of the
invention." Para-Odnance Mg. v. SGS Inporters Int'l Inc.,
73 F.3d 1085, 1087 37 USPQ2d 1237, 1239 (Fed. G r. 1995),
cert. denied, 519 U S. 822 (1996), citing W L. CGore & Assoc.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

Appel  ants argue on pages 4 and 5 of their brief that
Et oh does not teach displaying the results of said conputation
in a first graphical display on said graphical screen in
response to said detected changes in said input represented by
sai d graphical elenent, each result of said conputation
conprises a graph of a set of points, one of said points
corresponding to each of said tine periods wherein one
coordi nate of each of the points is determ ned by the conputed
results of that point, the conputed results depending on that
poi nt and said i nput values, said coordinate representing a

bal ance in an account. Appellants point out that the bar
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graph shown in Figure 19 of Etoh is a graph of data in colum
B of Figure 10. Appellants argue that this is not a display
of the results of said conputation conprising a graph of a set
of points.

After carefully reviewing Etoh, we find all that the
Exam ner has shown is a way in which to enter data by pulling
down or pushing up a graphical bar. Note that Etoh discl oses
t hat one can nove for exanple the arrow shown in Figure 19 up
or down thereby pushing the bar graph either up or down. Etoh
di scl oses that by noving the arrow, one changes the val ue that
is entered into the spreadsheet corresponding to that bar
graph. For instance, by noving the bar graph shown as B3 in
Figure 19, one changes the val ue of the spreadsheet which is
entered in
colum B, row 3.

Thus, we find that Etoh discloses a graphical elenment for
entering an i ndependent variable, but fails to disclose
di spl aying a graphical elenment which is a result of the
cal cul ation of the new inputted i ndependent variable to
produce a dependent variable. Therefore, we fail to find that
Et oh di scl oses displaying the results of said conputation in a
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first graphical display on said display screen in response to
sai d detected change in the input val ue represented by the
graphical elenment, said results of said conmputation conprising
a graph of a set of points, said coordinate representing a
bal ance in an account as recited in Appellants' claim1.
Therefore, we will not sustain the Exam ner's rejection of
claims 1 through 3 for these above reasons.

In view of the foregoing, the decision of the Exam ner
rejecting clains 1 through 3 under 35 U S.C. § 103 is

rever sed

37 CFR § 1.196(b)

A new ground of rejection of clains 1 through 3 under
35 U.S.C. 8§ 112, second paragraph, is entered under 37 CFR
8§ 1.196(b).

Analysis of 35 U. S.C. § 112, second paragraph, should
begin with the determ nation of whether clainms set out and
circunscribe the particular area with a reasonabl e degree of
precision and particularity; it is here where definiteness of
t he | anguage nmust be anal yzed, not in a vacuum but always in
I ight of teachings of the disclosure as it would be
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interpreted by one possessing ordinary skill in the art. In
re Johnson, 588 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA

1977), citing In re More, 439 F.2d 1232, 1235, 169 USPQ 236

238 (1971). "The legal standard for definiteness is whether a
cl ai mreasonably apprai ses those of skill in the art of its
scope."” In re Warnerdam

33 F.3d 1354, 1361, 31 USPQ2d 1754, 1759 (Fed. Cir. 1994).

We note that Appellants' claim1l1 recites "displaying said
results of said conputation.” W fail to find that there is
an antecedent basis for said result or for said conputation
Furthernore, we note that Appellants' claim1l recites "that
conputer results depending on that point and said input
values." W fail to determ ne what is neant by Appellants’
continued references to the conputer results. Furthernore, we
fail to find how the claimcan be reasonably appraised to
those skilled in the art of its scope. It appears that the
Appel lants are attenpting to claima conputation step for
cal cul ating the balance in an account based upon the input of
the cash flow. However, the clainms sinply refer to displaying

an input value and then later displaying the result of the
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conputation. However, the step of conputing is not clained
nor is it clear how conputation is carried out.

In view of the above rationale, we find that clains 1
through 3 fail to distinctly point out and distinctly claim
the subject matter which the Appellants regard as their
invention as required under 35 U.S.C. 8§ 112, second paragraph.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (amended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. and Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8 1.196(b) provides that "[a] new ground of rejection
shall not be considered final for purposes of judicial
revi ew. "

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:
(1) Submt an appropriate anmendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
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(2) Request that the application be reheard

under
§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record. :

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
REVERSED; 37 CFR § 1.196(b)
LEE E. BARRETT )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
)
M CHAEL R FLEM NG ) APPEALS AND
Adm ni strative Patent Judge )
) | NTERFERENCES
)
)
STUART S. LEVY )
Adm ni strative Patent Judge )
MRF: | mb

CALVI N B. WARD
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