TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's
rejection of claims 1 through 36, which are all the clains
pending in this proceedi ng.

W REVERSE

BACKGROUND

The appellant's invention relates to a nethod of
progressive jackpot twenty-one. An understanding of the
i nvention can be derived froma reading of exenplary claiml,

which is reproduced in the opinion section bel ow

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:
Scarne, John "Chapter 2 Draw Poker and Chapter 3 Stud Poker"”

Scarne's Encycl opedia of Ganes, Harper & Row (1973) pp. 6-53
(Rul es of Poker)

Scarne, John "Chapter 16 Banking Card Ganes" Scarne's
Encycl opedi a of Ganes, Harper & Row (1973) p. 286 (Pontoon)

Scarne, John "Chapter 20 M scel |l aneous Card Ganmes" Scarne's
Encycl opedi a of Ganes, Harper & Row (1973) p. 381 (Three-In-
One)
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Big Field Rules and Directions? (Big Field)

Ref erence nmade of record by this panel of the Board is:

Tripoley, "How to Play," Cadaco, Inc., 1968

Clains 1, 3, 6, 19 and 24 stand rejected under 35 U S. C

8§ 102(b) as being anticipated by Rules of Poker.

Clainms 1 through 9 and 19 through 26 stand rejected under

35 U.S.C. § 102(b) as being anticipated by Three-In-0One.

Clains 1, 3, 14, 19, 21 and 32 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Big Field.

Clainms 1, 3, 10 through 12, 14 through 17, 19, 21, 28
t hrough 30 and 32 through 35 stand rejected under 35 U S. C

8§ 102(b) as being anticipated by Pontoon.

2 A declaration of JimKilby dated May 9, 1995, was
utilized by the exam ner as averring the date of this
publication as circa Septenber 1984.
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Clainms 13, 18, 31 and 36 stand rejected under 35 U.S. C

8 103 as being unpatentable over Big Field in view of Pontoon.

Clains 1, 3, 6, 19, 24 and 27 stand rejected under 35

U.S.C. 8 103 as being unpatentable over Rul es of Poker.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 21, mailed March 27, 1998) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 18, filed January 29, 1998), reply brief
(Paper No. 22, filed April 27, 1998) and supplenental reply
brief (Paper No. 23, filed August 25, 1998) for the

appel l ant' s argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the

respective positions articulated by the appellant and the
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exam ner. As a consequence of our review, we make the

det er m nati ons which foll ow.

Bef ore addressing the exam ner's rejections based upon
prior art, it is an essential prerequisite that the clained
subject matter be fully understood. Analysis of whether a
claimis patentable over the prior art under 35 U.S.C. 88 102
and 103 begins wth a determ nation of the scope of the claim
The properly interpreted claimnmust then be conpared with the
prior art. Claiminterpretation nust begin with the | anguage

of the claimitself. See Smthkline D agnostics, Inc. v.

Hel ena Laboratories Corp., 859 F.2d 878, 882, 8 USPQd 1468,

1472 (Fed. Cir. 1988). Accordingly, we will initially direct
our attention to appellant's clains 1 and 19 to derive an

under st andi ng of the scope and content thereof.

Claim1l recites:

A nmet hod of including a jackpot conponent in a live
casino table card gane conprising the steps of:
(a) a player naking a first wager to participate in the
live casino table card gane;
(b) a player optionally nmaking a second wager to
participate in the jackpot conponent;
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(c) a dealer dealing a hand of playing cards to the

pl ayer; and

(d) if the player's hand conprises a predeterm ned
arrangenent of cards, the player wins a predeterm ned
percentage of the jackpot if the player has optionally
made the second wager.

Claim19 recites:

A nmet hod of including a jackpot conponent in a live
casino table card gane conprising the steps of:
(a) a player naking a first wager to participate in the
live casino table card gane;
(b) a player optionally nmaking a second wager to
participate in the jackpot conponent;
(c) a dealer dealing a hand of playing cards to the
pl ayer; and
(d) if the player's hand consists of a predeterm ned
arrangenent of cards, the player wins a predeterm ned
percentage of the jackpot if the player has optionally
made the second wager.

The appellant argues in the brief (1) that the nethod
steps nust be interpreted pursuant to 35 U S.C. 8§ 112, sixth
paragraph, (p. 6); (2) that the prior art does not neet the
requi red order of steps (pp. 12-14); and (3) the neaning of

the phrase "live casino table card ganme" (pp. 14-18).

35 U S.C 8§ 112, sixth paragraph, in effect provides that

an elenent in a conbination nethod or process claimnmay be
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recited as a step for performng a specified function w thout
the recital of acts in support of the function. Being drafted
with the perm ssive "nmay," the statute does not require that
steps in a nmethod claimbe drafted in step-plus-function form
but rather allows for that form A step for acconplishing a
particular function in a process claimnmay be clainmed w thout

i nvoki ng section 112, paragraph 6. Thus, it is inappropriate
to construe every process claimcontaining steps described by
an "ing" verb, such as wagering, winning, etc. into a

step-plus-function limtation. See OI. Corp. v. Tekmar Co.,

115 F. 3d 1576, 1583, 42 USPQRd 1777, 1782 (Fed. Cir. 1997).

Applying the rationale set forth in O1l. Corp. to the

steps recited in clains 1 and 19, we conclude that the recited
steps are not step-plus-function limtations subject to the
requirenents of 35 U.S.C. 8§ 112, sixth paragraph. In that

regard, as in Ol. Corp. the clained steps of wagering,

dealing and wi nning are not individually associated in the
claims with functions performed by the steps of wageri ng,

deal i ng or w nni ng.
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As stated in Ex parte Jackman, 44 USPQ 171, 173 (Bd. App.

1938):

[]t has frequently been held in connection with clains

of this type [nethod clains] that there is no presunption

of any def@nite sequence unless the clains are so limted
as torequire It.

Appl yi ng the above-noted principle set forth in Jackman
to the steps recited in clains 1 and 19, we concl ude that
clains 1 and 19 require the specific sequence of steps to be
performed in the order indicated. W reach this concl usion
based upon the follow ng factors: (1) a sequence of steps is
i ndicated by the appellant's use of (a), (b), (c) and (d); (2)
the recitations that a player makes "a first wager to
participate in the live casino table card gane" and optionally
makes "a second wager to participate in the jackpot conponent”
i ndicates a specific order; and (3) the recitation in step (d)
that if the player's hand conprises or consists of "a
predet erm ned arrangenent of cards, the player wins a
predet erm ned percentage of the jackpot if the player has
optionally made the second wager" indicates that this step is

preceded by step (b) (i.e., the step of "optionally making a



Appeal No. 99-0019 Page 9
Application No. 90/003, 843

second wager to participate in the jackpot conponent”) and
step (c) (i.e., the step of "dealing a hand of playing cards

to the player").

It is axiomatic that clainms in reexam nation proceedi ngs
are to be given their broadest reasonable interpretation

consistent with the specification. [In re Yamanoto, 740 F.2d

1569, 1571, 222 USPQ 934, 936 (Fed. Cir. 1984). Wen so read,
the neaning of the phrase "live casino table card gane" neans
a typical casino or cardroomtable card gane such as poker or
Twenty-One.® We note, however, that the clainmed nmethod does

not require the steps to be perfornmed in a casino.

Wth these understandings of the subject matter recited
inclains 1 and 19, we turn to the rejections raised by the

exam ner .

® Wiile the patent under reexani nation only describes the
game Twenty-One, it does refer to U S. Patent No. 4,861, 041,
whi ch describes the invention as being applied to a typica
casi no or cardroom tabl e gane such as poker or Twenty-One.
See colum 1, line 12, to colum 2, line 9, of U S. Patent No.
4,861, 041
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Rej ecti ons based upon Rul es of Poker

W will not sustain the rejection of clains 1, 3, 6, 19
and 24 under 35 U. S.C. 8 102(b) as being anticipated by Rul es
of Poker. Likewise, we will not sustain the rejection of
clains 1, 3, 6, 19, 24 and 27 under 35 U.S.C. § 103 as

unpat ent abl e over Rul es of Poker.

We agree with the appellant's argunents that Rul es of
Poker does not anticipate or render obvious the subject matter
of clains 1 and 19 (brief, pp. 8-11 and 24). In that regard,
it is our determnation that Rul es of Poker does not teach or
suggest the followi ng elenents of clains 1 and 19 for the
reasons set forth by the appellant in the brief: (1) including
a jackpot conponent in a live casino table card gane; (2) a
pl ayer optionally nmaking a second wager to participate in the
j ackpot conponent; and (3) if the player's hand conprises or

consi sts of a predeterm ned arrangenent of cards, the player

wi ns a predeterni ned percentage of the jackpot if the player

has optionally nade the second wager.

Rej ecti ons based upon Big Field
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W will not sustain the rejection of clains 1, 3, 14, 19,
21 and 32 under 35 U.S.C. 8§ 102(b) as being anticipated by Big
Field or the rejection of clains 13, 18, 31 and 36 under 35
UusS. C

8§ 103 as unpatentable over Big Field in view of Pontoon.

We agree with the appellant's argunment (brief, pp. 18-19
and reply brief, pp. 4-6) that Big Field is not prior art. 1In
that regard, it is our determination that clearly Big Field
was printed/ published on or after Septenber 1991 for the
reasons outlined by the appellant. |In addition, the
declaration of JimKilby dated May 9, 1995, does not establish
a date of printing/publication of Big Field prior to Septenber
1991. Wile the declaration of JimKilby nay establish that
the gane of "big field" existed in 1984, it fails to establish
that the publication Big Field, relied upon by the exam ner,

existed prior to the critical date (i.e., July 5, 1988).4

Rej ecti on based upon Pont oon

“1n a reexam nation proceeding, only patents and printed
publications nmay be utilized in rejections under 35 U.S.C. §
102 or § 103. 35 U.S. C. 8§ 301-303.
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W will not sustain the rejection of clains 1, 3, 10
through 12, 14 through 17, 19, 21, 28 through 30 and 32
t hrough 35 under 35 U. S.C. § 102(b) as being anticipated by

Pont oon.

W agree with the appellant's argunents that Pontoon does
not antici pate the subject matter of clainms 1 and 19 (brief,
pp. 20-21 and supplenental reply brief, pp. 1-4). In that
regard, it is our determ nation that Pontoon does not teach or
suggest the followng elenent of claim1 and 19 for the
reasons set forth by the appellant in the brief and
suppl enmental reply brief: a player optionally making a second
wager to participate in the jackpot conponent after making a
first wager to participate in the live casino table card gane.
In Pontoon, a single wager (i.e., the initial bet, the
doubling of the bet, or the redoubling of the bet) permts the
pl ayer to participate in both the live casino table card gane
(i.e., Black Jack) and the jackpot conponent (i.e., the bonus

paynments).

Rej ecti on based upon Three-In-0ne
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W will not sustain the rejection of clains 1 through 9
and 19 through 26 under 35 U. S.C. 8§ 102(b) as being

antici pated by Three-In-One.

We agree with the appellant's argunent (reply brief, pp.
8-9) that the examner's application of Three-In-One is barred

by the holding in In re Portola Packaging, Inc., 110 F.3d 786,

42 USPQ2d 1295 (Fed. Cir. 1997). The PTO can reject clains
during reexam nati on when the rejection is supported by a
conbi nation of prior art previously before the PTO and pri or
art previously not before the PTO, but not if it is supported
only by prior art previously considered by the PTO in
relation to the same or broader clainms. Portola, 110 F.3d at
791, 42 USP@2d at 1299. 1In this case, the only applied prior
art (i.e., Three-1n-One) was previously before the PTOin the
prosecution of the application which resulted in the patent

bei ng reexam ned.

Consi deration of Tripoley, "How to Pl ay"
In the rel ated appeals identified by the appell ant

(brief, p. 1), the reference to Tripoley, "How to Play," has
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been applied under 35 U . S.C. §8 103. This reference to
Tripoley, "How to Play," will not be applied to the clains
under appeal for the followng reasons. It is our viewthat

t he broadest reasonable definition of the term™"optionally" as
used in clainms 1 and 19, requires that the optional second
wager of step (b) occur in the sane hand as steps (a), (c) and
(d). Tripoley, "How to Play," requires betting on poker,

m chigan runmy and the pay cards to participate in the next
hand. Thus, Tripoley, "How to Play," does not teach or
suggest the optional second wager as recited in clains 1 and

19.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1, 3, 6, 19 and 24 under 35 U.S.C. § 102(b) as being
anticipated by Rules of Poker is reversed; the decision of the
exam ner to reject clains 1 through 9 and 19 through 26 under
35 U.S. C
8§ 102(b) as being anticipated by Three-In-One is reversed; the
deci sion of the examner to reject clains 1, 3, 14, 19, 21 and

32 under 35 U.S.C. 8§ 102(b) as being anticipated by Big Field
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is reversed; the decision of the examner to reject clainms 1,
3, 10 through 12, 14 through 17, 19, 21, 28 through 30 and 32
t hrough 35 under 35 U. S.C. § 102(b) as being anticipated by
Pontoon is reversed; the decision of the exam ner to reject
clainms 13, 18, 31 and 36 under 35 U . S.C. 8§ 103 as being

unpat entable over Big Field in view of Pontoon is reversed;
and the decision of the examner to reject clains 1, 3, 6, 19,
24 and 27 under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over

Rul es of Poker is reversed.

REVERSED

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

)

)

)
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