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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1,
2, 7, 8 13 and 14. dains 4, 6, 11, 12 and 17-20, the other
clainms remaining in the present application, have been
objected to by the exam ner as being based upon a rejected
base claim Caim1lis illustrative:
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1. A nmagnetic recording nedium conprising a magnetic
| ayer containing ferromagneti c powder dispersed by a binder,
the magnetic | ayer being | ocated on a non-nmagnetic support
menber, wherein said binder conprises a polyurethane resin
prepared by reacting a |long chain diol having a wei ght average
nmol ecul ar wei ght of 800

203nyg to 5,000, a short chain
0 o di ol having a weight

Il [l aver age nol ecul ar wei ght
HO-B-0C CO-B-OH of 50 to 500, and an

organi c diisocyanat e,
wherein said | ong chain
diol is present in said
pol yuret hane resin in an
anount of 1 to 5 nol%and is represented by the foll ow ng
formula (1):

(LoxmwnNnyg 7))

where R represents a pol yal kyl enegl ycol residual group.
The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Kol ycheck et al. (Kol ycheck) 4,643, 949 Feb. 17, 1987
Chkubo et al. (Ohkubo) 5,071,578 Dec. 10, 1991

Appel lants' clainmed invention is directed to a magnetic

recordi ng nmedi um conprising a magnetic |ayer which contains a
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ferromagneti c powder dispersed in a binder. The binder is a
pol yur et hane resin prepared by reacting a long chain diol, a
short chain diol and an organic diisocyanate. The |ong chain
diol is present in an anount of 1 to 5 nol% and is defined by
the recited fornula.

Appel l ants submt at page 3 of the principal brief that
"[c]lainms 1, 2, 7, 8, 13 and 14 stand or fall together."
Accordingly, all the appealed clains stand or fall together
with claiml.

Appealed clains 1, 2, 7, 8, 13 and 14 stand rejected
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Kol ycheck and
Ohkubo.

We have thoroughly reviewed each of appellants' argunents
for patentability, as well as the specification data relied
upon in support thereof. However, we are in full agreenent
with the exam ner that the clainmed subject matter woul d have
been obvious to one of ordinary skill in the art within the
meaning of 8 103 in view of the applied prior art.

Accordingly, we will sustain the examner's rejection for
essentially those reasons expressed in the Answer, and we add

the followng primarily for enphasis.
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Appel I ants do not dispute that Kol ycheck, the primary
reference, discloses, |ike appellants, a magnetic recording
medi um conprising a magnetic |ayer on a non-magnetic support
wherein the magnetic | ayer contains ferromagneti c powder
di spersed in a polyurethane resin binder. Also, appellants do
not di spute the exam ner's finding that the pol yurethane resin
bi nder of Kol ycheck is prepared by reacting |long chain and
short chain diols within the clai med nol ecul ar wei ght ranges
and an organi c diisocyanate. Kolycheck does not teach that
the long chain diol is the sulfonated one of the clained
formula, and the reference al so does not teach that the | ong
chain diol is present in the claimed anount of 1 to 5 nol %

To make up for these deficiencies in Kolycheck, the exam ner
cites Ohkubo for its teaching of a magnetic recordi ng nmedi um
conprising a magnetic |ayer containing a ferromagnetic powder
di spersed in a pol yurethane bi nder wherein the pol yurethane
bi nder is prepared wth appellants' |ong chain sul fonated
diol. 1In addition, Onhkubo exenplifies anounts for the |ong
chain diol that fall within the clainmed range. Again,

appel l ants do not di spute that Ohkubo enpl oys a sul fonated
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| ong chain diol that is enconpassed by the clained fornula,
and which is used in the clainmed anount.

Based on the collective teachings of Kol ycheck and
Ohkubo, we agree with the exam ner that it would have been
obvi ous for one of ordinary skill in the art to select the
sul fonated | ong chain diol of Chkubo for the |ong chain diol
conponent of Kol ycheck for the purpose of inproving the
di spersion of the magnetic pignment. |In addition, we agree
with the exam ner that Ohkubo woul d have suggested utilizing
an armount of the sulfonated long chain diol that falls within
t he cl ai med range.

Appel I ants, while concedi ng that Kol ycheck does not
define the anount of |ong chain polyol present in the
conposition, points to EXAMPLE 1 of the reference which uses
14. 66 nol % of the long chain diol. However, as noted by the
exam ner, the reference is not limted to its specific
exanpl es, and Kol ycheck provides no teaching that the |ong
chain diol must be used in an anmbunt greater than 1-5 nol %
Furt hernore, whereas EXAMPLE 1 of Kol ycheck uses a 2.4/1 ratio
of short chain diol to long chain diol, claim2 of Kolycheck

recites that the ratio of short chain diol to | ong chain diol
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is as high as 10:1. Moreover, as expl ained by the exam ner
and acknow edged by appel |l ants at page 7 of the principal
brief, GChkubo exenplifies a polyurethane resin binder prepared
with 2.25 nmol % of a sul fonated | ong chain diol in accordance
with the clainmed formula. Accordingly, we find that it would
have been obvious for one of ordinary skill in the art to use
the presently clainmed anount of |ong chain sulfonated diol in
prepari ng the pol yurethane resin of Kolycheck. Wile
appel l ants contend that Exanple 4 of Onhkubo uses a second | ong
chain diol that results in the use of 8.27 nol % of |ong chain
di ol conponents, the exam ner properly points out that Ohkubo
teaches that it is the presence of the sulfonate groups which
i nprove the dispersion of the magnetic powder and, therefore,
significance attaches to the anount of sulfonated diol that is
used to prepare the pol yurethane binder. The |ong chain diol
cited by appellants in Chkubo's Exanple 4, Tone TM 0210, is
descri bed by Onkubo as a precursor to a sulfonated diol
(colum 9, lines 65-68). 1In addition, we find claiml1l to be
sufficiently broad to enbrace pol yurethane resins prepared by
reacting a long chain diol of the type disclosed by Chkubo in

addition to the three conponents recited in appealed claim1.
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Appel l ants cite Conparative Exanples 3 and 4 of the
present specification, which contain anounts of |ong chain
diol greater than the clainmed upper limt. According to
appel l ants, the specinens "are significantly inferior in terns
of still durability and storage adhesion than those having a
| oner content of polyol in accordance with the present clained
i nvention" (page 7 of principal brief). However, we agree
with the exam ner that the specification data is not
commensurate in scope with the degree of protection sought by

the appealed clains. In re Gasselli, 713 F.2d 731, 743, 218

USPQ 769, 778 (Fed. Cr. 1983); In re denens, 622 F.2d 1029,

1035, 206 USPQ 289, 296 (CCPA 1980). The exam ner correctly
notes that appealed claim1 enbraces the use of all short
chain diols having the recited nol ecul ar wei ght, whereas the
specification data is limted to a specific short chain diol,
i.e., one containing a cyclohexane ring. 1In addition, the
appealed clains are not limted to the specific |long chain
diol used in the specification exanples. Wile appellants
mai ntain at page 2 of the Reply Brief that "the Exam ner has
not set forth any reason why simlar results would not be

obtained with a short chain diol other than diols containing a
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cycl ohexane ring," it is well settled that the burden of
denonstrating unexpected results rests upon the party

asserting them |In re Klosak, 455 F.2d 1077, 1080, 173 USPQ

14, 16 (CCPA 1972). Furthernore, appellants have not
established on this record that the specification results
woul d be considered truly unexpected by one of ordinary skil

inthe art. 1Inre Merck & Co., 800 F.2d 1091, 1099, 231 USPQ

375, 381 (Fed. Cir. 1986).

I n concl usi on, based on the foregoing, the examner's
decision rejecting the appealed clains is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).
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