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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 5 through 9, which are all of the clains

pending in this application.:?

We reverse and add a new ground of rejection.

' Claims 1 through 4 have been cancel ed pursuant to applicant's amendnent
filed Septenmber 8, 1997 (Paper No. 10).
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BACKGROUND

The appellant's invention relates to a slide nount onto
whi ch can be correctly fitted a filmthat is cut into
i ndi vi dual screens (specification, p. 1). A copy of the
clai ms under appeal is set forth in the appendix to the

appellant's brief.

THE PRI OR ART

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:
St aehl e 2,184, 007 Dec. 19, 1939
Roehr | 2,527,765 Cct. 31, 1950

THE REJECTI ON

Clainms 5 through 9 stand rejected under 35 U . S.C. § 103

as bei ng unpat entabl e over Roehrl in view of Staehle.

Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rej ection, we make reference to the answer (Paper No. 16,
mai | ed August 17, 1998) for the exam ner's conplete reasoning

in support of the rejection, and to the brief (Paper No. 15,
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filed July 6, 1998) and reply brief (Paper No. 18, filed

Cct ober 16, 1998) for the appellant's argunents thereagainst.

OPl NI ON
I n reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
claims, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow.

NEW GROUND OF REJECTI ON

Under the authority of 37 CFR 8 1.196(b), this panel of
the Board introduces the follow ng new ground of rejection as

to clainms 5 through 8.

Clainms are considered to satisfy the requirenments in the
second paragraph of 8 112 if they define the netes and bounds
of the claimed subject matter with a reasonabl e degree of

preci sion and particularity. See In re Venezia, 530 F.2d 956,

958, 189 USPQ 149, 151 (CCPA 1976).
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Clainms 5 through 8 are rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch the applicant regards as the invention.

As set forth in the preanble of claim5 the subject
matter the appellant regards as his invention is "a slide
mount". However, we note the body of claim5 additionally sets
forth

a rectangular film portion having first opposing
| ateral edges, a partial gap portion at each of
said first opposing |ateral edge, and a

rect angul ar phot ographed screen between the
first opposing |ateral edges, each of the
partial gap portions having therein a pair of

hol es being cut nearly in half form ng open
engagi ng holes in the opposing |ateral edges...
wher eby said rectangular filmportion is
positioned securely in the slide nmunt when said
cover is closed over said rectangular film
portion having a convex portion causing said
rectangular filmto be extended forcing the open
engagi ng hol es agai nst said four positioning
pi ns and causi ng the phot ographed screen to be
centered therein.

This recitation conveys the inpression that the subject matter
on appeal is something nore than just a slide nount as set
forth in the preanble of claim5. That is, that the subject

matter on appeal is an assenbly of conmponents apparently
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including the film At the oral hearing the appellant's
counsel , when questi oned about this, conceded that there is an
i nconsi stency and that claim5 should be anmended by addi ng the
word "assenbly” to the preanble. Accordingly, we find claim
5, and dependent clainms 6 through 8, to be indefinite because
the subject matter defined in the body of claim5 is
inconsistent with the invention as set forth in the preanble
of the claim

Al t hough we have rejected clains 5 through 8 as being
indefinite, in the interest of avoiding pieceneal appellate
review we will treat claim5 as inclusive of the "rectangul ar
film.." and thus as being directed to a slide nount assenbly,
and proceed to consider the 8§ 103 rejection on that basis.

Cf. Ex parte Saceman, 27 USPQ2d 1472, 1474 (Bd. Pat. App. &

Int. 1993).

--The obvi ousness rejection over Roehrl in view of Staehle--

Upon eval uation of all the evidence before us, it is our

conclusion that the evidence adduced by the exam ner is

insufficient to establish a prima facie case of obviousness
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with respect to the clainms under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 5 through 9
under 35 U.S.C. " 103. CQur reasoning for this determ nation

foll ows.

In rejecting clains under 35 U S.C. " 103, the exam ner

bears the initial burden of presenting a prina facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28

UsSP@2d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established when the teachings of the prior art
itself would appear to have suggested the clai med subject

matter to one of ordinary skill in the art. See In re Bell,

991 F.2d 781, 783, 26 USPQ2d 1529, 1531 (Fed. Cir. 1993). |If

the examner fails to establish a prima facie case, the

rejection is inmproper and will

be overturned. See In re Fine, 837 F.2d 1071, 1076, 5 USPQ2d

1596, 1600 (Fed. Cir. 1988).

Claim5 on appeal is directed to a slide nount and
requires, in part, "a rectangular filmportion... having a

pair of holes being cut nearly in half form ng open engagi ng
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holes in the opposing lateral edges". Claim5 concludes with
the limtation that

said rectangular filmportion is positioned
securely in the slide nmount when said cover is
cl osed over said rectangular film portion having
a convex portion causing said rectangular film
to be extended forcing the open engagi ng hol es
agai nst said four positioning pins and causing

t he phot ographed screen to be centered therein.

Claim9, the only other independent claim recites a nmethod of
mounting a slide filmconprising

cutting the slide film having gap portions
and a plurality of holes in both side portions
such that the holes are cut nearly into one-half
form ng open engagi ng hole portions; [and]

inserting the slide filminto a slide nount
havi ng positioning pins studded at four corners
such that the open engagi ng hole portions are
positioned to conme into engagenment with the
positioning pins; and cl osing a cover contacting
a convex portion of the slide film causing the
slide filmto be extended and forcing the open
engagi ng holes into contact with the positioning
pi ns studded at four corners....

The exam ner determ ned that Roehrl's film "does not have
open engagi ng holes" and that "[i]t would have been obvious to
one having ordinary skill in the art at the tine the invention

was nmade to utilize the slide nmount taught by Roehrl to

di splay the filmtaught by Staehle as an alternate film



Appeal No. 1999-0112 Page 8
Application No. 08/693, 614

adapted to be displayed therein" (answer, pages 3-4). The
exam ner adds that "[i]f filmtaught by Staehle was nounted in
the slide nmount taught by Roehrl the open positioning holes
woul d engage the positioning pin" (answer, page 5). The

exam ner's reasoning is that both Roehrl and Staehle teach
conventional film having holes and both filnms are adapted to

be mounted (answer, page 5).

The appell ant argues that "[t] he Exanmi ner has cited no
reference suggesting the claimed conbination, and has
presented no convincing |line of reasoning as to why the
clai med invention would have been obvious in view of the cited

references"” (brief, pages 3 and 4).

It is our opinion that the exam ner has not cogently
expl ained, nor is it evident, why a person of ordinary skil
in the art would have found it obvious to utilize Staehle's
filmin Roehrl's filmnmount. Indeed, it is not even clear
that the open hole portions of Staehle's film would be usable
in Roehrl's filmnpnount. Roehrl's filmis nmounted using

encl osed, not open, holes placed over the projections (17).
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And Staehle's film does not use the holes at all for nounting,
rather it is positioned within the shallow seat of central
opening (18). Even if one used Staehle's filmin Roehrl's
nmount, as suggested by the exam ner, they would insert the
filmwith the enclosed holes in registry with the projections
(17) as suggested by Roehrl. In order that the Staehle's film
cooperate with Roehrl's nount as recited in the appellant's
claimse 5 and 9 it would have to be cut to the right length so
that there are holes with open ends which just fit against
Roehrl's projections (17) when the filmis extended and we
find nothing in either prior art reference which would have
suggested cutting Staehle's filmto this |ength. Therefore,
it is our view that the exam ner has failed to provide an
adequat e expl anation of what there is in the applied
references that woul d have been suggestive of their

conbi nation.? Therefore, we do not see in either Roehrl or

St aehl e any basis for their combination in the manner

2 The nere fact that the references can be conbined or nodified does not
(continued. . .)

(2 continued...)

render the resultant comnbination obvious unless the prior art al so suggests

the desirability of the combination. See Inre MIIls, 916 F.2d 680, 682, 16

UsSP@d 1430, 1432 (Fed. Cir. 1990).
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suggested by the examner to arrive at the clainmed subject
matter and we can only conclude that the exam ner's
determ nation, in this regard, is based on inperm ssible

hi ndsi ght . @

Accordingly, we will not sustain the exam ner's rejection
of claims 5 and 9 under 35 U.S.C. § 103 as being unpatentable

over Roehrl in view of Staehle.

Clainms 6 through 8 depend fromclaimb5 and the exam ner's

rejection of clains 6 through 8 will not be sustained for the

same reasons as stated above with respect to claimb5.

CONCLUSI ON

3 Obvi ousness may not be established using hindsight or in view of the

t eachi ngs or suggestions of the inventor. See Para-Ordnance Mg. v. SGS

| nporters Int'l, 73 F.3d 1085, 1087, 37 USPQ 2d 1237, 1239 (Fed. Cir. 1995)
(citing W L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1551
1553, 220 USPQ 303, 311, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851
(1984)).
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To summari ze, the decision of the exam ner to reject
claims 5 through 9 under 35 U . S.C. § 103 is reversed and a new
35 U.S.C. 8 112, second paragraph, rejection of clainms 5

through 8 is entered pursuant to 37 CFR 8§ 1.196(b).

Thi s decision contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark Office 63,122 (Cct. 21, 1997)).

37 CFR 8 1.196(b) provides that, "[a] new ground of rejection
shall not be considered final for purposes of judicial

revi ew. "

37 CFR § 1.196(b) al so provides that the appell ant,

W THIN TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the following two options with respect to the new
ground of
rejection to avoid term nation of proceedings (8 1.197(c)) as
to the rejected clains:

(1) Submt an appropriate amendnent of the clainms so

rejected or a showing of facts relating to the
claims so rejected, or both, and have the matter
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reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under
§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

No tine period for taking any subsequent actlon in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED; 37 CFR § 1.196(b)
HARRI SON E. Mc:CANDLI SH )
Seni or Adm nistrative Patent Judge )

BOARD OF PATENT
CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

Rl CHARD B. LAZARUS
Adm ni strative Patent Judge

N N N N N N N N N N N N
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PAUL A. FATTI BENE
2480 POST ROAD
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