TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte SHARON A. RI TCHEY

Appeal No. 99-0179
Application 08/612, 385

ON BRI EF

Bef ore McCANDLI SH, Seni or Adnini strative Patent Judge,
FRANKFORT and McQUADE, Admi nistrative Patent Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Sharon A. Ritchey appeals fromthe final rejection of
claims 1 through 13 and 21, all of the clains pending in the

application. W reverse and enter a new ground of rejection.

! Application for patent filed March 7, 1996.
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The invention relates to “a stuffed toy having a seal abl e
opening that facilitates the addition and renoval of stuffing
material” (specification, page 1). Cdaim1l is illustrative
and reads as foll ows:

1. An apparatus for holding a quantity of stuffing
material, said apparatus conprising:

a pliable shell having a perineter and an interior cavity
fornmed therein

a seampartially fornmed around said perineter of said
shell and di splaced fromsaid perineter, said seam having
first and second ends configured to define an opening forned
within said shell, said opening providing access to said
interior cavity; and

neans for releasably sealing said opening, said nmeans for
seal ing being coupled to said shell proximte said opening;
wherein

said first and second seam ends have an i ncreased
di spl acenent from said perineter at said opening.

The references relied upon by the exam ner as evidence of
antici pati on and obvi ousness are:

Schr ader nei er 2,591, 379 Apr. 1, 1952
cul | ace 4, 950, 194 Aug. 21, 1990

Clains 1 through 8 and 10 through 13 stand rejected under
35 U.S.C. 8 102(b) as being anticipated by, and in the
alternative under 35 U.S.C. §8 103(a) as bei ng obvi ous over,

Schr ader nei er .
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Clainms 9 and 21 stand rejected under 35 U.S.C. 8 102(b)
as being anticipated by, and in the alternative under 35

U S C 8§ 103(a) as being obvious over, Cullace.

Reference is made to the appellant’s brief (Paper No. 10)
and to the exam ner’s answer (Paper No. 11) for the respective
positions of the appellant and the exam ner with regard to the
nerits of these rejections.

As indicated above, independent claim1l recites an
apparatus for holding a quantity of stuffing nmaterial

conprising, inter alia, a pliable shell having a perineter and

a seampartially formed around the perineter and having first
and second ends configured to define an opening in the shell
Claim1 further defines the seam as being “displaced fromsaid
perimeter,” with the first and second ends of the seam havi ng
“an increased displacenent fromsaid perineter at said
opening.” Caim8, the other independent claimon appeal,
contains identical limtations. The appellant’s specification
di scl oses that this seam structure “reduces puckering and

ki nki ng of shell 12 during assenbly, packaging, and while
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fabric toy 10 is displayed” (page 10).

Al t hough both Schradernei er and Gul | ace discl ose an
“appar atus” conprising a shell, seans and an openi ng, neither
teaches or woul d have suggested an “apparatus” having the
particul ar seam construction required by clains 1 and 8, i.e.,
a seamwhich is displaced fromthe perinmeter of the apparatus
shell with its ends having an increased di splacenment fromthe
perinmeter at the opening. The exam ner’s findings and
conclusions to the contrary (see pages 4 and 5 in the answer)
are predicated on specul ation, conjecture and unfounded
assunptions | acking any factual support in the applied
ref erences.?

Accordi ngly, we shall not sustain any of the standing 35
US C 8§ 102(b) or 8 103(a) rejections of independent clains 1

and 8 or of dependent clainms 2 through 7, 9 through 13 and 21.

The following rejection is entered pursuant to 37 CFR

2 To the extent that the examiner’s reliance on the
Butterick reference on page 5 of the answer “in the interests
of show ng what is well known in the art” is proper (see ln re
Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406, 407 n.3 (CCPA
1970)), such reliance does nothing to cure the above noted
deficiencies of Schradernei er and Cul | ace.
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8§ 1.196(b).

Cainms 1 and 8, and clainms 2 through 7, 9 through 13 and
21 by virtue of their dependency therefrom are rejected under
35 U S.C 8§ 112, second paragraph, as failing to particularly
poi nt out and distinctly claimthe subject matter the
appel l ant regards as the invention.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In determ ning whether this standard is net, the definiteness
of the | anguage enployed in the clains nust be anal yzed, not
in a vacuum but always in light of the teachings of the prior
art and of the particular application disclosure as it would
be interpreted by one possessing the ordinary |evel of skil
in the pertinent art. 1d. Under this analysis, clains which
appear to be indefinite on their face nmay becone definite when
read in light of the specification disclosure or prior art
teachings. By the sanme token, clains which appear to be
definite on their face may take on an unreasonabl e degree of

uncertainty when read in light of the specification disclosure
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or prior art teachings. See In re Cohn, 438 F.2d 989, 993,

169 USPQ 95, 98 (CCPA 1971); and In re Mwore, 439 F.2d 1232,

1235 n. 2, 169 USPQ 236, 238 n.2 (CCPA 1971).

As di scussed above, clains 1 and 8 recite an apparatus
wherein the seamis displaced fromthe perineter of the shell
with the first and second ends of the seam having an increased
di spl acenent fromthe perineter at the opening. Specification
pages 8 through 10 and Figures 3 and 4 of the appellant’s
di scl osure indicate, however, that the seamis actually
di spl aced fromthe perineter of the pattern used to naeke the
shell rather than fromthe perinmeter of the shell itself.?3
I ndeed, the appellant’s disclosure of the seam and t he manner
in which it is made indicates that the seamis on, rather than
di spl aced from the perineter, i.e., the outer surface, of the
shell. This inconsistency between the disclosure and clains 1
and 8 renders the scope of the appealed clains indefinite.

I n sunmary:

® Al though specification page 9 contains a statenent that
the first and second seamends are forned wth an increased
di spl acenent fromthe perinmeter of the “shell” at the opening
(see lines 25 through 27), this statenment is at odds with the
rest of the relevant disclosure which nentions the “perineter”
only in the context of the pattern.
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a) the decision of the examner to reject clains 1
through 13 and 21 is reversed; and

b) a newrejection of clains 1 through 13 and 21 is
entered pursuant to 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR 8§ 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial

revi ew.’

37 CFR § 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard
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under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED; 37 CFR § 1. 196(b)
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