TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore McCANDLI SH, Seni or Adm nistrative Patent Judge, ABRANS
and FRANKFORT, Admi nistrative Patent Judges.

ABRAMS, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe decision of the exam ner
finally rejecting clains 1-5, 7-13, 15 and 16, which at that
poi nt constituted all of the clains remaining of record in the

application. Anmendnents permtted entry after the fina

! Application for patent filed May 2, 1996.
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rejection resulted in the cancellation of clains 7 and 15 and
the addition of claim?20, as well as changes to clains 1, 4,
5, 9, 12 and 13. Notwi thstanding the anmendnents, the exam ner
mai ntai ned a rejection of all of the surviving clains.
Therefore, before us on appeal are clains 1-5, 8-13, 16 and
20.

The appellant's invention is directed to a prem xing | ow
NOx fuel em ssions conmbustor with I ean direct injection (LDI)
of gas fuel. The clains on appeal have been reproduced in an

appendi x to the Appeal Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Bayer 2,944, 388 Jul . 12,
1960

Anps 5,394, 688 Mar .
7, 1995

THE REJECTI ON

Clains 1-5, 8-13, 16 and 20 stand rejected under 35

U S C
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8§ 103 as being unpatentable over Anbs in view of Bayer.?

The rejection is explained in the Exam ner's Answer.

OPI NI ON

Rat her than reiterate the opposing viewoints of the
exam ner and the appellant, we refer to the Exam ner’s Answer
(Paper No. 17) and the appellant’s Briefs (Papers Nos. 16 and
19) for a full explanation thereof.

The test for obviousness is what the conbi ned teachings
of the prior art would have suggested to one of ordinary skill
in the art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prima
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would

have been led to nodify a prior art reference or to conbine

2 Al though not so designated, technically, this is a new
rejection made for the first tinme in the Exam ner’s Answer, in
that it is applied for the first tinme against a nunber of the
claims. 1In the final rejection, the exam ner rejected clains
1-4, 8-12 and 16 under 35 U.S.C. § 102(b) as being anticipated
by Anps, and clainms 5, 7, 13 and 15 under 35 U. S.C. § 103 as
bei ng unpatent abl e over Anpbs in view of Bayer. The Section
102 rejection has been withdrawn, and the appell ant has
responded to the new Section 103 rejection in the Reply Brief.
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reference teachings to arrive at the clainmed invention. See
Ex parte Capp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nust stemfrom sone
teachi ng, suggestion or inference in the prior art as a whol e
or fromthe know edge generally avail able to one of ordinary
skill in the art and not fromthe appellant's disclosure.
See, for exanple, Uniroyal, Inc. V. Rudkin-Wley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1052 (Fed. Cr.), cert.
deni ed, 488 U.S. 825 (1988).

The di spositive issue in this case is whether it would
have been obvious to one of ordinary skill in the art to
nodi fy the Anbs gas turbine structure by replacing the
di scl osed fuel spray pegs (78) located in the secondary air
i nl et passage (68) with the fuel/air atom zing spray bars (31)
di scl osed by Bayer in the context of providing fuel to the
afterburner of a jet engine. It is our opinion that it would
not have been obvious to do so, and therefore we will not
sustain the examner’s rejection. Qur reasons for arriving at

this concl usion foll ow
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The problemto which the appellant has directed his
inventive efforts is mnimzing the | evel of oxides of
nitrogen (NOx) in the reaction zone of a gas turbine engine.
Central to the appellant’s solution to the problemis
injecting fuel and air directly into the secondary conbustion
zone of the gas turbine by neans of a lean direct injection
(LDI) assenbly. As described on pages 4, 7 and 8 of the
speci fication, each LD spoke is supplied wwth fuel and air
from separate mani folds, which fuel and air is discharged
together from openings in the spokes directly into the
secondary conbustion zone.

Amps al so is concerned with reducing NOx. Like the
appel lant’ s clained invention, Anbs utilizes primry and
secondary conbustion systens. In the Anbs system a first set
of gas fuel spray pegs (62) located in air inlets to the
primary conbustion zone, in conjunction with swirl vanes (84 &
86), supply an efficiently mxed fuel/air streamto the
primary zone, where it produces conbustion having | ower NOX.
Pressurized air to the secondary conbustion zone is supplied
through a plurality of annul ar passages (68), and gas fuel is
added to each of these streans through another set of fue
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spray pegs (76) |ocated upstream of the secondary conbustion
zone in the secondary air passages. In the Anps system the
gas fuel is mxed with the air after the fuel exits the fue
spray pegs. Essentially, with regard to the systemrecited in
the appellant’s cl aims Anbs does not teach providing fuel and
air to a secondary conbustion zone by neans of a plurality of
spokes, each of which injects both the fuel and the air.

For this teaching the exam ner | ooks to Bayer, which is
directed to a jet engine with an afterburner. Bayer
di scl oses, inter alia, a plurality of fuel/air injectors (31)
that are very simlar in construction to the injectors used in
the appellant’s invention, in that they include separate
connections for fuel supply and air supply, an annul ar chanber
in which fuel and air are received, and a plurality of
di scharge openings (51) through which fuel and air are
injected directly into a conbustion chanber. It is the
exam ner’s position that it would have been obvious to one of
ordinary skill in the art to replace the secondary conbustion
zone fuel injectors disclosed by Anbs with those of Bayer

because “[s]uch a configuration provides maxi mum fue
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atom zation with mniml atomzing air flow,” as well as a
nunmber of other benefits (Answer, page 5).

We do not agree with this conclusion. The nere fact that
the prior art structure could be nodified does not make such a
nodi fication obvious unless the prior art suggests the
desirability of doing so. See In re Gordon, 733 F.2d 900,
902, 221 USPQ 1125, 1127 (Fed. Cr. 1984). In our view, there
are several factors which would have acted as disincentives to
one of ordinary skill in the art to make the nodification
proposed by the exam ner. The first is that Anps al ready has
sol ved the problem of reducing NOx and why, therefore, would
the artisan wish to nodify that system Carrying this one
step further, Anps achieves the necessary m xing of the
separately injected fuel and air streans as they proceed
together along the length of the annul ar passages (68), and to
replace the fuel-only injectors with fuel/air injectors would
seemto provide no advantage. In addition, Anpbs utilizes gas
fuel while the fuel used in Bayer is |liquid and,
notw t hstandi ng the exam ner’s opinion, there is no evidence

to support a conclusion that one of ordinary skill in the art
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woul d have consi dered the Bayer liquid injector to be usable
in a gas fuel system

In view of the above, we fail to perceive any teaching,
suggestion or incentive in either of the references which
woul d have notivated one of ordinary skill in the art to
nodi fy the Anbs systemin the nmanner proposed by the exam ner.
From our perspective, the only suggestion for doing so resides
in the luxury of the hindsight afforded one who first viewed
the appellant’s disclosure. This, of course, is not a proper
basis for a conclusion of obviousness. See In re Fritch, 972
F.2d 1260, 23 USPQ2d 1780 (Fed. Cr. 1992).

It is our opinion that the conbined teachings of the two
applied references fail to establish a prima facie case of
obvi ousness with regard to the subject matter recited in the

appel l ant’ s cl ai ns.
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SUMVARY
The rejection is not sustained.

The decision of the exam ner is reversed.

REVERSED
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)
BOARD OF PATENT
NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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