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The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clains 13-33, which constitute all of the

clainms remaining of record in the application.

1 Application for patent filed October 28, 1996.
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The appellant's invention is directed to an el astic
seal ing apparatus for use in nounting a wi ndow gl ass or the

li ke. The

invention is illustrated by reference to claim 13, which reads
as foll ows:

13. An elastic sealing apparatus conprising an anchoring
wedge, a profiled base connected to the anchoring wedge, a

sealing pad provided on the profiled base, and a sealing lip
adj acent the sealing pad and the profiled base.

THE REFERENCES

The references relied upon by the exam ner to support the
final rejection are:

Kaut schuk 8534283. 1 Mar. 4, 1986
(CGerman Patent)

Fri sopl ast 9207608. 4 Aug. 10, 1992
(German Patent)

THE REJECTI ONS

Clains 13-33 stand rejected under 35 U S.C. §8 112, second
par agr aph, as being indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which the

appel | ant regards as the invention.
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Clainms 13 and 15-26 stand rejected under 35 U.S.C. §
102(b) as being anticipated by German ‘ 283.

Claim 14 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Gernman ‘ 283.

Clainms 27-33 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over German ‘283 in view of German ‘' 608.

The rejections are explained in the Exam ner’s Answer.

The opposing viewpoints of the appellant are set forth in

the Brief and the Reply Brief.

OPI NI ON
The Rejection Under 35 U.S.C. § 112, Second Paragraph

The first portion of this rejection is directed to clains
13-33 and states, inits entirety (Answer, page 4):

Sufficient structure of the various el enents has not

been provided. The elenents have nerely been |isted

in the clains.
We do not agree with the exam ner’s conclusion. From our
perspective, the structure and interrel ationship of structure

are sufficient to define the invention. The clains my be

broad, but broadness does not, in and of itself, constitute
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i ndefiniteness. W will not sustain this portion of the
Section 112 rejection.

The exam ner also holds claim 15 to be indefinite because
“iIt cannot be determ ned whether appellant intends to claim
t he subconbi nati on of a sealing apparatus, or a sealing
apparatus in conbination with a closure” (Answer, page 4). W
see no reason why including in the elastic sealing apparatus a
sem -fini shed encl osure having a groove causes the claimto
becone indefinite, for it sinply adds structure and therefore
narrows the scope. From our perspective, the scope of the
claimis clear. This portion of the rejection is not
sust ai ned.

We also will not sustain the portion of this rejection
that is applied against claim?22. The appellant has defined
element 3 as a profile[d] base and elenent 11 as a ridge. In
Figure 1 the base is horizontal. |In Figure 2 it is bent
outward (downward, as shown) in the direction of the anchoring
wedge, which enlarges the two chanbers at the expense of the
hol | ow portion of the anchor. W do not agree that this

| anguage cannot be under st ood.
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As for claim?23, we agree with the exam ner that “the
nose strip” |acks antecedent basis, and therefore we wl|
sustain the Section 112 rejection against this claim

We find ourselves in agreenent with the appellant,
however, that the “cores” recited in claim30 are different
fromthe reinforced walls of claim28, as expl ai ned on pages
10 and 11 of the specification, and therefore this is not a
valid ground for a rejection on the basis of indefiniteness.
This portion of the rejection is not sustained.

In summary, only the rejection of claim 23 under Section

112 i s sustai ned.

The Rejection Under 35 U S.C. § 102(b)

Clainms 13 and 15-26 stand rejected as being anticipated
by German ‘283. Anticipation is established only when a
single prior art reference discloses, either expressly or
under the principles of inherency, each and every el enent of
the clainmed invention. See In re Paul sen, 30 F.3d 1475, 1480-
81, 31 USPQ2d 1671, 1675 (Fed. Cr. 1994) and In re Spada, 911
F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cr. 1990).

Anticipation by a prior art reference does not require either
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the inventive concept of the clainmed subject matter or
recognition of inherent properties that may be possessed by
the reference. See Verdegaal Bros. Inc. v. Union Gl Co. O
California, 814 F.2d 628, 633, 2 USPQ2d 1051, 1054 (Fed. Gir.)
cert. denied, 484 U S. 827 (1987). The law of anticipation
does not require that the reference teach what the applicant
is claimng, but only that the claimon appeal "read on"

sonet hing disclosed in the reference, i.e., all limtations of
the claimare found in the reference. See Kalman v. Kinberly-
Cark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Gr.
1983), cert. denied, 465 U S. 1026 (1984). It is only
necessary that the reference include structure capabl e of
performng the recited function in order to neet the
functional limtations of the claim See In re Mtt, 557 F.2d
266, 269, 194 USPQ 305, 307 (CCPA 1977).

It is our viewthat the subject matter of clains 13, 15,
17-21 and 26 is anticipated by the seal disclosed in this
reference, while that of clains 16, 22-25 is not. In this
regard, we consider that in Figure 2 the reference shows an
anchoring wedge 7, a profiled base 5, a sealing pad 6 separate

fromand parallel to a sealing lip 11 (clains 13 and 20), a
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cl osure having a groove 9 (claim 15), a separate holl ow
chanmber in the sealing pad (the unnunbered | ower chanber;
claims 17, 19 and 21), a separate holl ow chanber in the
sealing lip (the unnunbered upper chanber; clains 18, 20 and
21), and a foot 8 in the anchoring wedge (claim 26).

The exam ner has not provided us with an expl anation of
how t he subject matter recited in clains 16 and 22-25 can be
read upon the seal disclosed in German ‘283, and we are at a
|l oss to determine this on our owmn. We therefore will not
sustain the Section 102 rejection of these clains.

The Rejections Under 35 U S.C. § 103

A prima facie case of obviousness is established when the
teachings of the prior art itself would appear to have
suggested the clainmed subject matter to one of ordinary skil
in the art (see In re Bell, 991 F.2d 781, 783, 26 USPQ@2d 1529,
1531 (Fed. Cir. 1993)). This is not to say, however, that the
cl ai ned invention nust expressly be suggested in any one or
all of the references, rather, the test for obviousness is
what the conbi ned teachings of the references would have
suggested to one of ordinary skill in the art (see Cable El ec.

Prods. v. Cenmark, Inc., 770 F.2d 1015, 1025, 226 USPQ 881,
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886-87 (Fed. Cir. 1985)), considering that a concl usion of

obvi ousness may be nade from conmmon know edge and conmmobn sense
of the person of ordinary skill in the art w thout any
specific hint or suggestion in a particular reference (see 1In
re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969)),
with skill being presuned on the part of the artisan, rather
than the lack thereof (see In re Sovish, 769 F.2d 738, 742,
226 USPQ 771, 774 (Fed. Cir. 1985)). Insofar as the
references thensel ves are concerned, we are bound to consi der
the di sclosure of each for what it fairly teaches one of
ordinary skill in the art, including not only the specific
teachi ngs, but al so the inferences which one of ordinary skill
in the art would reasonably have been expected to draw
therefrom (see In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510
(CCPA 1966) and In re Preda, 401 F.2d 825, 826, 159 USPQ 342,

344 (CCPA 1968)).

Claim 14 stands rejected as bei ng unpatentabl e over
German “283. It is the exanminer’s position that the use of
t her nopl astic rubber material for the elastic sealing
apparatus, the feature added to claim 13 by claim 14, would

have been obvious to one of ordinary skill in the art. W
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agree, considering that the applied reference teaches using
plastic el astoners (translation, page 4) and the appellant
admts on page 1 of the specification that prior art seals
were made of “m crocellular rubber or sone simlar nmaterial

t hat when positioned agai nst the glass pane will press agai nst
it sufficiently.” W also take note that the clainmed mteri al
woul d have suggested itself to one of ordinary skill in the
art on the basis of the known advant ages thereof, skill being
presuned on the part of the artisan, rather than the | ack
thereof. See In re Sovish, supra.

Clains 27-33 stand rejected as bei ng unpatentabl e over
German ‘283 in view of German ‘608. Claim 27 adds to claim 26
(whi ch depends fromclaim 13) the additional requirenment that
the foot recited in claim?26 is “open on a side opposite that
of the profiled base.” Gernman ‘608 is directed to a
supporting insulation for wi ndows, doors or the like. It is
the examner’s view that it would have been obvious to utilize
an open foot instead of the closed one disclosed in Gernman
283 in view of the teachings of German *608. W agree,
observing that Gernman ‘608 states on page 10 of the

translation that the use of an opening (notch 13) in the
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anchor (foot) allows it to be “forced with relative ease into
t he supporting groove,” which would have been explicit
suggestion to one of ordinary skill in the art to make the
nodi fication. The subject nmatter of clains 13 and 26, from
whi ch cl aim 27 depends, having been disclosed in Gernan ‘283,
the addition of the teachings of German ‘608 establishes a
prim facie case of obviousness with regard to the subject
matter recited in claim?27, and we shall sustain this
rejection.

Claim 28, which also depends fromclaim?26, states that a
foot is provided on a wall of the anchoring wedge and that the
wall is reinforced with a plastic having a high Shore
har dness, and claim?29 further requires that the wall be of a
40 D60 A plastic material. German ‘608 teaches that the | egs
shoul d consist of a material that is “substantially harder”
than the material of the rest of the seal, which provides
several inprovenents (translation, pages 3 and 14). It is our
view that one of ordinary skill therefore would have found it
obvious to reinforce the foot wth a harder material such as
is recited in claim28, and thus we will sustain the

rejection of claim28. It is our further viewthat it then
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follows that the selection of the particular nmaterial recited
in claim?29 would have been within the purview of one of
ordinary skill in the art, and we also will sustain the
rejection of claim29.

W will not, however, sustain the rejection of claim 30,
whi ch depends fromclaim 28, or of clains 31-33, which depend
fromclaim30. Cdaim30 requires that there be cores in the
wal | and foot of hard, stretch-proof material. This structure
is not taught by the applied references, and therefore they do
not establish a prima facie case of obviousness with respect
to these clains.

In arriving at the conclusions set forth above, we have
carefully considered all of the argunents advanced by the
appel l ant. However, as to those rejections that we have
sust ai ned, the appellant has not persuaded us that the
positions taken by the exam ner were in error. Wth regard to
the argunent suggesting that the exam ner utilized hindsight
i n conbining the references, any judgnment on obviousness is in
a sense necessarily a reconstruction based upon hi ndsi ght
reasoni ng, but so long as it takes into account only know edge

which was within the I evel of ordinary skill at the tinme the
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cl ai med i nvention was nmade, and does not include know edge

gl eaned only fromthe applicant's disclosure, such a
reconstruction is proper. See In re MLaughlin, 443 F. 2d
1392, 1395, 170 USPQ 209, 212 (CCPA 1971). In those cases
where we have sustained the exam ner’s rejections, we have
poi nt ed out where suggestion was found in the references or in

the skill that nust be attributed to the arti san.

SUMVARY

The rejection of claim23 under 35 U . S.C. § 112, second
par agr aph, is sustai ned.

The rejection of clains 13-22 and 24-33 under 35 U.S.C.
8§ 112, second paragraph, is not sustained.

The rejection of clains 13, 15, 17-21 and 26 under 35
U S.C § 102(b) is sustained.

The rejection of clains 16 and 22-25 under 35 U. S. C
§ 102(b) is not sustained.

The rejection of claim14 under 35 U S.C. 8 103 is
sust ai ned.

The rejection of clains 27-29 under 35 U S.C. § 103 is

sust ai ned.
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The rejection of clains 30-33 under 35 U S.C. 8§ 103 is
not sustai ned

The decision of the examiner is affirnmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

HARRI SON E. McCANDLI SH
Seni or Adm ni strative Patent Judge

BOARD OF PATENT
JAMES M MEI STER

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

NEAL E. ABRANMS
Adm ni strative Patent Judge

N N N N N N N N N N N N N

13



Appeal No. 99-0210
Application 08/732, 285

NEA/ ki s

James C. Way

Suite 300

1493 Chai n Bridge Road
McLean, VA 22101

14



