TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAMES W SHI EK, SR

Appeal No. 1999-0266
Appl i cation No. 08/290,678*

ON BRI EF

Bef ore CALVERT, MQUADE, and NASE, Adm nistrative Patent Judges.
NASE, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 3, 6, 7, 9 to 13 and 18 to 20, which are

all of the clainms pending in this application.

! Application for patent filed August 15, 1994. According
to the appellant, the application is a continuation of
Application No. 08/023,300, filed February 26, 1993, now
abandoned, which was a continuation of Application No.

07/ 728,742, filed July 12, 1991, now abandoned.
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W REVERSE.
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BACKGROUND

The appellant's invention relates to a support and
utility belt. An understanding of the invention can be
derived froma reading of exenplary claim9, which appears in

the appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Wl sand 1, 600, 027 Sep. 14,
1926

Cr eper 2,185,834 Jan. 2,
1940

Schri eber 3,052, 236 Sep.
4, 1962

Tai gen 4,964, 401 Cct. 23,
1990

The appeal ed clains stand finally rejected on the
foll ow ng grounds:
(1) dainms 3, 7, 9 to 11, 13 and 18 to 20 under 35 U.S.C. §
103 as bei ng unpatentabl e over Taigen in view of Creper or

Schri eber; and
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(2) Cainms 6 and 12 under 35 U. S.C. 8 103 as being
unpat ent abl e over Taigen in view of Creper or Schrieber, and

further in view of Wl sand.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 25, nmailed May 12, 1996) and the exam ner's answer (Paper
No. 28, nmiled Novenber 18, 1996) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 27, filed Septenber 23, 1996) for the

appel l ant's argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, to the second
decl aration of John Schi ek dated March 26, 1996 (attached to
Paper No. 23, filed March 29, 1996) and to the respective
positions articul ated by the appellant and the exam ner.

Upon eval uation of all the evidence before us, it is our
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concl usion that the exam ner has not established obvi ousness
with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejections under 35 U S.C. § 103.

Qur reasoning for this determ nation foll ows.

The evi dence of nonobvi ousness submtted by the appel |l ant
must be considered en route to a determ nati on of
obvi ousness/ nonobvi ousness under 35 U S.C. § 103. See

Stratoflex Inc. v. Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871

(Fed. Cr. 1983). Accordingly, we nust carefully eval uate
bot h the conbi ned teachings of the applied prior art and the
obj ective evidence of nonobvi ousness supplied by the

appellant. See In re Cetiker, 977 F.2d 1443, 1445-46, 24

USPQR2d 1443, 1444-45 (Fed. Cir. 1992); In re Piasecki, 745

F.2d 1468, 223 USPQ 785 (Fed. Cir. 1984).

The teachings of the applied prior art relied upon by the
exam ner as establishing obviousness of the clainmed invention
are set forth on pages 2-4 of the final rejection which we

I ncorporate by reference.
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Al t hough the appel l ant argues that Creper or Schreiber
woul d not have suggested the nodification of Taigen as set
forth by the exam ner (final rejection, pp. 2-4), we do not
agree. Creper teaches that his belt is provided with reduced
side sections to acconmopdate the belt to novenent of the
wearer (colum 2, lines 10-17). Schreiber teaches that his
belt is provided with reduced side portions to enbrace the
sides of the wearer and provide a confortable confornmation to
the body contours (colum 3, lines 25-28). 1In view of the
teaching of either Creper or Schreiber, we consider that it

woul d have been prim facie obvious to one of ordinary skill

to have nade the belt of Taigen with reduced side sections in
order to better fit the wearer as suggested and taught by

ei ther Creper or Schreiber.

Havi ng determ ned that a prinma facie case of obvi ousness

has been established, we now evaluate the evidence directed to
secondary considerations to determ ne whether it is sufficient

to rebut the prinm facie case. In re Piasecki, supra.
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The objective evidence of nonobvi ousness supplied by the
appel l ant? establishes the follow ng: (1) Conmercial Success
as set forth in paragraphs 2-15 of the second decl aration of
John Schiek; (2) Copying by the appellant's conpetitors as set
forth in paragraphs 16-20 of the second declaration of John
Schi ek; and
(3) Custoner and expert response as set forth in paragraph 21

of the second decl arati on of John Schi ek.

It is well settled that, to consider objective evidence
of nonobvi ousness, the appellant has the burden of show ng
that there is a nexus, i.e., a legally and factually
significant connection, between the proven success and the

cl ai med i nventi on. In re Paul sen, 30 F.3d 1475, 1482, 31

UsP2d 1671, 1676 (Fed. Cir. 1994). W consider that
appel l ant has carried that burden here. The invention in
issue is a relatively sinple one, involving a support belt

whi ch i s conventional except for the presence of reduced side

2 As to this objective evidence of nonobvi ousness the
exam ner states (answer, p. 6) that she "finds no faults with
the secondary evi dence presented.”
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sections. Since the support belt does not appear to include
any feature distinguishing it fromconventional support belts
ot her than the claimed reduced side sections, it seens evident
that the clainmed invention was the reason for the conmerci al
success and copying of the invention set forth in the second
decl aration of John Schiek, in other words, that there was a
nexus between the clainmed invention and the comercial success

and copying of the appellant's support belt.

Accordi ngly, we conclude that the evidence of secondary
consi derations submtted by the appellant is sufficient to

overcone the prima facie case of obviousness as to the clai ned

subject matter. Rejections (1) and (2) will therefore not be

sust ai ned.
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To summari ze,

CONCLUSI ON

clains 3, 6, 7, 9 to 13 and 18 to 20 under

rever sed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge

Page 9

the decision of the exam ner to reject

35 U S C §103is
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