TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore ABRAMS, STAAB, and NASE, Adninistrative Patent Judges.
NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainmns 1 to 4 and 8 to 19, which are all of the

clainms pending in this application.?

! Application for patent filed February 25, 1997.

2 W note that claim 19 was not included in any rejection
set forth in the exam ner's answer (Paper No. 13, mail ed
August 14, 1998) and that clains 1, 4 and 17 were anended
subsequent to the final rejection (Paper No. 7, mailed
(continued. . .)
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W REVERSE

2(...continued)
Decenber 22, 1997).
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BACKGROUND

The appellant's invention relates to a process and
apparatus for discouragi ng counterneasures agai nst a weapon
transport device. An understanding of the invention can be
derived froma reading of exenplary clains 1 and 13, which

appear in the appendix to the appellant's brief.?

The art of record relied upon by the exam ner in
rejecting the appeal ed clains are:

Bal | 5,067,411 Nov.
26, 1991

January 29, 1988 Letter with enclosure fromRichard F
Honi gsbaumto the attention of P. Napoli (the Honi gsbaum
letter)

March 22, 1988 Letter from Maido Kari to Richard F. Honi gsbaum
(the Kari letter)

The cl ains on appeal stand rejected as foll ows*

® W understand the term "said weapon" as recited in claim
1, paragraph (d); claim 13, paragraph (c); and claim 17,
paragraphs (c) and (d) as referring to the "weapon transport
devi ce" rather than the "target-intended weapon."

4 Since the other grounds of rejection set forth in the
(continued. . .)
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(1) dains 1 to 4 and 8 to 12 under 35 U. S.C. 8§ 112, first

par agraph, as containing subject matter which was not
described in the specification in such a way as to reasonably
convey to one skilled in the relevant art that the appellant,
at the tinme the application was filed, had possession of the
clainmed invention;

(2) Cainms 1, 2, 4, 8, 9, 11, 13, 14 and 16 to 18 under 35
UusS. C

8§ 102(b) as being anticipated by the Honigsbaumletter and the
Kari letter (the printed publication rejection);

(3) dainms 1, 2, 4, 8, 9, 11, 13, 14 and 16 to 18 as being "on
sale" under 35 U S.C. 8§ 102(b) as evidenced by the Honi gsbaum
letter and the Kari letter;

(4) Cdainms 1, 2, 8, 12 to 14 and 16 under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Ball; and

4(C...continued)
final rejection were not set forth in the exam ner's answer we
assume that these other grounds of rejection have been
wi t hdrawn by the exami ner. See Ex parte Emm 118 USPQ 180,
181 (Bd. App. 1957).
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(5) Cainms 3, 4, 10, 11 and 15 under 35 U. S.C. 8 103 as being
unpat ent abl e over Ball in view of various adm ssions of prior

art.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer for the
exam ner's conpl ete reasoning in support of the rejections,
and to the appellant's brief (Paper No. 12, filed July 24,
1998) and reply brief (Paper No. 14, filed Cctober 20, 1998)

for the appellant's argunents thereagai nst.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

The witten description rejection
W will not sustain the rejection of clains 1 to 4 and 8

to 12 under 35 U . S.C 8§ 112, first paragraph.

The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
artisan that the inventor had possession at that tine of the
| ater cl aimed subject matter, rather than the presence or
absence of literal support in the specification for the claim

| anguage. See Vas-Cath, Inc. v. Mhurkar, 935 F.2d 1555,

1563-64, 19 USPQ2d 1111, 1116-17 (Fed. Cr. 1991) and In re
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Kasl ow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir

1983) .

The exam ner determ ned (answer, p. 6) that the foll ow ng
| acked written description support: (1) the "neans for sensing
count er neasur es agai nst said weapon transport device" as
recited in claiml; and (2) the "neans for sensing further
conpri ses neans for sensing sighals from said gui dance systent

as recited in claim?2.

While there is no literal support in the origina
di scl osure for the two above-noted clained limtations, we
agree with the appellant's argunent (brief, pp. 7-8, and reply
brief, pp. 6-7) that the disclosure of the application as
originally filed® reasonably conveys to the artisan that the
i nventor had possession at that tine of the l[ater clained
subject matter (i.e., the two above-noted cl ai ned

limtations).

® See, for exanple, page 9, lines 13-18; page 12, lines 1-
4; page 14, lines 1-19; page 16, lines 14-16; page 19, lines
1-15; and page 20, line 12, to page 22, line 11.
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For the reasons stated above, the decision of the
examner to reject clains 1 to 4 and 8 to 12 under 35 U S.C. §

112, first paragraph, is reversed.
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The printed publication rejection
W will not sustain the rejection of clains 1, 2, 4, 8,

9, 11, 13, 14 and 16 to 18 under 35 U. S.C. § 102(b).

We agree with the appellant's argunment (brief, pp. 8-13,
and reply brief, p. 7) that neither the Honi gsbaum|letter or
the Kari letter constitute a "printed publication” under 35
U S C
8§ 102(b). In that regard, the "touchstone" of a printed

publication is "public accessibility,” Inre Hall, 781 F. 2d

897, 899, 228 USPQ 453, 455 (Fed. Cir. 1986), and infornation
is publicly accessible if "interested nenbers of the rel evant

public could obtain [it] if they wanted to," Constant V.

Advanced M cro-Devices, Inc., 848 F.2d 1560, 1569, 7 USPQ2d

1057, 1062 (Fed. G r. 1988). The proponent of the publication
bar must show that prior to the critical date the reference
was sufficiently accessible, at least to the public interested
in the art, so that such a one by exam ning the reference
could make the clainmed invention wthout further research or

experinmentation. In re Hall, supra. In this case, the

exam ner has not carried that burden since the exam ner has
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not established that either the Honigsbaumletter or the Kari
|l etter was sufficiently accessible
so that interested nenbers of the relevant public could obtain

either or both letters if they wanted to.

For the reasons stated above, the decision of the
exam ner to reject clains 1, 2, 4, 8, 9, 11, 13, 14 and 16 to
18 under

35 U S.C 8§ 102(b) is reversed.

The on sale rejection
W will not sustain the rejection of clains 1, 2, 4, 8,

9, 11, 13, 14 and 16 to 18 under 35 U S.C. 8§ 102(b).

We agree with the appellant's argunment (brief, p. 14, and
reply brief, p. 7) that neither the Honigsbaumletter or the
Kari letter establish an "on sale" bar under 35 U S.C. 8§
102(b). In that regard, clearly the Kari letter is not
germane to this issue since it is a |letter acknow edgi ng

recei pt of the Honigsbaumletter. The Honi gsbaumletter
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states that the appellant's object is "a transfer of part or
all of ny interest in this invention ... to the Governnent on
a basis to be negotiated after the evaluation [of the

i nvention] is conpleted.” In our opinion, the Honi gsbaum

| etter does not place the invention on sale within the neaning
of 35 U S.C. 8 102(b). An assignnent or sale of the rights in
the invention and potential patent rights is not a sale of
"the invention" within the neaning of 35 U S.C. §8 102(b).

Mol ecul on Research Corp. v. CBS, Inc., 793 F.2d 1261, 1266,

229 USPQ 805, 809 (Fed. Cir. 1986), cert. denied, 479 U. S

1030 (1987). At best, the Honigsbaumletter is an offer for
sale of rights in the invention and potential patent rights

and thus does not trigger the on sale bar.?®

¢ W& have considered the Suprene Court decision in Pfaff
v. Wells Electronics., Inc., 523 U.S. , 142 L. Ed. 2d 261, 119
S.C. 304, 48 USPQ2d 1641 (1998) and the article entitled The
On-sale Bar after Pfaff v. Wells Electronics: Toward a Bri ght-
Line Rule, by Isabelle R MAndrews, published in the Journa
of Patent and Trademark O fice Society, March 1999, Vol une 81,
No. 3, pages 155-80, especially pages 165-168. However, we do
not consider the Pfaff decision to have altered the principle
not ed above set forth in Ml ecul on.
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For the reasons stated above, the decision of the
exam ner to reject clains 1, 2, 4, 8, 9, 11, 13, 14 and 16 to
18 under

35 U S.C 8§ 102(b) is reversed.

The obvi ousness rejections
W will not sustain the rejection of clains 1 to 4, 8 and

10 to 16 under 35 U.S.C. § 103.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings to arrive at the clained invention. See In

re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. G r

1988) and In re Lintner, 458 F.2d 1013, 1016, 173 USPQ 560,

562 (CCPA 1972). Evi dence of a suggestion, teaching, or
notivation to nodify a reference may flow fromthe prior art

ref erences thensel ves, the know edge of one of ordinary skil
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in the art, or, in sonme cases, fromthe nature of the problem

to be solved, see Pro-Mld & Tool Co. v. G eat Lakes Pl astics,

Inc., 75 F.3d 1568, 1573, 37 USPQ2d 1626, 1630 (Fed. Cr

1996), Para-Ordinance Mg. v. SGS Inports Intern., Inc., 73

F.3d 1085, 1088, 37 USPQ2d 1237, 1240 (Fed. Cr. 1995),

al t hough "the suggestion nore often cones fromthe teachings

of the pertinent references,” In re Rouffet, 149 F. 3d 1350,

1355, 47 USPQRd 1453, 1456 (Fed. Cir. 1998). The range of
sources avail able, however, does not dimnish the requirenent
for actual evidence. That is, the showi ng nust be clear and

particular. See, e.g., CR Bard, Inc. v. M3 Sys., Inc., 157

F.3d 1340, 1352, 48 USPQRd 1225, 1232 (Fed. Cir. 1998). A
broad concl usory statenent regardi ng the obvi ousness of
nodi fying a reference, standing alone, is not "evidence."

E.q., McElmurry v. Arkansas Power & Light Co., 995 F.2d 1576,

1578, 27 USPQ2d 1129, 1131 (Fed. Cir. 1993); In re Sichert,

566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977).

W agree with the appellant's argunent (brief, pp. 14-18,

and reply brief, p. 8) that independent clains 1 and 13 (the
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only independent clains rejected under 35 U S.C. 8§ 103) are
not rendered obvious fromthe applied prior art.
Specifically, the exam ner has not cited any evi dence that
woul d have suggested nodifying Ball's secondary weapons 5 to
be separable "in response to counterneasures agai nst said
weapon transport device" as recited in clains 1 and 13. In
addi tion, the exam ner has not cited any evidence that woul d
have suggested nodifying Ball's weapon systemto include (1)
"means for sensing countermnmeasures agai nst said weapon
transport device" as recited in claiml, (2) the neans recited
in paragraph (f) of claiml1, or (3) the step recited in

paragraph (c) of claim13.

Since all the limtations of independent clains 1 and 13,
and clainms 2 to 4, 8, 10 to 12 and 14 to 16 dependent thereon,
are not suggested by the applied prior art for the reasons
stated above, the decision of the examner to reject clains 1

to 4, 8 and 10 to 16 under 35 U S.C. § 103 is reversed.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 to 4 and 8 to 12 under 35 U.S.C. § 112, first
par agraph, is reversed; the decision of the exam ner to reject
claims 1, 2, 4, 8, 9, 11, 13, 14 and 16 to 18 under 35 U.S. C
8 102(b) is reversed; and the decision of the examner to
reject clains 1 to 4, 8 and 10 to 16 under 35 U.S.C. § 103 is
reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

NEAL E. ABRAMS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAVRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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