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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. § 134 from
the exam ner’s final rejection of clains 2-20! which are al

of the clains pending in this application.

BACKGROUND

! dainms 5 and 15 were cancelled in an anmendnent filed under
37 CFR 1.116 (Paper No. 11B, filed April 23, 1998). The anendnent was entered
for purposes of appeal by the exam ner in a subsequent advisory action (Paper
No. 12, mailed May 7, 1998). dains 2-4, 6-14, and 16-20 renmain before us for
deci si on on appeal .
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The appellants’ invention relates to a | am nated gl ass
used in a head-up display system for an autonobil e.
An under standi ng of the invention can be derived froma

readi ng of exenplary claim2, which is reproduced as foll ows:

2. A lamnated glass defining a passenger conpartnment of
an aut onobil e, conpri sing:

first and second gl ass plates which are respectively
| ocated at an inside where a person resides and an outsi de
opposite to the inside;

an antireflection filmfornmed on an inside surface of
said first glass plate;

an internediate filmdi sposed between and in contact with
said first and second gl ass pl at es;

a polarization-direction changing filmdi sposed between
the first and second glass plates for changing a direction of
pol ari zation of light to be incident thereon;

a light-transmttable reflection filmdi sposed between
said polarization-direction changing filmand said first gl ass
pl at e;

an adhesi ve di sposed between said pol arization-direction
changing filmand said second glass plate to bond said
pol ari zation-direction changing filmto said second gl ass
pl ate; and

means by which said polarization-direction changing film
is separate fromsaid first glass plate so that said
internediate fil mresides between said polarization-direction
changing filmand said first glass plate.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:
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Wod et al. (Wod) 5,231, 379 Jul . 27,
1993
L'’ Her et al. (L' Her) 5, 352, 528 Cct. 4,
1994
Hashi noto et al. (Hashinoto) 5,510, 913 Apr. 23,
1996

(filed July 20, 1993)

Clains 2-4, 6-14, and 16-20 stand rejected under 35
U S C
8 103 as being unpatentabl e over Hashinoto in view of L’ Her
and Wod.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the exam ner’s answer (Paper
No. 16, muailed August 26, 1998) for the examiner’s conplete
reasoning in support of the rejections, and to the appellants’
brief (Paper No. 15, filed July 22, 1998) for the appellants’
argunents thereagainst. Only those argunents actually nmade by
t he appel | ants have been considered in this decision.

Argunents which the appellants could have made but chose not
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to make in the briefs have not been considered. See 37 CFR

1.192(a).

CPIL NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ections advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner's
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in clains 2-4, 6-
14, and 16-20. Accordingly, we reverse.

We turn first to independent claim2. In rejecting
clainms under 35 U S.C. 8 103, it is incunbent upon the
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exam ner to establish a factual basis to support the |egal

concl usi on of obviousness. See In re Fine, 837 F.2d 1071

1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so doing, the
exam ner is expected to nmake the factual determ nations set

forth in Gahamv. John Deere Co., 383 U S. 1, 17, 148 USPQ

459, 467 (1966), and to provide a reason why one having
ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to
arrive at the clained invention. Such reason nust stem from
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordi nary

skill in the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.

denied, 488 U. S. 825 (1988); Ashland QI, Inc. v. Delta Resins

& Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664

(Fed. Gr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re
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Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicants to overcone the prinma facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis

of the evidence as a whole. See id.; In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); ILn re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976).
The appel l ants assert (brief, pages 11 and 12) that

None of the cited references provides the
t eachi ng, suggestion or notivation to conbine their
di sparate disclosures to practice the clainmed
conbi nation of an antireflection film a
pol ari zation-direction changing film an adhesive
di sposed between the pol arization-direction changi ng
filmand a second glass plate, and a |ight-
transmttable reflection filmdisposed between a
pol ari zation-direction changing filmand a first
glass plate, as recited in independent Clainms 2, 7
and 9 .

The exam ner takes the position (answer, page 3) that

Hashi noto et al teaches all of the features of
the clained invention except for the use of an
adhesive to adhere the polarizing filmto the
outside glass, the antireflection filmon the inside
surface of the first glass plate and the |ight-
transmttable reflection fil mbetween the
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pol ari zation direction changing filmand the first
gl ass pl ate.

To overcone the deficiencies of Hashinoto, the exam ner turns
to L’ Her and Wod. As stated by the exam ner (answer, page
4), L’ Her teaches the use of an adhesive 2, 4 to attach a
plastic film3 to inner and outer sheets of glass in order to
strengthen the lam nated glass. In the opinion of the

exam ner, it would have been obvious to have attached the

pol ari zati on changing fil mof Hashinoto to the glass to

i ncrease the safety of the gl ass.

We find that Hashinoto teaches (col. 1, lines 11-14) a
head- up display systemfor a vehicle which allows the driver
of a car to view vehicular information while |ooking out from
the front windshield of the car. L’ Her discloses (col. 1
line 67 - col. 2, line 3) a lamnated glass for a wi ndshield
of a vehicle conprised of two glass sheets and an internedi ate
assenbly forned of a core of PVC di sposed between two adhesive
films. L Her further discloses (col. 2, lines 62-65) that the
adhesive filmretains glass splinters in case of glass
breakage. Although L' Her teaches the use of a plastic film

adhesi vel y secured between two sheets of glass, we find that
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L’ Her considered with Hashinoto do not suggest the adhesive
| ayer or its specific location, i.e., between the
pol ari zation-direction changing filmand the second gl ass
pl ate, because the polarization-direction changing film of
Hashi noto coul d be kept in place by the internediate film
Wth respect to Wod, the exam ner asserts (answer, pages
4 and 5) that it would have been obvious to have used the
reflecting film78 of Whod in the wi ndshield of Hashi noto.
The appel |l ants assert (brief, page 9) that Hashi noto teaches
away fromthe use of any reflection film W disagree. The
appel l ants are correct that Hashi noto discl oses probl ens
associated with the use of a reflection film(col. 1, lines
18-28). However, Hashinoto, in the discussion of the prior
art, also discusses (col. 1, lines 34-37) the problens
associated with not using a reflection film |In addition,
Hashi noto teaches (col. 9, lines 23-25) that “[t] he optical
rotary filmmay be used with a conventional reflective filmin
a head-up display systemaccording to the present invention.”
We agree with the exam ner that Wod uses a reflecting film
78, in a head-up display for an autonobile. However, the
reflection filmof Wod is not used in conjunction with a
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pol ari zation-direction changing film W find that Hashi noto
and Wod do not provide any suggestion of the specific clainmed
| ocation of the reflection film i.e., disposed between the
pol ari zation-direction changing filmand the first glass

pl at e.

The exam ner takes the position (answer, page 4) that
antireflection filnms are old and well known and that it would
have been obvious to have added an antireflection filmto the
i nner wi ndow of Hashinoto. The appellants assert (brief, page
10) that appellants requested (Amendnent filed April 23, 1998
under 37 CFR 8§ 1.116, Paper No. 11) that the exam ner provide
evi dence to support the exam ner’s assertion. W note that in
t he anendnment (page 8), the appellants requested the exam ner
to provide a reference to support the exam ner’s assertion and
to establish that it would have been obvious to have used an
antireflection filmon the inner wi ndow of Hashinoto. The
exam ner asserts (answer, page 6) that the appellants’
traversal of the exam ner’s well-known statenent is untinely
because it was not nade in the amendnent following the Ofice

action in which the well -known statenent was made. The
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examner cites In re Chevenard, 139 F.2d 71[sic: 711], 160

USPQ 239 (CCPA 1943).

In In re Soli, 317 F.2d 941, 946, 137 USPQ 797, 800 (CCPA

1963) the court stated

This court has |long held that wherever possible,

i ssues should be crystallized before appeal to

this court. It is neither the function of oral
argunments nor briefs before this court to question

for the first time the propriety of actions of the

exam ner or the board to which a response conveniently
coul d have been nade before the Patent O fice. See

In re Chevenard, 31 CCPA 802, 139 F.2d 711, 60 USPQ 239.

We find that although the appellants should have traversed the
exam ner’s statenent of well-known prior art in the subsequent
response instead of the response filed under 37 CFR § 1. 116,

t he exam ner could have added a reference showi ng the well -
known prior art in the examner’s answer. Such a show ng by

t he exam ner woul d not have created a new ground of rejection
on appeal. Wiile antireflection coatings on glass are
comonly known, there is no evidence of record to establish

t he obvi ousness of the specific clained | ocation on the inside
of the inner glass plate of Hashi noto, because of the clained
pl acenent of the reflection film between the pol arization-

direction changing filmand the first (inner) glass plate.
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Nei t her the references relied upon by the exam ner, nor the
exam ner’s asserted well known prior art teaches providing a
reflection fil mbetween the polarization-direction changi ng

| ayer and al so providing an antireflection filmon the inside
of the inner glass plate as clained. It is the claimas a
whol e whi ch nmust be conpared with the prior art to which the
subject matter pertains. In our view, fromall of the above,
we find that the only suggestion for nodifying Hashinmoto in

t he manner proposed by the exami ner to neet the above-noted
[imtations stens from hindsi ght know edge derived fromthe
appel l ants’ own disclosure. The use of such hindsight

knowl edge to support an obvi ousness rejection under 35 U.S. C

8 103 is, of course, inpermssible. See W L. Gore Inc. &

Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ

303, 312-13 (Fed. GCr. 1983), cert. denied, 469 U S. 851

(1984). (oviousness may not be established using hindsight or
in view of the teachings or suggestions of the inventor.

Par a- Ordnance Mqg. v. SGS Inporters Int’l, 73 F.3d 1085, 1087,

37 USPQ2d 1237, 1239 (Fed. Cir. 1995)(citing W L. Gore Inc. &

Assocs., v. Garlock, Inc., 721 F.2d 1540, 1551, 1553, 220 USPQ

303, 311, 312-13 (Fed. Cr. 1983)). “It is inpermssible to
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use the clainmed invention as an instruction manual or
‘tenplate’ to piece together the teachings of the prior art so
that the clainmed invention is rendered obvious.” ln re
Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed. G r

1992)(citing In re Gorman, 733 F.2d 900, 902, 221 USPQ 1125,

1127 (Fed. Cir. 1984)).

We concl ude that the exam ner’s determ nati ons have not
been supported by any evidence that would have | ed an artisan
to arrive at the clainmed invention. The exam ner has

therefore failed to establish a prima facie case of

obvi ousness of the clained invention. Accordingly, the
rejection of claim2 under 35 U S.C. §8 103 is reversed. As
the two other independent clainms 7 and 9 contain simlar
[imtations as claim2, and clainms 3, 4, 6, 8, 10-14, and 16-
20 depend fromclains 2, 7, or 9, the rejection of clains 3,

4, 6-14, and 16-20 under 35 U . S.C. § 103 is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 2-4, 6-14, and 16-20 under 35 U.S.C. 8§ 103 is reversed.

REVERSED

M CHAEL R FLEM NG
Adm ni strative Patent Judge

N N N
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JOSEPH F. RUGGE ERO
Adm ni strative Patent Judge

STUART S. LEVY
Adm ni strative Patent Judge
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