TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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McQUADE, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

Max Fri edhei m appeals fromthe final rejection of clains
1 through 42, all of the clains pending in the application.
W affirmin-part and enter a new ground of rejection.

The invention relates to a “generator for rapid

! Application for patent filed June 7, 1995.
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generation of superheated vapor such as superheated steam and
further relates to a nmethod for fabricating neans for
generating superheated vapor” (specification, page 1). Cains
1 and 29 are illustrative and read as foll ows:?

1. A superheated vapor generator for generating
super heat ed vapor conpri si ng:

a vapor generating volune for entry thereinto of liquid
to be vaporized, said vapor generating volune including at
| east one vaporization nenber, said at |east one vaporization
menber including a portion for vaporizing contact with said
liquid, said portion defining a plurality of holes, said holes
havi ng substantially circul ar cross-section.

29. A nethod for fabricating a vapor generator
conprising the steps of:

(1) providing two thermally conductive parts with holl ow
interiors including at |east one vaporizing nmenber defining a
plurality of holes, said holes having substantially circular
cross-section; and

(2) welding said parts together to forma seal ed vapor
gener ati ng chanber.

The itens relied upon by the exam ner in support of the
appeal ed rejections are:

Fri edhei m (Fri edheim* 037) 4,414, 037 Nov. 8,
1983

Fri edhei m (Fri edhei m* 556) 5,471, 556 Nov. 28,

2 The copies of clains 1 through 42 appended to the
appellant’s brief (Paper No. 15) contain nunerous
I naccur aci es.
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1995

The itens relied by the appellant in arguing the appeal ed
rejections are:

The 37 CFR § 1.132 Declaration of Max Fri edhei m
filed July 1, 1996 (Paper No. 5).

The 37 CFR 8§ 1.132 Declaration of Max Friedhei m
filed February 28, 1997 (Paper No. 8).

The 37 CFR 8§ 1.132 Declaration of Edward Bronzie
filed Cctober 22, 1997 (Paper No. 11).

Clainms 1, 2, 4, 11, 14 through 16, 25, 28 through 31 and
41 stand rejected under 35 U.S.C. §8 102(b) as being
antici pated by Friedheim*037.

Cains 3, 5, 12, 17, 18, 26, 27, 32, 33, 40 and 42 stand
rejected under 35 U . S.C. 8§ 103(a) as being unpatentabl e over
Fri edhei m ‘ 037.

Clainms 1 through 10, 13, 19 through 24 and 34 through 39
stand rejected under the judicially created doctrine of
obvi ousness-type doubl e patenting as bei ng unpatentabl e over

claims 1 through 5 and 37 through 40 of the Friedheim*556
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patent in view of Friedheim"'037.

Reference is made to the appellant’s brief (Paper No. 15)
and to the examner’s final rejection and answer (Paper Nos.
10 and 16) for the respective positions of the appellant and

the exam ner with regard to the nerits of these rejections.

Turning first to the 35 U.S.C. 8§ 102(b) rejection,
Fri edheim * 037 di scl oses a superheated vapor generator 32 and
a method of nmaking sane. As explained in the reference, the
gener at or

is essentially in the formof nmetal castings in two
parts and wel ded together as shown in FIG 3 at 33
havi ng a shape as shown having an integral opening
as designated at 34 in the figures. . . . The
castings are internally etched, as described to
facilitate flashing. See FIG 4 and the enl arged
section FIG 5.

Referring to the etching 33 of the generator,
the final etch is non-uniformin size and produces
cavities that range in size frompinpoint to c"

di aneter and depths ranging from1/32" to shall ow.
Non-uniformty of the etched surfaces within the
chanber is crucial for the successful operation of
the steam generator. Liquid on contact wwth 550 F
al um num surfaces wll roll and ball up but the
etched surface, as described herein, causes the
liquid to explode (flash) instead and this is what
enables it to create both the steam pressure and the
continuing flow [colum 4, lines 12 through 33].
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Wth additional regard to the nethod of making the
generator, Friedheimteaches that

[a]fter casting, the inside of the generator
parts are wire brushed and thoroughly cl eaned, then
the chanbers are internally chemcally etched with a
caustic material. The generator halves are filled
with the caustic material and allowed to remain so
over night, at least 8 hours. Sufficient tinme is
required to thoroughly etch and as deep as possi bl e,
for it is this surface which enables the liquid to
expl ode (flash) upon contact when punped into the
chanber [colum 2, line 63, through colum 3, line
3].

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. GCr. 1984). 1In other words, there
nmust be no difference between the clained invention and the
reference disclosure, as viewed by a person of ordinary skill

in the field of the invention. Scripps dinic & Research

Found. v. Genentech Inc., 927 F.2d 1565, 1576, 18 USP@d 1001,

1010 (Fed. Gir. 1991).

| ndependent claim 1 recites a vapor generator conprising,
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inter alia, a vaporization nenber having a portion defining a
plurality of holes having substantially circular cross-
section. Independent claim?29 recites a nethod for

fabricating a vapor generator conprising, inter alia, the step

of providing such a vaporizing nmenber. |ndependent claim 14

recites a vapor generator conprising, inter alia, a chanber

wal | defining a plurality of holes having substantially
regul ar cross-section. The exam ner’s determ nation that
these limtations are nmet by the etched cavities disclosed by
Friedheim 037 (see page 3 in the final rejection and pages 3
and 4 in the answer) is not well founded. The fair teaching
of Friedheim 037 as it would be viewed by a person of
ordinary skill in the art is that the etched cavities have
random shapes as shown in Figures 3 through 5, not shapes

whi ch are substantially circular or regular in cross-section
as recited in clainms 1, 14 and 29.3% The nere possibility that
sonme of these randomy shaped cavities mght inherently have

circular or regular cross-sections is not sufficient to neet

®Figure 4 in the Friedheim 037 reference does not
clearly show cavities having a circular cross-section as
asserted by the exam ner on page 4 in the answer.

6
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the limtations in question. As the court stated in In re
Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA

1981) (quoti ng Hansgirg v. Kenmer, 102 F.2d 212, 214, 40 USPQ
665, 667 (CCPA 1939)):

| nher ency, however, may not be established by

probabilities or possibilities. The mere fact that

a certain thing may result froma given set of

circunstances is not sufficient. [Citations

omtted.] If, however, the disclosure is sufficient

to show that the natural result flowng fromthe

operation as taught would result in the perfornmance

of the questioned function, it seens to be well

settled that the disclosure should be regarded as

sufficient.

Thus, Friedheim 037 does not neet all of the [imtations
inclainms 1, 14 and 29. Accordingly, we shall not sustain the
standing 35 U.S.C. 8 102(b) rejection of these clains or of
clains 2, 4, 11, 15, 16, 25, 28, 30, 31 and 41 which depend
t her ef rom

In addition to not teaching vapor generator holes having
a substantially circular or regular cross-sections, Friedheim
037 woul d not have suggested such holes to one of ordinary
skill in the art. Therefore, we shall not sustain the

standing 35 U. S.C. §8 103(a) rejection of clains 27 and 40,

whi ch depend fromclains 14 and 29, respectively, as being
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unpat ent abl e over Friedheim* 037.

We al so shall not sustain the standing 35 U.S.C. § 103(a)
rejection of clainms 12, 26 and 42 as bei ng unpat ent abl e over
Friedheim®037. The subject matter recited in each of these
i ndependent cl ai n8 enconpasses at | east two vapor generators.
The exam ner’s conclusion that it would have been obvious to
one of ordinary skill in the art “to provide and arrange
mul ti pl e vapor generators to produce a bigger volunme of heated
vapors since nultiple generators would produce nore heated
vapors than a single vapor generator” (final rejection, page
4) finds no factual support in Friedheim*037.

We shall sustain, however, the standing 35 U.S.C. §
103(a) rejection of clains 3, 5, 17, 18, 32 and 33 as being

unpat ent abl e over Friedheim*037.

Fi nding that Friedheim®037 neets all of the limtations
inclainms 3, 5, 17, 18, 32 and 33 except for those setting
forth specific depths and wi dths of the holes, the exani ner

has concluded that it woul d have been obvi ous to one of
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ordinary skill in the art “to make cavities or hol es
enconpassi ng the clainmed depth and wi dth since Friedhei m

| eaves it to one of ordinary skill in the art to nake non-

uni form and randomy chosen depths and w dth of hole/cavities
for an inproved vaporization of liquids” (final rejection,
page 4). In essence, the appellant, relying on the 37 CFR 8§
1. 132 decl arations of record, contends that this rejection is
unsound because the etched cavities disclosed by Friedheim
037 do not constitute “hol es” and because the clai ned subject
matter affords new and unexpected results as conpared with the
Fri edheim ‘037 subject matter.

The appellant’s position here is not persuasive. Under
the ordinary and accustonmed neaning of the term* Friedheins
cavities certainly constitute “holes” as broadly recited in
claims 3, 5, 17, 18, 32 and 33 to the sane extent that the
appel l ant’ s discl osed structures 22 constitute holes. As for

t he

* Webster’s New Collegiate Dictionary (G & C. Merriam Co.
1977) defines “holes” as nmeaning “an opening often forced into
or through a thing” or “a hollow place.”

9
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al | eged new and unexpected results, the appellant’s

decl arations, taken as a whole, indicate that these results
are afforded by a vapor generator having holes with
substantially circular cross-section. None of the clains in
guestion, however, requires that the holes be of substantially
circular cross-section. Thus, to the extent that the
appel l ant’ s showi ng does denobnstrate surprising and unexpected
results, it is not coomensurate with the actual broad scope of
clainms 3, 5, 17, 18, 32 and 33.

Gven the totality of the record, by a preponderance of
evi dence with due consideration to persuasiveness of argunent,
we are satisfied that the differences between the subject
matter recited in clainms 3, 5, 17, 18, 32 and 33 and the prior
art are such that the subject matter as a whol e woul d have
been obvious at the tinme the invention was made to a person
having ordinary skill in the art.

As for the obvi ousness-type double patenting rejection,
the question is whether any claimin the application defines
nmerely an obvious variation of an invention disclosed and

claimed in the patent. 1n re Vogel, 422 F.2d 438, 441, 164

10
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USPQ 619, 622 (CCPA 1970). In considering this question, the

patent disclosure nmay not be used as prior art. |d.

According to the exam ner

[t]he U.S. Patent ‘556 discloses a vapor
generator surface having randomy defined ridges and
grooves whose hei ght and depth vary substantially
randomy. Friedheim 037 discloses a vapor
generator surface having randomy etched cavities
havi ng random di aneters and widths. In view of
Fri edheim * 037 who teaches a superheated vapor
generator having cavities, it would have been
obvious to one of ordinary skill in the art to have
[a] vapor generator surface having the conbi nation
of both surfaces having grooves, ridges and
cavities/holes to i nprove produci ng superheated
vapors [final rejection, page 2].

This rationale is unsound for at |east two reasons. To
begin with, the exam ner has inproperly relied on the
di scl osure of Friedheim 556 to support the rejection.
Mor eover, Friedheim 037 is devoid of any suggestion to
conbi ne grooves/ridges and cavities/holes as proposed by the
exam ner. @Gven these fundamental flaws in the exam ner’s
anal ysis, we shall not sustain the standi ng obvi ousness-type
doubl e patenting rejection of clains 1 through 10, 13, 19

t hrough 24 and 34 through 39.

11
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Finally, the following rejection is entered pursuant to

37 CFR § 1.196(b).

Claim14, and clainms 15, 16, 19 through 25, 27 and 28
whi ch depend therefrom are rejected under 35 U.S.C. § 112,
first paragraph, as being based on a specification which fails
to conply with the witten description requirenment of this
section of the statute.

The test for determ ning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
artisan that the inventor had possession at that tine of the
| ater clainmed subject nmatter, rather than the presence or
absence of literal support in the specification for the claim

| anguage. 1n re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089,

1096 (Fed. Cir. 1983). The content of the drawi ngs may al so

12
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be considered in determning conpliance with the witten
description requirenent. |d.

Claim 14 recites a vapor generator conprising, inter
alia, a chanber wall defining a plurality of hol es having
substantially “regular” cross-section. The 37 CFR § 1.132
Decl aration of Max Friedheimfiled February 28, 1997 (Paper
No. 8) indicates that a “regular” cross-section is neant to
enconpass “any regul ar cross-section such as rectangul ar or
triangul ar” (page 2, paragraph 5). There is no basis in the
original disclosure, however, for holes which have a
substantially “regular” cross-section. Thus, the disclosure
of the application as originally filed would not reasonably
convey to the artisan that the appellant had possession at
that time of the subject matter nowrecited in clainms 14
t hrough 16, 19 through 25, 27 and 28.

I n summary:

a) the decision of the examner to reject clainms 1, 2, 4,
11, 14 through 16, 25, 28 through 31 and 41 under 35 U S.C

8§ 102(b) as being anticipated by Friedheim*®037 is reversed,

b) the decision of the examner to reject clainms 3, 5,

13
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12, 17, 18, 26, 27, 32, 33, 40 and 42 under 35 U . S.C. § 103(a)
as being unpatentable over Friedheim 037 is affirmed with
respect to clains 3, 5, 17, 18, 32 and 33 and reversed with
respect to clains 12, 26, 27, 40 and 42;

c) the decision of the examner to reject clainms 1
t hrough 10, 13, 19 through 24 and 34 through 39 under the
judicially created doctrine of obviousness-type double
patenting is reversed; and

d) a newrejection of clainms 14 through 16, 19 through

25, 27 and 28 is entered pursuant to 37 CFR 8§ 1.196(b).

In addition to affirm ng the examner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anmended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Qct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,122
(Cect. 21, 1997)). 37 CFR 8 1.196(b) provides, “A new ground
of rejection shall not be considered final for purposes of

judicial review”

14
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Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal decision

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR § 1.197(c)) as to the rejected clai ns:
(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejection, the

effective date of the affirmance is deferred until concl usion

15
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of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinely request

for reconsi derati on thereof.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

16
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8§ 1.136(a).

AFFI RVED- | N- PART:; 37 CFR 8§ 1.196(b).

NEAL E. ABRAMS )

Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT

JOHN P. McQUADE )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

MURRI EL E. CRAWCRD )

Adm ni strative Patent Judge )

JPM pgg

Joseph R Evanns
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