The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
clainms 4-6, which are all of the clainms remaining in the
appl i cation.
THE | NVENTI ON
The appellant’s clainmed invention is directed toward a
met hod for formng netal oxide mcro-spherules. Caim4is

illustrative:
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4. A nethod for producing netal oxide

m cro- spherul es, which conprises: subjecting a
hydrol yzabl e organi c nmetal conpound to hydrolysis in
a reaction solution consisting of water, an organic
sol vent, hal ogen ions as a catal yst and boron ions,
whi | e mai ntai ning pH val ue of said reaction solution
in arange of from8 to 10, followed by dehydration
and condensation to obtain m cro-spherules;
thereafter rinsing said mcro-spherules wth water
for separation of said mcro-spherules fromthe
reaction solution; and maintaining said

m cro-spherules at a tenperature of 200°C or bel ow

REFERENCE RELI ED UPON BY THE EXAM NER
Kondo et al. (Kondo) 5, 160, 358 Nov. 03,
1992
THE REJECTI ONS

Clainms 4-6 stand rejected as follows: under 35 U S. C
§ 101, as being inoperable, and under 35 U.S.C. § 112,
enabl ement and witten description requirenents.

OPI NI ON
We reverse the aforenentioned rejections.

Rej ections under 35 U.S.C. § 101 and
35 U S.C. 8§ 112, enabl enent requirenent

Before utility, which is a question of fact, is
determ ned, the clainms nust be interpreted as a matter of |aw

to define the invention to be tested for utility. See
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Rayt heon Co. v. Roper Corp., 724 F.2d 951, 956, 220 USPQ 592,

596 (Fed. G r. 1983), cert denied, 469 U S. 835 (1984).

The clained invention is a nmethod for naking netal oxide
m cro- spherul es by subjecting a hydrol yzabl e organi c netal
conpound to hydrolysis in a recited reaction solution while
mai ntai ning the reaction solution pH at 8-10 foll owed by
dehydration and condensation to obtain m cro-spherul es,
rinsing the mcro-spherules with water to separate the mcro-
spherules fromthe reaction solution, and nmai ntaining the
m cro-spherules at a tenperature of 200°C or bel ow.?

The exam ner argues that the appellant’s clains, when
read in light of the specification, are [imted to a nethod
for maki ng netal oxide glass mcro-spherules by vitrifying a
reacti on product at 200°C or bel ow (answer, pages 3-4 and 6).
It reasonably appears that “netal oxide mcro-spherules” in
the appellant’s clains and “netal oxide glass mcro-spherul es”
in the appellant’s specification have the sanme neaning. Each

termrefers to the mcro-spherules formed by the appellant’s

! The netal oxide mcro-spherules are disclosed as being useful in
coatings for materials such as netals, pressurized cooking utensils, paper and
film(specification, page 1).
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method. Simlarly, “maintaining ... at a tenperature”
reasonably appears to be the sane as “vitrifying ... at a
tenperature”, both neaning holding the netal oxide mcro-
spherul es at a particul ar tenperature.

Regarding utility, a predecessor of our appellate
reviewing court stated in In re Langer, 503 F.2d 1380, 1391,
183 USPQ 288, 297 (CCPA 1974):

[ A] specification which contains a disclosure of
utility which corresponds in scope to the subject

matter sought to be patented nust be taken as

sufficient to satisfy the utility requirenent of

8 101 for the entire clained subject nmatter unl ess

there is reason for one skilled in the art to

guestion the objective truth of the statenent of

utility or its scope.

The exam ner argues that the appellant’s clained nmethod
cannot work because gl ass cannot be vitrified at tenperatures
as | ow as 200°C or bel ow (answer, page 4).2 1In support of
this argunent the exam ner relies upon Kondo, which discloses

making a porous silica gel plate by a sol-gel nmethod and then

calcining the plate at a tenperature of as |east 900°C to

2 “Vitrification” is “[t]he conversion of a material into a glass or
gl assli ke substance, of increased hardness and brittleness.” Hackh's Chemi cal
Dictionary 716 (Julius Gant ed., MG awHill 4" ed. 1969). The exam ner
provi des no evidence that the appellant’s nmetal oxide mcro-spherules are not
gl assli ke or of increased hardness and brittleness.

4
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render it nonporous and suitable for use as a base for a
pl anar optical waveguide (col. 3, line 67 - col. 4, line 11
col. 8, lines 49-59).

The appel | ant, however, distinguishes the clainmed nethod

over the sol-gel nmethod which, the appellant states, requires

heat treatnment at 1,100°C or higher (specification, page 2).
The appel |l ant states that the appellant’s nmethod permts netal
oxi de m cro-spherules to be produced at 200°C or bel ow
(specification, pages 3 and 18), and provi des an exanpl e
wherein netal oxide mcro-spherules are produced at 25°C
(specification, pages 16-18). The exam ner has provi ded no
evidence that if the appellant’s clainmed nmethod rather than
Kondo’ s sol -gel nethod is used, netal oxide m cro-spherules
cannot be formed at a tenperature of 200°C or bel ow
Consequently, we are not persuaded by the exam ner’s argunent
that the appellant’s claimed nmethod | acks utility.

In the rejection under 35 U.S.C. 8§ 112, first paragraph,
enabl e requirenent, the exam ner relies upon the sane

rationale used in the rejection under 35 U. S.C. § 101 (answer,



Appeal No. 1999-0461
Application No. 08/815, 682

page 5).%® W are not convinced by the exam ner’s argunent for
the reasons set forth above regarding that rejection.
For the above reasons we conclude that the exam ner has

not carried the burden of establishing a prim facie case of

| ack of

utility or of nonenabl ement. Accordingly, we reverse the
rejections under 35 U. S.C. 88 101 and 112, first paragraph,
enabl enment requirenent.

Rej ection under 35 U.S.C. § 112,
witten description requirenent

A specification conplies with the 35 U S.C. § 112, first
par agraph, written description requirenent if it conveys with
reasonable clarity to those skilled in the art that, as of the
filing date sought, the inventor was in possession of the
i nvention. See Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555,
1563-64, 19 USPQ2d 1111, 1117 (Fed. Cr. 1991); In re Kasl ow,

707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. G r. 1983); In

3 Absence of utility can be the basis of a rejection under both 35
US.C 8§ 101 and 35 U.S.C. § 112, first paragraph, see In re Brana, 51 F.3d
1560, 1564 n. 12, 34 USPQ2d 1436, 1439 n.12 (Fed. Cir. 1995); In re Jolles,
628 F.2d 1322, 1326 n. 10, 206 USPQ 885, 889 n.11 (CCPA 1980); In re Fouche,
439 F.2d 1237, 1243, 169 USPQ 429, 434 (CCPA 1971).

6
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re Edwards, 568 F.2d 1349, 1351-52, 196 USPQ 465, 467 (CCPA
1978); In re Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96
( CCPA 1976) .

The exam ner argues that the specification does not
provi de adequate witten descriptive support for the term
“maintaining” in claiml (answer, page 5).

As stated above regarding the rejection under 35 U. S.C.

8§ 101, the maintaining at 200°C or below in claim1l reasonably
appears to be the vitrifying at 200°C or bel ow described in
the specification (page 3). This maintaining or vitrifying

necessarily nmust last for sonme tinme period. Hence, the

speci fication would have conveyed with reasonable clarity to
those skilled in the art that the appellant was in possession
of a nethod in which netal oxide mcro-spherules are

mai nt ai ned at 200°C or below. Accordingly, we reverse the
rejection under 35 U.S.C. § 112, first paragraph, witten
description requirenent.

DECI SI ON

The rejections of clainms 4-6 under 35 U.S.C. § 101 and

under 35 U. S.C. 8 112, enablenent and witten description
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requi renents, are reversed.

REVERSED
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Adm ni strative Patent Judge )
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