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not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clains 1, 3, 6-20, 22 and 25-
32, which constitute all the clainms remaining in the

appl i cation.

The di scl osed invention pertains to a nethod and
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Representative claim1l is reproduced as foll ows:

1. A nethod of controlling a code-division multiple
access (CDVA) wirel ess conmunication system the CDVA wirel ess
comruni cation systemincluding a nobile station responsive to
a plurality of base-stations, the nethod conprising the steps
of :

sinmul ating paraneters related to the CDVA wirel ess
comruni cation systemin a sinulator;

generating location information related to an anal og
W rel ess communi cati on systemwhich is a potential source of
interference to the CDOMA wireless communi cati on system based
on the simulation; and

controlling certain aspects of the CDVA w rel ess
communi cation systemutilizing the data generated.

The exam ner relies on the follow ng references:

Mar kus 5, 561, 841 Cct. 1, 1996
(filed Sep. 15, 1994)

Clains 1, 3, 6-20, 22 and 25-32 stand rejected under
35 U.S.C. 8 103. As evidence of obviousness the exam ner
of fers Markus taken al one.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

CPI NI ON

We have carefully considered the subject matter on

appeal, the rejection advanced by the exam ner and the
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evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1, 3, 6-20, 22 and 25-32. Accordingly, we
reverse

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
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to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. GCr

1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent
and/ or evidence. (Cbviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
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Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR

§ 1.192(a)].

The exam ner indicates how he perceives the clained
invention to be taught by the disclosure of Markus [answer,
pages 3-4]. Wth respect to independent clains 1 and 20,
appel l ants argue that Markus does not teach the sinmulation of
one type of systemto determne howit will affect another
type of system Specifically, clainms 1 and 20 recite that a
code-division nultiple access (CDVMA) systemis controlled
based on potential interference froman anal og wreless
system The exam ner responds that Markus can sinulate any
type of communi cation system [answer, pages 4-7].

We agree with appellants. Markus teaches that a
comruni cati on system can be sinulated to determ ne how to
achi eve opti mum performance of that conmunication system As
argued by appell ants, however, Markus does not relate to
nodi fyi ng one conmuni cati on system based on potenti al

interference froma second comruni cation system Cains 1 and
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20 recite controlling a CDVA wirel ess conmuni cati on system
based on | ocation information related to an anal og w rel ess
communi cation system Markus sinply does not take into
account in his sinmulation the effect that other comrunication
systens m ght have on his system Therefore, we do not
sustain the rejection of independent clains 1 and 20 and of
claims 3, 6, 7, 22, 25 and 26 whi ch depend therefrom
Wth respect to independent clains 8 and 27,
appel l ants argue that Markus does not teach or suggest
controlling a nobile station to avoid interference before it
occurs [brief, page 9]. The exam ner responds that this
feature of the invention reads on the step and apparatus in
Mar kus for changing systemcontrol parameters on the basis of
the sinulation [answer, page 7].
We again agree with the position argued by appell ants.

Mar kus teaches that the novenent of nobile stations within the
cellular network can be sinulated to determ ne the effect such
nmovenent m ght have on the conmunication system As a result
of this sinmulation, Markus changes system control paraneters.
These system control parameters, however, appear to relate
only to aspects of the base stations. [In other words,
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al t hough Markus teaches adjusting paraneters of the base
stations in response to various sinulations, Mrkus does not
teach or suggest controlling the nobile stations to avoid
interference before the interference occurs. Therefore, we do
not sustain the rejection of independent clainms 8 and 27 or of

clainms 9-13, 16 and 28-32 which depend therefrom
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Wth respect to independent claim 14, appellants argue
that the recitation of simulating characteristics of signals,
anal yzing the sinul ated characteristics and entering soft
handof f based on the analysis is not the sanme as nerely
claimng soft handoff as asserted by the exam ner [brief, page
9]. The exam ner responds that the skilled artisan woul d have
recogni zed the conventionality of soft handoff as conpared
wi th hard handoff and woul d experience no difficulty in
sel ecting the one appropriate for the condition [answer, page
10].

Nei t her of the statenments of appellants and the
exam ner properly addresses the obviousness of the clained
invention. The proper question should be whether it would
have been obvious in the sinulation disclosed by Markus to
simul ate the effects of soft handoffs and to have a base
station enter a soft handoff with a sinmulated nobile station
in response to the results of the sinmulation. Since Mrkus
never nentions a soft handoff, we do not see how one can find
t hat Markus woul d have suggested the sinmulation of soft
handoffs in order to adjust the control of base stations in
handl i ng such soft handoffs. Any other finding would be sheer
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specul ation. Therefore, we do not sustain the rejection of

clains 14 and 15.

Wth respect to independent claim 17, appellants argue
that there is no suggestion in Markus of placing a new base
station based on interference of other base stations with
respect to first and second radii [brief, page 10]. The
exam ner does not respond to this argunent, but the initial
rejection indicated that the recited radi us neasuri ng was
anal ogous to the distance data di scl osed by Markus.

Al t hough we agree with the exam ner that Markus does
take into account the distance between a nobile station and
the base stations, there is no suggestion in Markus that first
and second radii as clainmed should be used for the placenent
of a new base station. Therefore, we do not sustain the

rejection of clainms 17-19.
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In summary, we have not sustained the exam ner’s

rejection with respect to the any of the appeal ed cl ai s.

Therefore, the decision of the examner rejecting clains 1, 3,

6-20, 22 and 25-32 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

LEE E. BARRETT
Adm ni strative Patent Judge

STUART S. LEVY
Adm ni strative Patent Judge
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