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RUGE ERO, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
32. In an anendnent filed Decenber 8, 1997 after final

rejection, which was entered by the Exam ner, clainms 1, 4, 5,
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6, 8, 14, 16,
and 17 were anmended, clains 2, 3, and 15 were cancel ed, and

cl ai m
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33 was new y added. Accordingly, clains 1, 4-14, and 16-33
are before us on appeal.

The clained invention relates to a printing systemfor
printing docunments and fornms, as needed, in response to user
commands entered through a user interface, such as a touch
screen nonitor. The docunents and forns are electronically
stored in nenory and arranged in a plurality of libraries. A
processor, responsive to the touch screen nonitor and nenory,
is connected to a printer to control printing of the selected
forms. Further stored in nenory is software to control the
di splay and printing of the docunents and forns w thout the

native applications in which the docunents and forns were

creat ed.
Caimlis illustrative of the invention and reads as
foll ows:

1. A printing systemfor printing docunments and forns,
as needed, in response to user-entered commands,
conpri si ng:

a touch screen nonitor for displaying information
regardi ng the docunents and forns, and user options, and
for entry of commands by the user,

a nenory for storing a plurality of documents and
forms, said docunments and forns being organized into a
plurality of libraries, and for storing software to
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control the display of options on said nonitor and the
interpretation and inplenentation of comands entered on
sai d nonitor,

a printer for printing docunents and forns, and

a processor, responsive to said nonitor and said
menory and communi cating therewith, said processor being
connected to said printer to control printing of a
docunent or form by said printer upon sel ection thereof
by a user and entry of commands via said touch screen
noni tor, wherein said software causes said nonitor
initially to display a listing of libraries and, upon
user selection of a library, then causes said nonitor to
display a listing of the docunents and forns included in
the selected library and of one or nore kits of docunents
and fornms included in the selected library.

The Examiner relies on the followng prior art:

Mont agnha et al. (Montagna) 4,899, 292 Feb. 06
1990
Freiman et al. (Freimn) 4,939, 670 Jul
03, 1990
Geulich et al. (Geulich) 5,241, 464 Aug. 31,
1993

Claims 1, 4-6, 8-12, 14, 16, and 17 stand rejected under
35 U.S.C. §8 102(b) as being anticipated by Montagna. d ains
7, 13, and 18-33 stand rejected under 35 U . S.C. § 103. As
evi dence of obvi ousness, the Exam ner offers Mntagna in view
of Geulich with respect to clains 7 and 18, Mntagna in view
of Freiman wth respect to clainms 19-24, 26-30, and 32, and

Montagna in view of Greulich and Freeman with respect to
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clains 13, 25, 31, and 33.
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Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs® and Answer for the
respective details.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, and the
evi dence of anticipation and obvi ousness relied upon by the
Exam ner as support for the rejections. W have, |ikew se,
revi ewed and taken into consideration, in reaching our
deci sion, Appellants’ argunents set forth in the Briefs al ong
with the Examner’s rationale in support of the rejections and
argunents in rebuttal set forth in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the Montagna reference does not fully neet the
invention as set forth in clainms 1, 4-6, 8-12, 14, 16, and 17.
We are also of the view that the evidence relied upon and the
| evel of skill in the particular art would not have suggested

to one of ordinary skill in the art the obviousness of the

The Appeal Brief was filed Decenber 18, 1997 (Paper No. 15). In
response to the Examiner’s Answer dated March 31, 1998 (Paper No. 16), a Reply
Brief was filed May 26, 1998 (Paper No. 17), which was acknow edged and
entered by the Exanminer as indicated in the communicati on dated August 18,
1998 (Paper No. 18).
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invention as recited in clains 7, 13, and 18-33. Accordingly,
we reverse.

We consider first the Examner’s 35 U . S.C. § 102(b)
rejection of clainms 1, 4-6, 8-12, 14, 16, and 17 as being
anticipated by Montagna. Anticipation is established only
when a single prior art reference discloses, expressly or
under the principles of inherency, each and every el enent of a
claimed invention as well as disclosing structure which is
capabl e of performng the recited functional limtations. RCA

Corp. v. Applied Digital Data Sys.., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cr.), cert. dism ssed, 468 U S 1228

(1984); WL. CGore & Assocs. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).

Wth respect to independent clainms 1 and 14, the Exam ner
attenpts to read the various Iimtations on the disclosure of
Montagna. I n particular, the Exam ner points (Answer, page 4)
to the block diagramillustrations in Figures 1 and 4 of
Mont agha, as well as to Montagna’'s description of the
organi zati on of stored “hyperpages” of text and graphics in
the hierarchical indexing systemillustrated in Figure 3.
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Appel  ants’ argunments in response assert a failure of
Mont agna to disclose every limtation in the clains as is
required to support a rejection based on anticipation. At
pages 7-9 of the Brief, Appellants’ argunents focus on the
assertion that, contrary to the Examner’s interpretation of
Mont agna, there is no disclosure of the display of a listing
of stored docunents and forns “ . . . and of one or nore kits
of docunments and fornms” as required by each of independent
clains 1 and 14.

After reviewi ng the Montagna reference in light of this
assertion of Appellants, we are in agreenent with Appellants’
position as stated in the Briefs. Qur interpretation of the
di scl osure of Montagna coincides with that of Appellants,
i.e., there is no provision for the displaying of both a |ist
of documents and forns and a kit of docunments and forns as set
forth in the appealed clains. W agree with Appellants that
even if the subnmenus illustrated in Figure 3 of Montagna are
interpreted as being kits of forms, there is no disclosure of
the display of both the stored kits and a listing of stored
docunents and fornms. In our view, the Exam ner’s concl usion
is based on unwarranted conjecture and specul ation that is not
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supported by any disclosure in the Montagna reference itself.
In order for us to sustain the Exam ner’s rejection under 35
US C 8§ 102(b), we would need to resort to specul ation or
unf ounded assunptions to supply deficiencies in the factual

basis of the rejection before us. 1n re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied, 389

U S. 1057 (1968), reh’g denied, 390 U S. 1000 (1968).

Accordingly, since all of the claimlimtations are not
present in the disclosure of Montagna, the Exam ner’s 35

U S.C 8 102(b) rejection of independent clains 1 and 14, as
well as clainms 4-6, 8-12, 16, and 17 dependent thereon, is not
sust ai ned.

Turning to a consideration of the obviousness rejection
based on the conbi nation of Montagna and Greulich of clainms 7
and 18, dependent, respectively, on clains 1 and 14 di scussed
supra, we do not sustain this rejection as well. It is
apparent, fromthe Examner’s line of reasoning in the Answer,
that Greulich is added to Montagna for the sol e purpose of
providing a teaching of a screen displayed option for
sel ecting the nunber of copies of a docunment to be printed.

We find nothing, however, in the disclosure of Geulich that
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woul d overcone the innate deficiencies of Mntagna di scussed
previ ously.

We next consider the Examner’s 35 U.S.C. 8§ 103 rejection
of clainms 19-24, 26-30, and 32 based on the conbination of
Mont agna and Freiman. We initially note that, unlike
i ndependent cl ai ns
1 and 14 di scussed previously which include the feature of
di splaying a list of docunents and a kit of docunents,
i ndependent claim 19, rather, includes a recitation directed
to the storing in a plurality of formats, docunents and forns
that were created in a plurality of native applications.
Recogni zi ng that Montagna | acks a disclosure of this feature,
the Exam ner turns to Frei man which, according to the
Exam ner, discloses at colum 2, lines 17-37, the converting
of documents and forns in various formats. |In the Examner’s
view, the skilled artisan woul d have recogni zed t he
obvi ousness of incorporating the
data conversion features of Freiman into the system of
Mont agna
“ in order to store docunents and fornms created in

different formats and converting these docunents and forns
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into a format understood by the printer.” (Answer, page 7).
After review ng Appellants’ argunments in response, we are
in agreenent that the Exam ner has not established a prim

faci e case of obviousness. Besides the fact that, as pointed

out by Appellants, the clains do not require any fornat
conversion of docunments and formnms, the express disclosure of
Mont agna (colum 5, lines 17-21) is that, regardl ess of the
origin of the stored data, the data is stored in only one
format. Gven this disclosure of Montagna, it is not evident
to us fromthe Examner’s |line of reasoning in the Answer how
and in what manner Mntagna woul d be nodified by Freiman to
arrive at the clainmed invention. The nere fact that the prior
art may be nodified in the manner suggested by the Exam ner
does not meke the nodification obvious unless the prior art

suggested the desirability of the nodification. |In re Fritch,

972 F.2d 1260, 1266 n.14, 23 USPQ2d 1780, 1783-84 n.14 (Fed.
Cr. 1992). Accordingly, since the Exam ner has not

established a prima facie case of obviousness, the rejection

of i ndependent claim19, and clainms 20-24, 26-30, and 32
dependent thereon, over the conbination of Mntagna and
Freiman i s not sustained.
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Lastly, we also do not sustain the Examner’'s 35 U S. C
8§ 103 rejection of clains 13, 25, 31, and 33 based on the
conbi nation of Greulich and Freiman with Mntagna. Dependent
clainms 13, 31, and independent claim 33 include a feature
directed to the imting of printing of docunents and forns
until authorization is received for additional printing.
Al t hough the Exam ner has applied the Freiman reference to
address this clainmed feature, we find nothing in Freiman that
has relevance to the limtations of the appealed clains. In
particular, the portion of Freinman specifically cited by the
Exam ner, i.e., Figure 10 of the drawings, is related to a
zoom feature for the EFORM arrangenent, not to print
aut hori zation. W further agree with Appellants that even
assum ng, arguendo, that Freinman did disclose a print
authorization feature, we fail to see why, absent Appellants’
own di sclosure, the skilled artisan woul d have been noti vat ed
to print and/or restrict the nunber of copies of docunents in
Mont agna. As for dependent claim25 which is directed to the
screen di splay option of selecting a nunber of docunment copies
to be printed, we find no disclosure in Geulich or Freiman
or any conbination thereof, which would overcone the
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deficiencies of Montagna with respect to i ndependent claim 19,

upon whi ch claim 25 depends.

In summary, we have not sustained any of the Exam ner’s
rejections of the clains on appeal. Therefore, the decision
bphe Exam ner rejecting clains 1, 4-14, and 16-33 is reversed.
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REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge

ANl TA PELLMAN GRCSS
Adm ni strative Patent Judge
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