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DECI SI ON ON APPEAL
under 35 U.S.C. § 134 from

This is a decision on appeal

the examner’'s final rejection of clains 2-13, which are al

of the clains pending in this application.
BACKGROUND

The appellant's invention relates to an interactive

tel evision reception console. An understanding of the

i nvention
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can be derived froma reading of exenplary claim 13, which is
reproduced as foll ows:

13. An interactive television receiver console
conpri si ng:

a television receiver;

an interface pack linked to said television receiver,
said interface pack including a data transm ssion neans for
transmtting transmtted data to a tel evised program
di stributor which inplenents transactional applications based
on said transmtted data, a data reception neans for receiving
received data fromsaid tel evised programdi stributor, and an
i mge overlay neans for overlaying an i mage corresponding to
said received data on another image displayed on said
tel evi sion receiver;

a keyboard linked to said interface pack configured to
enter information elenents to said interface pack;

a chip card reader linked to said interface pack; and

a chip card which is inserted into said chip card reader
to enabl e reading of data fromsaid chip card, said chip card
conpri si ng:

a nenory configured to hold said chip card data and
a processor configured to determne steps in said

transacti onal applications based on said chip card data.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Mor eno 4 102, 493 Jul . 25, 1978
War e 4,707,592 Nov. 17, 1987
Bi ggs 5, 333, 181 Jul . 26, 1994

Clainms 13 and 2-8 stand rejected under 35 U.S.C. 8 103 as

bei ng unpatentabl e over Biggs in view of Mreno.
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Clainms 9-12 stand rejected under 35 U S.C. § 103 as being
unpat ent abl e over Biggs in view of Mreno, further in view of
War e.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the exam ner’s answer (Paper
No. 13, muailed June 9, 1998) for the exam ner’s conplete
reasoning in support of the rejections, and to the appellant’s
brief (Paper No. 12, filed March 16, 1998) and reply brief
(Paper No. 15, filed August 10, 1998) for the appellant’s
argunents thereagainst. Only those argunents actually nmade by
t he appel | ant have been considered in this decision.

Argunents which the appellant could have nade but chose not to
make in the briefs have not been considered. See 37 CFR

1.192(a).

OPI NI ON
It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in

the particular art would not have suggested to one of ordinary
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skill in the art the invention as set forth in clains 2-13.
Accordingly, we reverse, essentially for the reasons set forth
by the appellant.

W note, at the outset, the appellant’s statenent (brief,
page 4) that clains 2-13 do not stand or fall together because
t he dependent clains 2-12 each provide further patentable
limting features. Fromour review of the brief, we find that
t he appellant only provides separate argunents with respect to
dependent claim9. Accordingly, each of the other dependent

clains will rise or fall with the claimfromwhich it depends.

We begin with the rejection of clains 2-8 and 13 under 35
U S.C. 8 103 as unpatentable over Biggs in view of Mreno.

The exam ner asserts (answer, page 3) that Biggs does not
di sclose a chip card, including a nenory and processor. To
overcone the deficiencies of Biggs, the exam ner turns to
Moreno. The exam ner states (answer, page 4) that Mreno
teaches a chip or smart card which includes “nmenory to hold
data (storage 1) and processor (electronics) to process the

stored data.”
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The exam ner concludes that it would have been obvious to
“use a ‘smart’ card taught by Mrreno for the interactive
system taught by Biggs in order to provide nore security when

the user is using the interactive system”

The appel |l ant asserts (brief, page 6), inter alia, that

any obvi ous conbi nati on of Biggs and Mdreno woul d not yield
the appellant’s invention. W agree, for the reasons which
fol |l ow.

The appel | ant asserts (brief, page 7) Biggs does not
di scl ose an i mage overlay neans for overlaying an inage
corresponding to said received data on anot her imge displayed
on the television receiver. Fromthe exam ner’s statenent,
(answer, page 4) that the “overl aying i mage, ordered by the
user is send [sic] to the user’s TELEVI SION receiver to
replace the old progranf it is clear that as recogni zed by the
exam ner, the image corresponding to the received data
“repl aces” and does not overlay another inmage. |n addition,
we find that although Biggs' s discloses (col. 3, lines 1-5)

that “[t]he access phone 10 can be interfaced with a .
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television 16 such that information can be transmtted
t herefrom t hrough the access phone 10,” there is no disclosure

in Biggs that the information transmtted fromthe tel evision
16 via the access phone 10 includes an overlay i nage.
Further, we find that Biggs discloses (col. 4, line 61
through col. 5, line 2) that
This would allow the user to select, for exanple, a
nmovie. The anmenity 52 would then initiate
activation of the in-roomanenity 54. This could be
done renotely by a call to the hotel establishnent
to activate the anenity, or sone simlar way.
Anot her method for activating an in-roomanenity
is that the store-and-forward switch 48 itself collects
pronpt information fromthe access phone 10 and then
initiates a routine wherein it activates the in-room
anenity 54 itself.
Thus, we find no teaching or suggestion in Biggs of “inage
overlay neans for overlaying an image corresponding to said
recei ved data on anot her image di splayed on said tel evision
receiver” as recited in claim13. W would have to resort to
specul ation to assert that an inmage woul d be received on the

TELEVI SI ON of Biggs and that the inmage received corresponding

to received data was overlaid on anot her i mage.
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The appel l ant further asserts (brief, pages 6 and 7) that
a conbi nation of Biggs and Moreno would not yield the clained
i nvention because the identification circuit of Mdreno is not
a processor and is not configured to determ ne steps in the
particul ar transactional application. The exam ner’s response
(answer, page 6) is that nonobvi ousness cannot be established
by attacking the references individually. The exani ner
asserts (id.) that

In this regard, the chip card and interface pack

10 of Fig. 1 taught by Biggs clearly inplenenting

transactional application (credit card paying

service) with determned steps. It is irrelevant

whet her Moreno’ s teaching of a smart or chip card

wi th processor (electronics) to configured to

determ ne steps in the particular transaction

application. The teaching of Mdreno having a chip

card with processor (electronics) is nodified to the

teaching of Biggs to provided [sic] nbre security

for the user when using the interactive system as

stated in the rejection above.

Wth regard to the exam ner’s assertion that it is “the
chip card and the interface pack 10" of Biggs that teaches
“inpl ementing transactional application (credit card paying

services) with determned steps.” W find that in Biggs,

(col. 1, line 64 through col. 2, line 7):
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The system includes a tel ephone having an i nput
device. Tel ephone anenity i.d. information is
stored in the tel ephone and then billing information
froma user is input and stored in the tel ephone.

In addition, amenity selection information is al so
input into the tel ephone to select an anenity having
associ ated therewith selected stored identification
information. The tel ephone is connected with a
remote billing station in response to input of both
the amenity selection information and the user
billing information. This information is then
translated to

the renote billing station. At the renmpote billing
station, the received billing information is
validated to determine if it is acceptable.

Additionally, col. 4, lines 3-7 state “[t]he entire billing
procedure is perforned at the store-and-forward switch 20 at
the renote | ocation and neither the anenities nor the
establishment contracting for the access phone 10 have the
responsibility for validation of the card or retaining billing
information.”

From t hese teachings of Biggs, we find that Bi ggs does not

di sclose that a credit card, used to charge anenities, wll

i nclude a processor configured to determ ne steps in the

transactional applications based on chip card dat a.
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Turning to Moreno, we find that (col. 1, lines 5-7)
Moreno di scloses a systemfor storing and transmtting data in
a confidential manner. Specifically, Mreno discloses (col.

2, lines 50-56 and col. 4, lines 25-31) that in order to
prevent fraudul ent use of the portable article (card), the
portable article 50 contains a progranmble nenory store 1 and
an identification circuit (Figure 1) for conparing the
enabling data in the store with confidential information
introduced into the transfer device (Figure 2) by a person in
possession of the portable article. In addition, Mreno

di scl oses (col. 4, lines 60-62) that before any operation, the
confidential code nust be introduced into the portable article
by the transfer device. Mreno further discloses (col. 5,
lines 7-12) that control neans 56 “ensures that the different
operating sequences . . . proceed in the proper manner.”
However, control nmeans 56 is part of the transfer device
(Figure 2), and not part of the chip card.

Accordingly, even if we considered the identification circuit
of portable article 50 of Mdreno to be a processor, we find

t hat Moreno does not disclose a chip card which includes a
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processor configured to deternmi ne steps in transactional
appl i cations.

W agree with the exam ner that it would have been
obvi ous to have provided Biggs with a chip card including an
identification circuit as taught by Mreno. However, we are
in agreement with the appellants (brief, page 6) that if the
t eachi ngs of Mdreno and Bi ggs were conbi ned, the only feature
of Biggs that would change is that the identification circuit
within the card woul d ensure that the correct person is using
t he card.

Fromall of the above, we conclude that the exam ner has

failed to establish a prima facie case of obvi ousness of the

invention set forth in claim13. Accordingly, the rejection
of clainms 2-8 and 13 under 35 U.S.C. § 103 is reversed.
Turning to clains 9-12, rejected under 35 U.S.C. § 103 as
unpat ent abl e over Biggs in view of Mreno, further in view of
Ware, we find that Ware does not overcone the deficiencies of
t he basic conbination of Biggs and Moreno. As clainms 9-12
depend fromclaim 13, the rejection of clains 9-12 under 35

US. C 8§ 103 is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clainse 2-13 under 35 U.S.C. 8 103 is reversed.

REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT

KENNETH W HAI RSTON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

STUART S. LEVY
Adm ni strative Patent Judge
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