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FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 1, 4, 5 and 8 through 20. On Decenber 23, 1997
Appel lant filed an anmendnent after final. On January 14,

1998, the Examiner muailed an advisory action stating that the
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proposed anmendnent will be entered and the status of the
clains are as follows: Cains 1, 4, 5, 8, 13 through 16 and 20
are allowed. Cainms 9 through 12 and 17 through 19 stand
rejected. W note that the file shows that clainms 2, 3, 6, 7
and 12 have been cancel ed. Therefore, clains 9 through 11 and
17 through 19 are the only clains that are before us on this
appeal .

The invention relates to the control of multiple print
jobs that are respectively directed to different printers.

| ndependent claim9 is reproduced as foll ows:

9. A nethod for managing the printing of docunents in a
system having nultiple printers, conprising the steps of:

establishing separate folders that are respectively
associated with said printers;

provi di ng data which relates a docunent to be printed to
a print manager;

creating a data file which describes the docunent and
storing the data file in nmenory;

passing a reference to the data file fromthe print
manager to the folder that pertains to a designated one of
said printers on which the docunent is to be printed;

| aunchi ng a spool er programstored in the folder that is
associated with the designated printer;

transmtting the data fromthe file to a printer driver
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associated with the designated printer; and

printing the docunent on the designated printer.

The reference relied on by the Exam ner is as foll ows:
Hower, Jr. et al. (Hower) 5,467,434 Nov. 14,

1995

Clainms 9 through 11 and 17 through 19 stand rejected
under 35 U.S.C. 8 102 as being anticipated by Hower.

Rat her than repeat the argunments of Appellant or the
Exam ner, we nmake reference to the briefs' and answer for the
detail s thereof.

OPI NI ON

After a careful review of the evidence before us, we do
not agree with the Exam ner that clainms 9 through 11 and 17
t hrough 19 are antici pated by Hower.

It is axiomatic that anticipation of a claimunder § 102

can be found only if the prior art reference discloses every

'Appel lant filed an appeal brief on March 26, 1998.
Appel lant filed a reply brief on June 29, 1998. The Exam ner
mai | ed an office communi cati on on Septenber 1, 1998 stating
that the reply brief has been entered and consi dered but no
further response by the Exam ner is deened necessary.
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el enent of the claim See In re King, 801 F.2d 1324, 1326,
231 USPQ 136, 138 (Fed. Cir. 1986) and Lindemann

Maschi nenfabrik GVBH v. Anmerican Hoist & Derrick Co., 730 F.2d
1452, 1458, 221 USPQ 481, 485 (Fed. Cir. 1984). "Anticipation
is established only when a single prior art reference

di scl oses, expressly or under principles of inherency, each
and every elenent of a clainmed invention." RCA Corp. V.
Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ
385, 388 (Fed. Cir.), cert. dismssed, 468 U S. 1228 (1984),
citing Kalman v. Kinberly-Cark Corp., 713 F.2d 760, 772, 218
USPQ 781, 789 (Fed. Cir. 1983), cert. denied, 465 U S. 1026
(1984).

The Exam ner maintains in the final rejection that the
queue shown in Hower’s figure 1 as elenent 42 reads on
Appel I ant’ s cl ai med “spool er program stored in the fol der that
is associated with the designated printer.” Appellant argues
on pages 6 through 8 that Hower’s queue is not an executabl e
program Appel |l ant argues that the spool er program as clai ned
is a program which prepares a file for printing and in

contrast the queue for Hower nerely conprises area for storing
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job tickets. Appellant points to colum 7, lines 30 through
32, of Hower.

In response to this argunent, the Exami ner w thdraws from
the position that the Hower queue reads on the Appellant’s
cl ai med spool er program but then maintains that a spool er
programis inherent in the Hower teaching. On pages 2 and 3
of the reply brief, Appellant argues that the spool er program
is not inherent to the Hower teaching because it is not a
necessary result fromthe teaching of the Hower reference.
Appel  ant points out that the Hower reference teaches that a
job ticket is formed and is transmtted to one of the printer
queues. Appellant argues that it is not apparent that there
is a spooler programlaunched in each queue nor is it
i nherent. Appellant argues that the system of the Hower
patent is the conventional arrangenent depicted in appellant’s
figure 1 in which all the printer services are carried out
with a centralized printer manager. As such, appell ant
submts that the inherency rationale enployed in the rejection
is not supported by reference and cannot be applied just to

assert that each queue maintains a spool er program
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Furthernore, “[t]o establish inherency, the extrinsic
evi dence ‘nust make clear that the m ssing descriptive matter
is necessarily present in the thing described in the
reference, and that it would be so recogni zed by persons of

ordinary skill.”” In re Robertson, 169 F.3d 743, 745, 49

UsP@2d 1949, 1950-51 (Fed. Gr. 1999) citing Continental Can
Co. v. Monsanto Co., 948 F.3d 1264, 1268, 20 USPQ2d 1746, 1749
(Fed. Cir. 1991). “Inherency, however, may not be established
by probabilities or possibilities. The nere fact that a
certain thing may result for a given set of circunstances is
not sufficient.” Id. citing Continental Can Co v. Mnsanto
Co., 948 F.3d 1264, 1269, 20 USPQ2d 1746, 1749 (Fed. Cr

1991) .

Upon our review of the Hower reference, we note that
Hower teaches in colum 5, lines 2 through 10, that a server
processor is capable of combining a set of electronic
docunents and a correspondi ng conbi nation of print job

sel ections, such as a job ticket, into a job file for
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printing. In colum 7, lines 30 through 32, Hower further
teaches that the corresponding job ticket 35 is transmtted to
one of the print queues 42. W note that the reference is
silent as to the queue being capable of providing a spooler
program function. In fact, reading Hower as a whole we note

t hat Hower | eads a reader to the conclusion that the server
processor 50 perforns the preparation of the electronic
docunent 39 for printing. Therefore, we fail to find that the
Exam ner’s inherency rationale is supported by the evidence

bef ore us.

In view of the foregoing, the decision of the Exam ner
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rejecting clains 9 through 11 and 17 through 19 is reversed.

REVERSED

M CHAEL R FLEM NG )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOSEPH F. RUGE ERO )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
STUART S. LEVY )

Adm ni strative Patent Judge
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