The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 1, 3, 6, 11, 13 through 16, 18 through 20, and 22
through 28, all of the clainms pending in the present

application. Cdainms 2, 4, 5, 7 through 10, 12, 17, and 21
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have been cancel ed.

The invention relates to operation apparatus that can be
used in general - purpose mcroconputers or the like, and nore
particularly, to inprovenment of an operation apparatus for
di gital signal processing.

| ndependent claim 1l is reproduced as foll ows:

1. An operation apparatus for carrying out an
i nstruction specifying a conbined operation of an arithmetic
operation and a shifting operation using digital data of n bit
| engt h, conpri sing:

i nstruction decodi ng neans for decoding the instruction
into an arithmetic instruction indicative of the arithnetic
operation of the instruction and a shifting instruction
i ndicative of the shifting operation of the instruction;

arithmetic operation neans, coupled to said instruction
decoder neans, for receiving said digital data, carrying out
one of a plurality of arithnetic and | ogical operations
according to the arithmetic instruction in response to said
digital data, and providing an operation resultant data of 2n
bit Iength over one of a plurality of outputs in which at
| east precision of said conbi ned operation is guaranteed;

sel ection neans, coupled to said arithnetic operation
means, for selecting the one of the plurality of outputs on
whi ch said operation resultant data is provided in accordance
with a selection signal provided by said instruction decodi ng
nmeans;
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shifting operation neans having 2n bit w dth capacity,
operatively coupled to said selection neans to receive said
sel ected operation resultant data, for carrying out a shifting
operation in response to said selected operation resultant
data according to the shifting instruction; and

roundi ng processi ng neans, coupled to receive an out put
val ue of said shifting operation neans, for rounding the
out put value of said shifting operation neans to n-bit length
in accordance with a rounding instruction provided by said
i nstruction decodi ng neans, said roundi ng processi ng nmeans not
roundi ng the output value of said shifting operation neans
when the arithnmetic instruction is indicative of a |ogical
operation and roundi ng the out put value of said shifting
operation neans when the arithnmetic instruction is indicative
of an arithmetic operation,

sai d conbi ned operation specified by the instruction
being performed during a single instruction execution period.

The Exami ner relies on the follow ng reference:

Torium et al. (Torium) 5, 260, 897 Nov.
9, 1993

Cainms 1, 3, 6, 11, 13 through 16, 18 through 20, and 22
t hrough 28 stand rejected under 35 U . S.C. §8 103 as being
unpat ent abl e over Torium.

Rat her than reiterate the argunments of Appellant and the

Exam ner, reference is nade to the briefs® and the answer for

'Appellant filed an appeal brief on February 19, 1998.
Appel lant filed a reply brief on July 10, 1998. The Exam ner
mai | ed an office comunication on July 16, 1998 stating that
the reply brief has been considered and entered.
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the respective details thereof.
OPI NI ON
W will not sustain the rejection of clainms 1, 3, 6, 11
13 through 16, 18 through 20, and 22 through 28 under 35

U S C § 103.

The Exam ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clai nmed
i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. GCir. 1983). “Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable *heart’ of the
invention.” Para-Odnance Mg. V. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. G r. 1995),
citing W L. Gore & Assocs., Inc. v. @Grlock, Inc., 721 F.2d

1540, 1548, 220 USPQ 303, 309 (Fed. Gr. 1983).
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On page 9 of the brief, Appellant argues that the
roundi ng processing neans of claim1 selectively rounds the 2n
bit with output fromthe shifting operation nmeans to n bit
I ength in accordance with the rounding instruction provided by
the instruction decodi ng neans. Appellant respectively
submts that Torium does not disclose or even renotely

suggest these features.

On page 20 of the brief, Appellant argues that claim®6
recites an arithnetic nmeans as providi ng operation resultant
data of 2n bit length over one of the plurality of outputs.
The sel ection nmeans selects one of the plurality of outputs on
whi ch the operation resultant data is provided in accordance
with a selection signal provided by the instruction neans.

The shifting operation neans is recited as having 2n bit width
capacity. The roundi ng processi ng nmeans rounds an out put of
the shifting operation neans to n-bit Iength in accordance
with the roundi ng signal provided by the instruction neans.

The roundi ng processing neans is further recited as not
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roundi ng the output of the shifting operation nmeans when the
arithnmetic instruction is indicative of a |ogical operation
and roundi ng the output of the shifting operation when the
arithmetic instruction is indicative of an arithnetic
operation. Appellant respectively submts that Torium does
not di sclose or suggest these limtations as recited in
Appel lant’ s cl ai m 6.

On pages 22 and 23 of the brief, Appellant argues that
claim 13 recites an apparatus for perform ng a conbi ned
processi ng operation on a received data packet which includes
digital data and instruction data. The apparatus is recited
as including a conbination, an instruction decoder, an
arithnetic operator, a shifter and a rounding unit. The
rounding unit is recited as rounding the shift data when the
arithnmetic operator provides resultant data based on an
arithmetic operation and not for rounding the shift data when
the arithnmetic operator provides resultant data based on a
| ogi cal operation. Appellant argues that Torium does not
di sclose these limtations as recited in Appellant’s claim13.

On page 24 of the brief, Appellant argues that
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Appel lant’s claim25 is directed to a nethod of performng a
conbi ned processing operation on a received data packet which
includes digital data and instruction data and includes in
conbi nation steps a) through d). Appellant points out that
step d) as clainmed includes rounding the shift data when the
resultant data is provided based on an arithmetic operation
and not rounding the shift data when the resultant data is
provi ded based on a | ogical operation. Appellant argues that
Torium does not disclose these [imtations as recited in
Appel  ant’ s cl ai m 25.
We note that Appellant’s claim1l recites
roundi ng processi ng neans, coupled to receive an out put
val ue of said shifting operation neans, for rounding the
out put val ue of said shifting operation nmeans to n-bit
I ength in accordance with a rounding instruction provided
by said instruction decodi ng neans, said rounding
processi ng neans not roundi ng the output value of said
shifting operation nmeans when the arithnmetic instruction
is
indicative of a |ogical operation and roundi ng the out put
val ue of said shifting operation neans when the
arithnmetic instruction is indicative of an arithnetic
oper ati on.

We further note that Appellant’s claim®6 recites

roundi ng processi ng neans, coupled to said shifting
operation neans, for rounding an output of said shifting
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operation neans to n-bit length in accordance with a
roundi ng signal provided by said instruction neans, said
roundi ng processi ng neans not rounding the output of said
shifting operation neans when the arithnmetic instruction
is indicative of a |logical operation and rounding the

out put of said shifting operation neans when the
arithmetic instruction is indicative of an arithnetic
oper ati on.

We note that Appellant’s claim 13 recites
a rounding unit, coupled to said shifter, for rounding
the shift data when said arithnetic operator provides
resultant data based on an arithnetic operation and for
not rounding the shift data when said arithnmetic operator
provi des resultant data based on a | ogical operation.
Finally, we note that Appellant’s claim25 recites nmethod step
d) rounding the shift data when the resultant data is
provi ded based on an arithmetic operation and not
roundi ng the shift data when the resultant data is
provi ded based on a | ogical operation.
Thus, we find that all the independent clains require a
roundi ng process which selectively rounds based on an

arithnetic operation or selectively does not round based upon

a | ogical operation.

On pages 4 and 5 of the answer, the Exam ner acknow edges
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that Torium does not teach a roundi ng processi ng neans t hat
rounds the output of the shifting operation nmeans when the
instruction is indicative of an arithmetic operation and does
not round the output of the shifting operation nmeans when the
instruction is indicative of a |ogical operation. In response
to the Appellant’s argunent, the Exam ner on page 7 of the
answer agrees that Torium fails to disclose a rounding
processi ng neans as clainmed but argues that one of ordinary
skill in the art would be notivated to provide such a roundi ng
means as clainmed. The Exam ner cannot provide or point to any
indication in Torium that provides support for this
assertion.

Upon our review of Torium, we fail to find that Torium
t eaches or suggests a roundi ng processi ng nmeans or a roundi ng
step as recited in Appellant’s clains. W note that it is the
burden of the Exam ner to provide such evidence.

We are not inclined to dispense with proof by evidence
when the proposition at issue is not supported by a teaching
in a prior art reference or shown to be conmon know edge of

unquesti onabl e denonstration. Qur review ng court requires
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this evidence in order to establish a prinma facie case. Inre
Pi asecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-88 (Fed.
Cir. 1984); In re Knapp-Mnarch Co., 296 F.2d 230, 232, 132
USPQ 6, 8 (CCPA 1961); In re Cofer, 354 F.2d 664, 668, 148

USPQ 268, 271-72 (CCPA 1966). Furthernore, our review ng
court states in In re Piasecki, 745 F.2d at 1472, 223 USPQ at,
788 the follow ng:

The Suprene Court in Gahamv. John Deere Co., 383 U S 1

(1966), focused on the procedural and evidentiary

processes in reaching a conclusion under section 103. As

adapted to ex parte procedure, G ahamis interpreted as
continuing to place the “burden of proof on the Patent

Ofice which requires it to produce the factual basis for

its rejection of an application under sections 102 and

103." (CGting In re Warner, 379 F.2d 1011, 1016, 154

USPQ 173, 177 (CCPA 1967)).

On page 7 of the answer, Appellant refers to reference
Cocanougher, U.S. Patent No. 5,212,662. W note that this
reference was not relied upon in the rejection. Qur review ng
court has stated that where a reference is relied on to
support a rejection, whether or not in a mnor capacity, there
woul d appear to be no excuse for not positively including the

reference in the statenent of the rejection. 1In re Hoch, 428

F.2d 1341, 1342, 166 USPQ 406, 407 (CCPA 1970).
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In view of the foregoing, we have not sustained the
rejection clains 1, 3, 6, 11, 13 through 16, 18 through 20,
and 22 through 28 under 35 U.S.C. § 103. Accordingly, the
Exam ner’ s decision is reversed.

REVERSED

LEE E. BARRETT )
Adm ni strative Patent Judge

BOARD OF PATENT
M CHAEL R FLEM NG

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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Birch Stewart Kol asch & Birch
P. O. Box 747

Fall s Church, VA 22040-0747
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