THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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BAHR, Adninistrative Patent Judge.

1 Application for patent filed Decenber 13, 1995.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 1 through 3, which are all of the clains
pending in this application.

W AFFIRM and enter new rejections under 37 CFR §

1.196(b).



Appeal No. 1999-0608 Page 3

Application No. 08/571, 471

BACKGROUND

The appellant's invention relates to a rolling bearing
for supporting a shaft of a hand-piece to which a dental
rotary cutting tool is attached. It is inportant to appell ant
that the bearing conprise a retainer which is a sintered
pol yi m de nmenber forned by sintering a polyimde resin powder,
havi ng 5-20% by vol ume pores, and a fluorinated oi
i npregnated into the sintered nmenber and filling the pores. A
copy of the clains on appeal is contained in the appendix to
the appellant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Dan' hat a JP 02-118216 May 2, 1990
Mat sunot o JP 03-272320 Dec. 4, 19912

Appel lant's Admitted Prior Art on pages 2, 3 and 6 of the
specification (APA)3

Ref erences nade of record by this panel of the Board are:

Manwi | | er 4,238, 538 Dec. 9, 1980

2 Copi es of English language translations of Dan'hata and Matsunpto,
prepared by the Patent and Trademark O fice, are appended hereto.

3 Appel l ant has not chal | enged the exanminer's characterization of this
subject matter as admitted prior art.
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Mor i guchi JP 05-043884 Jul. 2, 1993¢

The following rejection is before us for review

Clains 1 through 3 stand rejected under 35 U.S.C. § 103
as bei ng unpatentable over appellant's APA in view of
Mat sunot o and Dan' hat a.

Reference is nade to the brief (Paper No. 9) and reply
brief (Paper No. 11) and the answer (Paper No. 10) for the
respective positions of the appellant and the exam ner with
regard to the nerits of this rejection.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant’'s specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

4 This is the exam ned Japanese patent publication mentioned on page 2
of the appellant's specification. An English |anguage translation of this
reference, prepared by the Patent and Trademark O fice, is appended hereto.
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Bef ore addressing the exam ner's rejections based upon
prior art, it is essential that the clained subject matter be
fully understood. Analysis of whether a claimis patentable
over the prior art under 35 U.S.C. 88 102 and 103 begins with
a determnation of the scope of the claim The properly
interpreted clai mnust then be conpared with the prior art.
Claiminterpretation nust begin with the |anguage of the claim

itself. See Smithkline Diagnostics, Inc. v. Helena

Laboratories Corp., 859 F.2d 878, 882, 8 USPQRd 1468, 1472

(Fed. Cir. 1988). Accordingly, we will initially direct our
attention to appellant's claim1l to derive an understandi ng of
t he scope and content thereof.

Claiml recites, inter alia, a "retainer being a
substantially polyimde sintered nenber fornmed by sintering a
pol yi mi de resin powder" (enphasis added).

The term "substantially” is a termof degree. Wen a
word of degree is used, such as the term "substantially" in
claiml, it is necessary to determ ne whether the
specification provides sone standard for neasuring that

degree. See Seattle Box Conpany, Inc. v. Industrial Crating &
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Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 573-74 (Fed.

Cir. 1984).

Havi ng carefully reviewed appellant's specification,
including the original clains, we find that, with the
exception of claim11® the term"substantially" is not used.
Appel lant's specification states: (1) on page 5, a polyimde
(PI') resin known as MELDI N™ made by Di xon may be used as the
resin of the invention; (2) on page 7, the inventive retainer
of Exanple 1 was
made by inmersing a porous Pl nenber (MELDIN 8100 by Di xon,
17% porosity) in fluorinated oil; (3) on page 9, the inventive
retai ner of Exanple 2 was forned froma porous Pl nenber
(MELDI N 9000 by Di xon, 20% porosity) and (4) on page 9, the
inventive retainer of Exanple 3 was formed from a porous
menber of Pl resin (U P-S by Ube Kosan, 8% porosity).

Wil e these portions of the specification disclose a
polyimde resin retainer, they do not provide explicit
gui del ines defining the term nol ogy "substantially polyimnm de"

as used in claiml1. Furthernore, there are no guidelines that

SCdaimi1 was first anended to include the term"substantially" in Paper
No. 6.
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woul d be inplicit to one skilled in the art defining the term
"substantially" as used in the term nology "substantially
pol yi m de" that would enable one skilled in the art to
ascertain what is nmeant by "substantially."” For exanple, one
cannot ascertain with any certainty whether the pol yam dei m de
resin of the APA (or the Mriguchi patent publication
mentioned therein) is "substantially polyimde" or whether the
resin taught by Dan' hata conprising 20 to 40% pol yim de resin
is "substantially polyimde." Absent such guidelines, we are
of the opinion that a skilled person would not be able to
determ ne the nmetes and bounds of the clainmed invention with
the precision required by the second paragraph of 35 U S.C. §
112.°

Accordingly, it is our opinion that claiml is indefinite
for failing to particularly point out and distinctly claimthe

invention. Thus, we enter a new ground of rejection of claim

6 The fundanental purpose of a patent claimis to define the scope of
protection and hence what the claimprecludes others fromdoing. Al things
consi dered, because a patentee has the right to exclude others from naking,
using and selling the invention covered by a United States letters patent, the
public nust be apprised of what the patent covers, so that those who approach
the area circunscribed by the clains of a patent may nore readily and
accurately determ ne the boundaries of protection in evaluating the
possibility of infringenent and domi nance. See |n re Hammack, 427 F.2d 1378,
1382, 166 USPQ 204, 208 (CCPA 1970).
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1, and clains 2 and 3 which depend therefrom under 35 U S. C
§ 112, second paragraph, as set forth infra.

Next we turn to the examner's rejection of clains 1
through 3 under 35 U. S.C. § 103 as bei ng unpatentabl e over
appellant's APA in view of Matsunoto and Dan' hata. W
recogni ze the inconsistency inplicit in our holding that
clainms 1 through 3 are rejectable under 35 U S.C. § 112,
second paragraph, as failing to particularly point out and
distinctly claimthe invention with a holding that these
clainms are unpatentable under 35 U.S.C. § 103. Normally, when
substantial confusion exists as to the interpretation of a
cl aimand no reasonably definite meaning can be ascribed to
the ternms in a claim a determnation as to patentability

under 35 U.S.C. 8 103 is not made. See In re Steele, 305 F. 2d

859, 134 USPQ 292 (CCPA 1962) and In re WIlson, 424 F.2d 1382,

165 USPQ 494 (CCPA 1970). However, in this instance, we
consider it to be desirable to avoid the inefficiency of

pi eceneal appellate review See Ex parte |onescu, 222 USPQ

537 (Bd. App. 1984). Therefore, in the interest of judicial
econony, we interpret "substantially polyimde" in appellant's

claiml1l as requiring a retainer formed froma materi al
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containing polyimde resin and, for the reasons set forth
bel ow, conclude that the conbined teachings of appellant's
APA, Matsunoto and Dan' hata are sufficient to have suggested
to one of ordinary skill in the art at the tine of appellant's
i nvention the subject matter of the appeal ed cl ai ns.

The APA di scussed on page 2 of the appellant's
specification discloses a rolling bearing conprising a
retai ner nade of a polyam deim de resin and inpregnated with a
conpletely fluorinated oil

Dan' hata di scloses a sliding material for use in a
bearing conprising a mxture of 40 to 70% of an et hyl ene
tetrafluoride resin (PTFE), 20 to 40% polyinm de resin as a
heat-resistant resin and a solid lubricant resin (translation,
pages 3 and 4). The sliding material has a porosity of 10 to
20% According to Dan'hata, the resulting material is a wear-
resi stant material having outstanding frictional
characteristics and i nproved hol ding capacity for lubricating
oils, as conpared with PTFE al one.

Mat sunot o di scl oses nol di ng and sintering of a m xture of

boron carbi de and nesophase carbon spherocrystal (translation,

page 2).
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We find the conbi ned teachings of appellant's APA and
Dan' hata sufficient, even without the teachings of Matsunoto,
to have suggested nodification of the APA retainer by
repl aci ng the pol yam deim de resin with the PTFE-pol yi m de-
| ubricant resin mxture having a porosity of 10 to 20% as
taught by Dan' hata to obtain a sliding material having
desirabl e wear resistance, friction properties and oil hol ding
capacity. Further, we consider the inclusion of 20 to 40%
polyimde resin in the retainer material sufficient to neet
the limtation in claiml that the retainer be a
"substantially polyimde" nenber, given our interpretation of
"substantially polyimde" as requiring a retainer formed from
a material containing polyimde resin.

Appel l ant' s argunment on page 5 of the brief that "[t] here
is no teaching, suggestion, or disclosure in any of the art of
record that sintering of a polyimde resin powder forned body
IS even possible"” cannot be an argument that sintering of
pol ymer resins such as pol yam dei m des and pol yi m des is not
known in the art, as appellant's own specification (page 2)

i ndi cates that NTN Corporation proposed use of a sintered

pol yam dei m de resin (Mriguchi translation, page 7) as a
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bearing holder in the Mriguchi patent publication 05-043884
and as appell ant has not chall enged the exam ner's
characterization of this disclosure as admtted prior art.
Mor eover, al though Dan' hata does not use the term"sinter,"
the processing of the resin material disclosed in the |ast
seven lines of the first full paragraph of page 5 of the
transl ation thereof appears to us to inherently be a sintering
process. Thus, in our opinion, the conbined teachings of
appel l ant's APA and Dan' hata, even w thout the teachings of
Mat sunot o, woul d have suggested to one of ordinary skill in
the art at the tine of the appellant's invention sintering of
t he pol yi m de-containing resin material taught by Dan' hata to
formthe sliding material having a porosity of 10 to 20%
Accordingly, we shall sustain the examner's 35 U.S.C. §
103 rejection of claiml1, and clainms 2 and 3 which stand or
fall therewith according to page 4 of the appellant's brief.

See In re Nielson, 816 F.2d 1567, 1572, 2 USPQ@d 1525, 1528

(Fed. Gr. 1987) and 37 CFR 88 1.192(c)(7) and
1.192(c)(8)(iv).

NEW GROUNDS OF REJECTI ON
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Pursuant to the provisions of 37 CFR § 1.196(b), we enter
the foll owi ng new grounds of rejection:

1. Clains 1 through 3 are rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch appel |l ant regards as the invention.

As di scussed above and i ncorporated herein, our review of
the appellant's specification | eads us to conclude that one of
ordinary skill in the art would not be able to understand the
nmet es and bounds of the term nology "substantially polyimde"
in independent claim1. As clainms 2 and 3 depend fromclaim1l
and thus incorporate all of the limtations therein, these
clains are |ikew se indefinite.

2. Claims 1 through 3 are rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over the admtted prior art of Figure 1 as
descri bed on page 1, third paragraph, of the appellant's
specification in view of Manwi |l er and Moriguchi.

According to Figure 1 and page 1 of the appellant's
specification, a conventional, or prior art, dental hand-piece
conprises a rolling bearing assenbly (2), including a retainer

(1) disposed between inner and outer nenbers, for rotatably
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supporting a shaft (4) on which a dental cutting tool (3) is
detachably nmounted. This admitted prior art does not specify
the material of the retainer (1).

Manwi | | er discloses sintered polyimde resin articles
(colum 8, lines 60-68) which have desirable electrical,
physi cal and chem cal characteristics, such as corrosion
resi stance and resistance to nelting upon exposure to high
tenperatures for extended periods of tine, such that they
retain their strength and exhibit excellent response to work-
| oadi ng at el evated tenperatures for prolonged periods of tine
(colum 7, line 65, to colum 8, line 13). Manwiller further
teaches that such articles are useful "as high tenperature
mechani cal and el ectrical parts, such as bearings and seal s,
particularly those requiring | ow thermal expansion” (colum

13, lines 52-55).

The selection of a known material based upon its
suitability for the intended use is a design consideration

within the skill of the art. In re Leshin, 277 F.2d 197, 199,

125 USPQ 416, 418 (CCPA 1960).



Appeal No. 1999-0608 Page 14
Application No. 08/571, 471

It woul d have been obvious to one of ordinary skill in
the art to use a sintered polyimde resin as the retainer
material in the rolling bearing of appellant's admtted prior
art in view of the teaching by Manwi |l er of the desirable
strength and tenperature and wear resistance properties of
sintered polyimde resins and of their suitability for use in
beari ngs.

Further, Moriguchi discloses the inpregnation of a
sintered polynmer bearing holder with fluorinated oils such as
per fl uoropol yet her and perfl uoropol yal kyl et her to render the
beari ng hol der self-lubricating. Moriguchi further teaches
that a 7 to 17 percent volunme percentage of continuous pores
is desirable so as to optimze the oil retention percentage of
the retainer (translation, page 6).

In view of the teachings of Mriguchi, it would have been
obvious to one of ordinary skill in the art at the tinme of
appellant's invention to have further nodified the sintered
polyi m de retainer of appellant's admtted prior art (as
already nodified in view of Manwi Il er, as discussed above) by
impregnating it with a fluorinated oil such as

per fl uoropol yet her or perfluoropol yal kyl ether to render the
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retainer self-lubricating and by providing a 7 to 17 percent
vol une percentage of continuous pores in the sintered
polyimde retainer so as to optimze the oil retention

per cent age of the retainer.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 through 3 under 35 U . S.C. 8§ 103 is affirnmed. New
rejections of clains 1 through 3 under 35 U. S.C. 8§ 112,
second paragraph, and 103 are added pursuant to the provisions
of 37 CFR § 1.196(b).

In addition to affirmng the examner's rejection of one
or nore clains, this decision contains new grounds of
rejection pursuant to 37 CFR 8 1. 196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53131, 53197 (Cct.
10, 1997), 1203 Of. Gaz. Pat. Ofice 63, 122 (Cct. 21,
1997)). 37 CFR § 1.196(b) provides, "A new ground of
rejection shall not be considered final for purposes of
judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)

provi des:
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(b) Appellant may file a single request for
rehearing within two nonths fromthe date of the
ori ginal decision

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust exerci se

one of the following two options with respect to the new
grounds of rejection to avoid term nation of proceedings (37
CFR § 1.197(c)) as to the rejected clai ns:

(1) Submt an appropriate anendnent of the

claims so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sanme record.

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere

incident to the limted prosecution, the affirmed rejection is

over cone.
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| f the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirmed rejection, including any tinmely request

for rehearing thereof.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED;, 37 CFR § 1.196(b)

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

WLLIAM F. PATE |11 APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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