THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DEAN P. SCHUVACHER

Appeal No. 99-0629
Application No. 08/778,059*

ON BRI EF

Bef ore NASE, CRAWFORD, and BAHR, Adninistrative Patent Judges.
BAHR, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 17 through 27. dains 1 through 13, 15

and 16, the only other clains still pending in this

! Application filed Novenber 1, 1996, for reissue of U S. Patent No.
5,359,985 (Application No. 08/027,623, filed March 8, 1993).
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application, have been indicated as allowable (final
rejection, page 4).?2
We AFFI RM | N- PART and REMAND,

BACKGROUND

The appellant's invention relates to a projectile
apparatus adapted to be worn on the hand of a user. An
under st andi ng of the invention can be derived froma reading
of exenplary clainms 17 and 25, which appear in the appendix to
t he exam ner's answer.?3

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Breneman et al. (Brenenan) 3,453,774 Jul . 8,
1969

Tsao 4,848, 307 Jul .
18, 1989

2 W renind the appellant and the examiner that 37 CFR § 1.175(b) (1)
requires that, for any error corrected which is not covered by a reissue
decl aration, "applicant must submit a supplenental oath or declaration stating
that every error arose w thout any deceptive intention on the part of the
applicant.”

3 As noted by the examiner (answer, page 3), the copies of clains 17
through 26 in the appendix to the appellant's brief do not accurately reflect
the clainms in the record.
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W son 5, 158, 208 Cct. 27,
1992 An additional reference nmade of record by this panel

of the Board is:*
St ei ner 2, 888, 004 May 26,
1959 The following rejections are before us for review?®
1. Clainms 17 through 27 stand rejected under 35 U S.C. 8§
112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch the appell ant regards as the invention.
2. Clains 25 and 27 stand rejected under 35 U S.C. § 103 as
bei ng unpatent abl e over Brenenman in view of Tsao.
3. Clainms 17 through 22, 24 and 26 stand rejected under 35
U S.C. 8 103 as being unpatentable over Breneman in view of
W son.

The conplete text of the exam ner's rejections and

response to the argunent presented by the appellant appears in

4 A copy of this patent is appended hereto.

5> The rejections of clains 17 through 24 under 35 U.S.C. § 112, first
par agraph, and of claim 27 under 35 U. S.C. 8 251 are assuned to be wi thdrawn
in viewof the examner's failure to carry these rejections forward and
restate themin the answer. Ex parte Enm 118 USPQ 180, 181 (Bd. App. 1957).
The appel | ant appears to concede that claim27 should be withdrawn (brief,
page 3). Nevertheless, we shall decide the appeal of the 35 U.S.C. 8§ 103 and
112, second paragraph, rejections of claim27, since the appellant has not
expressly withdrawn the appeal as to this claim
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the final rejection (Paper No. 6, mailed August 7, 1997) and
the exam ner's answer (Paper No. 9, nmailed March 18, 1998),
whil e the conplete statenent of the appellant's argunment can
be found in the brief (Paper No. 8, filed Decenber 8, 1997).
CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the
determ nati ons which follow

Rejection 1

The exam ner considers clainms 17 through 27 to be
i ndefinite because the term"trigger" used in the clains
cannot be found in the appellant's specification. Further,
apparently with regard to clains 17 through 24, the exam ner
asserts:

Appel I ant argues that the phrase "trigger neans” may

include a single trigger that operates plural

di scharge chanbers. No support can be found in the

specification for this structure. 1In the

speci fication, each discharge neans is connected to
only one respective chanber such that actuation of a
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si ngl e di scharge neans | aunches a single respective
projectile [answer, page 4].

Clainms 17 through 27 are each directed to a conbi nation
of elenments, including an elenment ("trigger nmeans for
triggering said first discharge neans and said second
di scharge neans") expressed in neans-plus-function format. As

explained in In re Donal dson, 16 F.3d 1189, 1193, 29 USPQd

1845, 1848-49 (Fed. Cr. 1994), the PTO nust treat neans-pl us-
function limtations in accordance with the statutory nandate
of 35 U.S.C. §8 112, paragraph 6, which reads:
An elenent in a claimfor a conbination may be expressed
as a neans or step for performng a specified function
w thout the recital of structure, material, or acts in
support thereof, and such claimshall be construed to
cover the corresponding structure, material, or acts
described in the specification and equival ents thereof.
Al t hough paragraph six statutorily provides that
applicants may use neans-plus-function |anguage in a claim
applicants are still subject to the requirenent of paragraph

two of section 112 that a claim"particularly point out and

distinctly claim the invention. |n re Lundberg, 244 F.2d

543, 547-48, 113 USPQ 530, 534 (CCPA 1957). Therefore, if one

enpl oys neans-pl us-function |anguage in a claim one nust set
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forth in the specification an adequate discl osure show ng what
is neant by that |anguage. |If an applicant fails to set forth
an adequate disclosure, the applicant has in effect failed to
particularly point out and distinctly claimthe invention as
requi red by the second paragraph of section 112.

A neans-plus-function claimlimtation satisfies the
second paragraph of section 112 if: (1) the witten
description |inks or associates particular structure,
materials or acts to the function recited in a neans-pl us-
function claimlimtation or (2) it is clear based on the
facts of the application that one skilled in the art would
have known what structure, materials, or acts performthe
function recited in the neans-plus-function limtation. See

In re Dossel, 115 F.3d 942, 946, 42 USPQ2d 1881, 1885 (Fed.

Cr. 1997).
In this case, the appellant's specification describes
five projectile reception chanbers (24, 26, 28, 30, 32)
adapted to receive projectiles (34). The specification
descri bes each of the chanbers as foll ows:
As shown, chanber 32 includes a first narrow

portion 50 which has a diameter slightly larger than
the dianmeter of the body 51 of dart 34. In this
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manner, dart 34 is frictionally secured within
portion 50. Moreover, chanber 34 [sic, 32] also

i ncludes a dart discharge nenber 52 having a first
portion 54 which is longitudinally deployed within
chanber 32 and a second flanged portion 56 which is
coupled to a spring 58. As shown, portion 58 [sic,
56] further includes an outwardly and horizontally
projecting portion 60 having a recessed portion 61
which is in selective engagenent with nenber 64.
Menber 64 is pivotally deployed within chanber 32
and includes a rounded portion 66 which is adapted
to substantially encircle thunb 20.

I n operation, nmenber 56 is pushed or biased
agai nst spring 58 before dart 34 is deployed within
chanber 32. After such biasing has occurred, nenber
64 is noved to a first |ocking position in which
portion [sic, nenber] 64 engages and is contained in
recessed portion 61 thereby preventing the biased
spring from noving nenber 56 within the chanber 32.
Subsequently, dart 34 is frictionally depl oyed
Wi thin portion 50 of chanber 32. Wen it is desired
to shoot or discharge dart 34, portion 66 is noved
downwar d t hereby di sengagi ng portion 61 from portion
60 [sic, nenber 64]. Upon such di sengagenent,
bi ased spring 58 pushes nenber 56 in a | ongitudinal
manner wi thin chanber 32. Such novenent, shown in
phantomin FIG 5, causes air residing within the
chanber to be conpressed and to force dart 34
outward fromapparatus 10. In a sim/lar manner,
each of the other darts 24-30 may be concurrently or
successi vel y di spensed or shot from apparatus 10 by
t he novenent of identical portions 66 within each of
t he ot her chanbers 24-30 [colum 2, lines 19 through
52 of U S. Pat. No. 5,359, 985].

Notw t hstandi ng that the term"trigger" does not appear

in the appellant's specification, we are satisfied that one of
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ordinary skill in the art would have known, fromreading this
di sclosure in the appellant's specification, that the nenbers
(64) constitute the structure that perfornms the function of
triggering the first discharge nmeans and second di scharge
means (dart di scharge nenber 52).

In making this rejection, the exam ner points out that 37
CFR 8 1.75(d)(1) requires that the words and phrases used in
the clains nust appear in the specification (final rejection,
page 2). Wile it is true that 37 CFR §8 1.75(d) (1) provides,
in part, "the terns and phrases used in the clainms nust find
cl ear support or antecedent basis in the description so that
the neaning of the ternms in the clains nay be ascertainabl e by
reference to the description,” conpliance with 37 CFR §
1.75(d)(1) is not required for conpliance with the second
paragraph of 35 U.S.C. 8§ 112 and, as such, is not relevant to
the rejection before us.

As to the exam ner's suggestion that the appellant's
specification fails to set forth an adequate disclosure of the
"trigger means . . ." in that it does not disclose a single
trigger that operates plural chanbers, the "broadest

reasonabl e interpretation” that an exam ner may give
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means- pl us-function | anguage is that statutorily mandated in
par agr aph six of section 112. Accordingly, the PTO may not

di sregard the structure disclosed in the specification
correspondi ng to such | anguage when rendering a patentability
determnation. Donaldson. |In this case, as discussed above,
the appellant's specification describes a plurality of nenbers
(64) each associated with a corresponding one of a plurality
of discharge nenbers (52) within reception chanbers (24, 26
28, 30, 32). Thus, the "trigger neans for triggering said
first discharge nmeans and sai d second di scharge nmeans” nust be
construed to cover only that structure and its equivalents.®

If a single trigger nmenber that actuates plural discharge
means in plural discharge chanbers is not an equival ent of the
di scl osed structure, the claimcannot be read to include such
structure. However, whether such a structure is an equival ent

of the disclosed structure is not germane to the issue before

6 Although, as discussed above, we assunme the exam ner has withdrawn the
rejection of claims 17 through 24 under 35 U. S.C. § 112, first paragraph, we
also note, for the record, that the above-nentioned disclosure was included on
pages 3 and 4 of the appellant's specification as originally filed in
Application 08/027,623. Accordingly, the "trigger neans for . . ." linmitation
is fully supported by the appellant's original disclosure as required by 35
U S C 8§ 112, first paragraph.
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us, since section 112 does not require an applicant to
di scl ose each and every equival ent of the claimed structure.
For the foregoing reasons, we cannot sustain the
examner's rejection of clainms 17 through 27 under 35 U S.C. 8§
112 on the basis that the appellant's specification fails to
provi de adequate disclosure of "trigger neans for triggering
said first discharge neans and said second di scharge neans."
However, as the appellant has not chall enged the
examner's further findings that "an air conprising portion"
in claim25 and “conprising” in claim?27 are not clear (final
rejection, page 2), we shall sunmmarily sustain the exam ner's
rejection of clainms 25 and 27, and cl aim 26 which depends from
claim25, under 35 U.S.C. 8§ 112, second paragraph, on these
bases.

Rej ection 2

Breneman di scloses a rifle (28) adapted for nounting over
the forearm and hand of a user by nmeans of a nmechani cal hand
(1). The rifle (28) conprises a barrel (30), a bullet (32), a
firing pin (33), a firing spring (34) conpressed between a
shoul der (47) of the firing pin and the bullet, a trigger (36)

and an activator nmeans (8) conprising a finger grip (15)
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connected by neans of connection rods (18) to a trip pin (38).
When the user pulls the finger grip (15), the trip pin (38)
causes the trigger (36) to rotate clockw se as shown in Figure
2, thereby releasing a bullet (32), which is fired fromthe
barrel under the force of the spring (34). It does not appear
to be in dispute that Breneman discloses a projectile
apparatus as recited in clains 25 and 27, except that the
Breneman di scharge nmeans (firing pin 33 and spring 34) expels
the bullet (32) by direct inpact with the bullet rather than
by air conpression.

In rejecting clains 25 and 27, the exam ner states that

[ Tsao] teaches the use of an air conpressing portion 41

for propelling a projectile 8. Trigger nmeans 14 coupl ed

to discharge neans 5 for triggering discharge neans 5.

It woul d have been obvious to a person having ordinary

skill in the art at the tinme of [appellant’'s] invention

to nodify the

gun of Breneman as taught by [Tsao] for the purpose of

increasing the life of the propelling nmechanism [Tsao],

col. 1, lines 18-24 [final rejection, page 3].

The appel l ant argues that it would not have been obvi ous
to nodify the apparatus of Breneman to provide an air

conpressi on di scharge neans because Breneman teaches away from

t he
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appellant's air conpressing nechanism (brief, page 6). The
appel  ant does not set forth any specific basis for this
assertion.

Li ke the exam ner (answer, page 5), we find that Breneman
nmerely teaches one neans for |aunching projectiles. Tsao
recogni zes air conpression as an alternative to the type of
propul si on nmechani sm di scl osed by Breneman and suggests
advant ages, such as safety and durability, of using an air
conpressi on nechani sm (colum 1, lines 5 through 36). For the
foregoi ng reasons, we are satisfied that the conbi ned
t eachi ngs of Breneman and Tsao woul d have suggested to one of
ordinary skill in the art nodification of the Brenenman
apparatus by replacing the direct inpact nechanismwth an air
conpr essi on nechani sm

As to the specific question of "teaching away," our

reviewing court inlnre Gurley, 27 F.3d 551, 553, 31 USPQd

1130, 1331 (Fed. Cr. 1994) stated:

A reference may be said to teach away when a person of
ordinary skill, upon [exam ning] the reference, would be
di scouraged fromfollow ng the path set out in the
reference, or would be led in a direction divergent from
the path that was taken by the applicant.
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We can find no teaching or suggestion in Breneman which
woul d di scourage one of ordinary skill in the art from
provi ding an alternate nechanism such as air conpression, for
transferring an expulsion force to the bullet. Sinply that
there are differences between two references (in this case,
di fferent neans of transferring expulsion force to a
projectile) is insufficient to establish that such references

"teach away" from any conbination thereof. See In re Beattie,

974 F.2d 1309, 1312-13, 24 USPQd 1040, 1042 (Fed. Cr. 1992).
Accordingly, we shall sustain the examiner's rejection of
clainms 25 and 27.7

Rej ection 3

We shall not sustain the examner's rejection of clains
17 through 22, 24 and 26 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Breneman in view of WI son.

The test for obviousness is what the conbi ned teachi ngs
of the references woul d have suggested to one of ordinary

skill in the art. See In re Young, 927 F.2d 588, 591, 18

" In view of the appellant's argunent directed to claims 17 to 22, 24
and 26 on pages 6 and 7 of the brief, we presune the appellant's grouping of
claim26 with claim25, rather than with clains 17 through 22 and 24 to have
been an inadvertent error.
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USP2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F. 2d

413, 425, 208 USPQ 871, 881 (CCPA 1981).

Clainms 17 through 22, 24 and 26 require first and second
recepti on chanbers and first and second di scharge neans
associated with the first and second chanbers, respectively.
Breneman di scl oses only one chanber or barrel (30) and one
di scharge neans (firing pin 33 and spring 34). The exam ner
relies upon Wlson to show that the use of either a single
reception chanber and trigger or a plurality of reception
chanbers and triggers is a matter of design choice (fina
rejection, page 4).

W son discl oses a water cannon apparatus conprising a
si ngl e-chanber pressurized fluid storage tank (11) connected
by a fluid conduit (16) to a single outlet port (17) of a
gl ove (15), shown in Figure 3, for permtting discharge of the
fluid upon actuation of a single trigger valve (19) or,
alternatively, a multiple-chanber tank (1l1a) connected via
mul tiple conduits to respective nmultiple outlet ports (41 to
44) of a nodified glove (15a), shown in Figures 9 and 10
(colum 3, line 42 to colum 4, line 31). The nmultiple outlet

port enbodi nent conprises a trigger valve (45 to 48) for each
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port, thereby permtting selective flow from each chanber, so
that "various fluids nmay be utilized, such as fluids with

wat er soluble dyes to inpart a desired effect upon a target”
(colum 4, lines 34 to 40). As the Breneman apparatus is
directed to expulsion of solid projectiles, we are of the
opinion that the teaching by Wlson to use nultiple

pressuri zed chanbers, outlet ports and trigger val ves for

sel ective use of various fluids would not have notivated one
of ordinary skill in the art to nodify the Breneman apparat us
to provide multiple barrels and firing nechani sns.

REMAND TO THE EXAM NER

The application is renmanded to the exam ner to consi der,
on the record: (1) the applicability of the "recapture
doctrine” in this application and (2) the applicability of
prior art references teaching multiple-barrel projectile
devices to the reissue clains.

(1) The recapture rule

An attorney's failure to appreciate the full scope of the

invention qualifies as an error under 35 U . S.C. 8§ 251 and is

correctable by reissue. Inre Wlder, 736 F.2d 1516, 1519,

222 USPQ 369, 370-71 (Fed. Cir. 1984). Nevertheless,
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"del i berate withdrawal or amendnment . . . cannot be said to
i nvol ve the inadvertence or m stake contenplated by 35 U.S. C

Section 251." Haliczer v. United States, 356 F.2d 541, 545,

148 USPQ 565, 569 (Ct. d. 1966). The recapture rule,
therefore, prevents a patentee fromregai ning through reissue
the subject matter that he surrendered in an effort to obtain

al l owance of the original clains. See Mentor Corp. V.

Coloplast, Inc., 998 F.2d 992, 995, 27 USPQ2d 1521, 1524 (Fed.

Cir. 1993). Under this rule, clains that are "broader than
the original patent clainms in a manner directly pertinent to
the subject matter surrendered during prosecution” are
inmpermssible. [d. at 996, 27 USPQ2d at 1525. |n other
words, if the reissue claimis as broad as or broader than the
cancel ed or anmended claimin an aspect germane to a prior art
rejection, but narrower in another aspect conpletely unrel ated
to the rejection, the recapture rule bars the claim if the
reissue claimis narrower in an aspect germane to a prior art
rejection, and broader in an aspect unrelated to the
rejection, the recapture rule does not bar the claim |In re
Cenent, 131 F.3d 1464, 1470, 45 USPQ2d 1161, 1165 (Fed. GCr

1997). In addition, to determ ne whether an applicant
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surrendered particul ar subject nmatter, the PTO nust |ook to
t he prosecution history for argunents and changes to the

claims made in an effort to overcone a prior art rejection.
See Mentor, 998 F.2d at 995-96, 27 USPQ2d at 1524-25; Ball

Corp. v. United States, 729 F.2d 1429, 1436, 221 USPQ 289,

294-95 (Fed. Cir. 1984).

Wth this as background, we remand the application to the
exam ner to consider, on the record, whether reissue clains 17
through 27 attenpt to regain through rei ssue subject matter
surrendered during prosecution of Application No. 08/ 027,623
in Paper No. 12 therein, in an effort to overcone a prior art
rejection. W direct the examner's attention particularly to
the following itens in the record of Application NO
08/ 027,623: (1) claim9 as presented prior to the filing of
Paper No. 12, (2) the anmendnents nade in Paper No. 12 and (3)
the appellant's remarks bridgi ng pages 7 and 8 of Paper No.
12.

(2) Prior Art Miultiple-Barrel Projectile Devices

We al so remand the application to the exam ner to

consider the patentability of the reissue clains, nost notably

clainms 17 through 22, 24 and 26, over Brenenman (alone, or in
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conbination with other prior art) in view of prior art solid
projectile devices having multiple-barrels, multiple firing
mechani sms and nmultiple triggers. W direct the examner's
attention, for exanple, to Steiner? which teaches a toy dart
gun having multiple barrels, firing nechanisnms and triggers.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 17 through 24 under 35 U. S.C. § 112, second paragraph,
is reversed, but the examner's decision to reject clains 25
t hrough 27 under 35 U.S.C. § 112, second paragraph, is
affirmed. The decision of the examner to reject clains 25
and 27 under 35 U.S.C. 8 103 is affirned. The exam ner's
decision to reject
clainms 17 through 22, 24 and 26 under 35 U.S.C. 8 103 is
reversed. Additionally, the application is renmanded to the
exam ner for consideration of the issues discussed above.

In addition to affirmng the exam ner's rejection of one
or nore clains, this decision contains a remand. 37 CFR

8§ 1.196(e) provides that

8 Steiner is classified in class 124, subclass 27, and cross-referenced
in class 124, subclass 16.
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Whenever a decision of the Board of Patent Appeals and

Interferences includes or allows a remand, that decision

shal |l not be considered a final decision. When

appropriate, upon concl usion of proceedi ngs on renand

before the exam ner, the Board of Patent Appeals and

Interferences may enter an order otherwi se making its

deci sion final

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori ginal decision

The effective date of the affirmance is deferred unti
concl usi on of the proceedi ngs before the exam ner unless, as a
mere incident to the limted proceedings, the affirned
rejection is overcone. |If the proceedi ngs before the exam ner
do not result in allowance of the application, abandonnent or
a second appeal, this case should be returned to the Board of
Pat ent Appeals and Interferences for final action on the
affirmed rejections, including any tinely request for
rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART AND REMANDED
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