THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Ex parte TERESA M OKONSKY

Appeal No. 1999-0636
Application No. 08/828, 375

ON BRI EF

Bef ore COHEN, FRANKFORT and BAHR, Admi nistrative Patent Judges.
BAHR, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 7 through 10, 16, 18, 20, 21 and 24
through 28. dains 26 and 27 were anended (see Paper No. 20

and Paper No. 21) after the final rejection. dainms 1 through

! Application for patent filed March 28, 1997. According to the
appel lant, the application is a continuation of Application No. 08/391, 546,
filed February 21, 1995, now abandoned.
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5, 22 and 23, the only other clainms remaining in the

application, have been indicated as all owabl e by the exam ner.



Appeal No. 1999-0636 Page 3
Application No. 08/828, 375

BACKGROUND

The appellant's invention relates to an expandabl e
partition kit or gate assenbly which is adapted to be nounted,
in one enbodi nent, into a wall or, in another enbodinment, onto
a finished wall. The assenbly includes a housing for storing
t he expandabl e gate in collapsed form The expandabl e gate
may be in the formof an accordion gate (2), as illustrated in
Figures 1, 2 and 5 or a rollable netting/fabric/mteri al
stored on a spool within the housing, as illustrated in
Figures 6 through 8. A copy of the clains on appeal is
contained in the appendix to the appellant's brief.?

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Mar ti nek 1, 882, 331 Cct. 11, 1932
La Mell et al. (La Mell) 4,160, 972 Jul . 10,
1979

Johnst on 4,821, 786 Apr. 18, 1989

A reference made of record by this panel of the Board is:
Chri stison 2,455,112 Nov. 30, 1948

The followi ng rejections are before us for review

2 The copy of claim20 in the appendix is an inaccurate reproduction of
the claimof record in that, in line 4, "than" should be "that."
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1. Clains 16, 18, 20, 21, 24 and 26 through 28 stand
rejected under 35 U. S.C. § 102(b) as being anticipated by
Marti nek.

2. Clainms 7, 8, 10 and 25 stand rejected under 35 U S.C. 8§
103 as bei ng unpatentabl e over Martinek in view of La Mell.
3. Claims 9 and 25 stand rejected under 35 U.S.C. 8 103 as

bei ng unpat ent abl e over Johnston in view of La Mell.

Reference is made to the brief (Paper No. 19) and the
answer (Paper No. 22) for the respective positions of the
appel l ant and the exam ner with regard to the nerits of these
rej ections.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the
determ nati ons which foll ow.

The anticipation rejection
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Turning first to the examner's rejection of independent
claim 20 as being anticipated by Martinek, the exam ner finds
t hat

Marti nek di scl oses an expandabl e partition

conprising a housing neans 11, an expandable stiff

partition 16, 17,18,19, and a panel neans 44.

| nasnuch as the links 18 are secured by pivots 19 to

the vertical bars 17 which are in turn secured to

the housing, the claimrecitation "said partition

bei ng pivotably secured to said housing neans" is

fully met [answer, page 3].

Appel I ant argues, inter alia, that (1) "pocket 11" is not
a "housing nmeans" as recited in claim?20 (brief, page 10) and
(2) the Martinek gate (16) is not "pivotably secured to said
housi ng neans” as required by the claim (brief, pages 10
t hrough 12).

As to the appellant's first argunment, we find that
Martinek's Figures 1 through 3 and 6 clearly illustrate a
shel |l -1i ke structure® attached to the wall (10) to line at

| east the upper and side faces of the recess in the wall.

That this structure is distinct fromthe wall itself is

3 Wiile the reference nuneral 11 as shown in Figures 2 and 6 appears to
be directed at this structure, the reference nunmeral 11 in Figures 1 and 3
appears to be directed nore to the recess or cavity disposed within the shell-
i ke structure.
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evident fromthe different cross-hatching used by Mrtinek.

Not wi t hst andi ng that Martinek does not refer to this structure
as a "housing" or "housing neans,” we agree with the exam ner
that this shell-like structure responds to the "housi ng neans”
[imtation of claim20.

We do, however, agree with the appellant's second
argunent that the gate (16) of Martinek is not "pivotably
secured to said housing neans.” Wile we appreciate that flat
bars (18) of Martinek's gate are pivotably nounted to vertica
bars (17) of the gate so as to permt folding and expansi on of
the gate, we note that the pivotable securenent of portions of
the gate to other portions of the gate does not neet the claim
limtation that the gate be pivotably secured to "said housing
nmeans."” Based on our review of Martinek, it appears that the
gate (16) is fixedly (not pivotably) secured at one end (end
bar 24) relative to the shell-like structure via a frame (12)

and fi xed nenber
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(26). Therefore, we have determ ned that Martinek does not
anticipate the subject matter of claim?20 or clains 16, 18, 24
and 26 through 28 which depend fromclaim20.*

Accordingly, we reverse the exam ner's decision to reject
clainms 20, 16, 18, 24 and 26 through 28 under 35 U. S.C. 8§
102(b) as being anticipated by Mrtinek.

Turning next to the examner's 35 U . S.C. § 102(b)
rejection of claim?2l1l, Mrtinek discloses a "housing neans”
(the shell-like structure as di scussed above and i ncor porated
herein), the outernost edge surface of the "housing neans”
formng a plane, and an expandable partition (gate 16) stored
wi thin the "housing neans.” The gate (16) is expandabl e well
beyond, or to the right of in Figure 1, the outernost edge
surface of the shell-like "housing neans.” Therefore, from
our viewpoint, the gate is expandable "about" an arbitrary
axis (e.g., the axis running through the sixth vertical bar 17

fromthe left) located to the right of (beyond) the outernost

4 Anticipation under 35 U.S.C. § 102 is established only when a
single prior art reference discloses, either expressly or under the principles
of inherency, each and every elenent of a clained invention. See RCA Corp. V.
Applied Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388
(Fed. Cir. 1984).
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surface of the "housing neans"” and to the left of the right

end of the gate (16) in Figure 1

Therefore, while we have carefully considered the
appel l ant's argunent on pages 14 and 15 of the brief, we do
not find it persuasive. To the extent that the appellant's
argunment is that the Martinek gate does not pivot in addition
to expanding linearly, we enphasize that claim 21 does not
recite any pivoting or pivotable securenent of the gate.
Accordingly, such a feature cannot be relied upon for
patentability of claim21.°

Accordingly, we shall sustain the examiner's rejection of
claim 21.

The obvi ousness rejections

Marti nek di scl oses an expandabl e gate assenbly conpri sing
a "housing neans" (the shell-like structure as discussed above
and incorporated herein) and an expandable gate (16) stored in

the "housing neans.” Wth regard to claim25, Martinek |acks

SIt is well settled that the particular feature or fact upon which an
applicant predicates patentability nust not only be disclosed in the
specification but also brought out in the clainms. See In re Richards, 187
F.2d 643, 645, 89 USPQ 64, 66 (CCPA 1951).
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a teaching that the gate has a height "less than approxi mately
50 inches"” and "an alarm activated by novenent of said gate."

Regardi ng the height of the gate, the exam ner's position
is that the specific height of the gate is not seen as
constituting a patentable distinction because one havi ng
ordinary skill in the art would have readily recogni zed such a
di mensi onal decision as a matter of design engi neering choice
(answer, pages 3 and 4). The appellant, on the other hand,
asserts that "[t]here is no reason to believe that anyone
woul d be notivated to reduce the size of MARTINEK to | ess than
approx. 50 inches" (brief, page 16). W agree with the
exani ner.

One of ordinary skill in the art reading the Mrtinek
di scl osure woul d have understood that the disclosed gate
assenbly is intended to forma retractable barrier across an
openi ng and woul d have appreciated that the di nensions of the
gate nust be determ ned by the particular opening sought to be
closed. Further, we find absolutely no teaching or suggestion
by Martinek that the disclosed gate is suitable only for
openi ngs of 50 inches or nore in height. Moreover, the

appel l ant has not alleged or shown that the clainmed height
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sol ves any stated problem Accordingly, we agree with the
exam ner that the particular height of the gate would have
been an obvious matter of design choice within the skill of
the art.®

The exam ner contends that it would have been obvious to
i ncorporate an audi ble alarmon the Martinek gate to detect
unaut hori zed novenent of the gate, in view of the teaching by
La Mell to provide an alarmon a barrier (answer, page 3).
The appel | ant argues on pages 15 through 17 of the brief that
t he conbi ned teachings of Martinek and La Mell woul d not have
suggested provision of an alarmon the Martinek gate because
(1) Martinek is designed to prevent novenent and bl ock passage
and thus does not need an alarmand (2) the alarmof La Ml
is adapted (by the incorporation of a delay circuit) for use
with freely novabl e barrier nenbers and thus woul d not have
suggested provision of an alarmon the rigid gate assenbly of
Marti nek.

The appellant's first argunent is not well taken. While

we appreciate that the Martinek gate is provided with a w de

6 See In re Kuhle, 526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA 1975).
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steel tape (33) as a reinforcing nenber at the top of the gate
to assure rigidity and ease of operation of the gate and
elimnate side-sway (page 1, lines 1-9), one of ordinary skil
in the art reading the disclosure of Martinek woul d have
understood that no gate is conpletely inpenetrable or tanper-
proof and woul d have recogni zed the nerits of an al arm system
to indicate unauthorized tanpering or novenent of the gate.
The appellant's second argunent is directed to the fact
that the La Mell alarmsystemis specifically adapted for use
on Venetian blinds or simlar w ndow barriers which are
subject to harm ess novenent as the result of w nd
di sturbances. The La Mell system conprises a magnet (42) on
the window sill (18) and a reed switch (40) nmounted on a | ower
rail (26) of the Venetian blind (10) which senses the
proximty of the magnet (42) thereto. Wen the blind is noved
relative to the window frame, the reed switch (40) is noved
out of proximty to the magnet (42), thereby causing the reed
switch to change states. The disclosed inprovenent in the La
Mell systemis an alarmcircuit (44), discussed in detail in
colum 6, line 39, to colum 7, line 9, which permts

actuation of the alarmgenerating device (54) only after the
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reed swtch has been out of proximty with the magnet for a
predeterm ned period of time. The alarmcircuit is designed
to prevent false alarns caused by wi nd di sturbances of the
blind while warning of a nore sustai ned novenent of the blind
caused by an intruder. The appellant's argunent is, in
effect, that such a delay to prevent false alarns would have
been unnecessary or undesirable on the relatively rigid gate
of Marti nek.

We have carefully considered this argunent, but we do not
find it persuasive. La Mell clearly teaches the desirability
of providing an alarmon a novable barrier positioned in an
opening to detect novenment of the barrier by intruders seeking
access to the opening. Wiile it may be true that a del ay
circuit in the alarmsystem would not have been considered by
one of ordinary skill in the art to be desirable for all gates
inall situations, we find the teaching of La Mell sufficient
to have suggested broadly the provision on the Martinek gate
of an alarm even if not the particular alarm system di scl osed

by La Mell, activated
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by nmovenent of the gate to warn of actual or attenpted
unaut hori zed access to the opening sought to be closed by the
gat e.

Accordingly, we shall sustain the examner's 35 U.S.C. §
103 rejection of claim25 as being unpatentable over Mrtinek
inviewof La Mell. As the appellant has conceded that the
additional limtations recited in clains 7 and 8 which depend
fromclaim?25 are disclosed by Martinek (see brief, page 17),
it follows that we shall also sustain the exam ner's rejection
of these clainms under 35 U.S.C. 8§ 103 as unpatentabl e over
Martinek in view of La Mell.

As to claim 10, we find that the "housi ng nmeans" of
Martinek, as perhaps best illustrated in Figures 1, 3 and 6,
is nounted on the structure (10), which is disclosed by
Martinek as being "a wall, janb, partition or other surface"
(page 1, lines 46 and 47). W consider the wall or other
surface (10) to be a "finished surface" as cl ai ned.
Accordingly, we shall also sustain the exam ner's rejection of
claim 10 under 35 U S. C 8 103 as bei ng unpat ent abl e over

Martinek in view of La MlI.
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Turning finally to the examner's rejection of clainms 25
and 9 under 35 U. S.C. 8§ 103 as bei ng unpatentabl e over
Johnston in view of La Mell, Johnston discloses a closure
structure for closing a doorway conprising a housing neans
(box-1ike enclosure 17) and a reel or spool of closure
mat erial (18) bordered at one end by a stabilizing nenber (19)
provi ded with supporting wheels (24) at the upper end thereof
adapted to travel in a guide nmeans (23) of a track hanger (22)
mounted to the top of the doorway. The closure material (18)
is disclosed as being screen cloth, vinyl "or other plastic
suitable for stormdoor usage" (colum 1, lines 58-62). The
box-1ike enclosure (17) is nounted to the door janb (12) and a
strip (37) of magnetic material is nounted to the other door
janb (13). As explained in colum 2, |lines 41-50, the
magnetic material enables the janb (13) to releasably nmaintain
the closure in the closed position, such that application of a
sufficiently hard force wll cause the closure to di sengage
fromthe magnetic material and automatically retract to
protect the closure whereas nere high winds will not cause the

closure to retract.
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In rejecting clains 25 and 9, the exam ner recognizes
t hat Johnston does not disclose a closure height of "less than
approxi mately 50 inches" or an alarmas required by the
clainms. However, the exam ner asserts that the specific
hei ght of the gate is nerely an obvious matter of design
choice and that it would have been obvious to provide an al arm
on the Johnston closure in view of the teachings of La Mll.

As to the height of the closure, we agree with the
exam ner that the particular dinmensions of the closure would
have been an obvious matter of design choice within the skil
of the art. As noted above, the appellant has not alleged or
shown that the clainmed height solves any stated problem One
of ordinary skill in the art having read the Johnston
di scl osure woul d have sel ected di nensi ons appropriate for the
particul ar doorway or other opening sought to be cl osed.

We have consi dered the appellant’'s argunents bridging
pages 18 and 19 of the brief that La Mell would not have
suggested providing an alarm activated by novenent of the
closure material, on the Johnston closure structure, but we do
not find them persuasive. La Mell clearly teaches the

desirability of providing an alarmon a novable barrier
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positioned in an opening to detect novenent of the barrier by
i ntruders seeking access to the opening. Wile it nmay be true
that a delay circuit in the alarmsystem would not have been
consi dered by one of ordinary skill in the art to be desirable
for all closures in all situations, we find the teaching of La
Mel | sufficient to have at |east suggested broadly the

provi sion on the Johnston closure of an alarm even if not the
particul ar al arm system di scl osed by La Mell, activated by
movenent of the closure to warn of actual or attenpted

unaut hori zed access to the opening sought to be closed by the
cl osure structure.

Wth regard to claim9, which depends fromclaim25, the
appel l ant further argues that Johnston "teaches away fromthe
mat erial as being functional as a gate in that the nechani sm
i medi ately retracts the material to protect it when the
cl osure has applied force acting on it" (brief, page 19). W
see nothing in this protective retractability feature which

precludes its function as a "gate"’ as cl ai ned.

" A"gate" is "a novable framework or solid structure, esp. one that
swi ngs on hinges, controlling entrance or exit through an opening in a fence
or wall" (Webster's New Wrld Dictionary, Third College Edition (Sinmon &
Schuster, Inc. 1988)).
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For the foregoing reasons, we shall sustain the
examner's rejection of claims 25 and 9 under 35 U. S.C. § 103
as being unpatentabl e over Johnston in view of La Mell.

REMAND TO THE EXAM NER

We remand the application to the exam ner for
consi deration of the foll ow ng issues:

(1) Do clainms 2, 3, 5, 7, 8, 10, 16, 18, 20-24 and 26-28
particularly point out and distinctly claimthe subject matter
whi ch the appellant regards as the invention, as required by
the first paragraph of 35 U . S.C. § 112? 1In particular:

(a) Wuld one of ordinary skill in the art reading the
appel l ant's di scl osure understand what is neant by "said
partition being pivotably secured to said housing nmeans such
that it is expandable at an acute angle to said axis" as
recited in claim20 (and incorporated by all clains depending

t herefrom ?

(b) I's the recitation in clains 2, 3, 5, 7, 8, 10, 18,
22, 23, 27 and 28 (and incorporated by all clains dependi ng
fromthese clains) that the housing neans is "installed,"

"mounted” or "in engagenent with" a wall or a finished surface
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comensurate in scope with the preanbles of these clains,
which recite an "expandabl e partition kit" or "expandabl e gate
assenbly"? The kit or assenbly as disclosed woul d not appear
to us to include the wall or wall surface.

(c) Wuld one of ordinary skill in the art understand
what is nmeant by the | anguage "expandabl e about an axis" as
recited in claim21?

(2) |Is the subject nmatter of clains 7-10, 16, 18, 20 and 24-
28 supported by the appellant's original disclosure, as filed
on February 21, 1995 as Application No. 08/391,546, in
conpliance with the witten description requirenent of the
first paragraph of 35 U.S.C. § 112? |In particular:

(a) Is the limtation "expandable at an acute angle" in
claim 20 (and incorporated by all clains depending therefrom
adequately supported in the appellant's original disclosure?

(b) Does the appellant's original disclosure provide
adequat e support for the gate height of "less than
approximately 50 inches” recited in claim25 (and incorporated
by all clains depending therefrom?

(3) Does Christison (U. S. Patent No. 2,455,112, issued

Novenber 30, 1948) anticipate the subject matter of any of the
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claims on appeal? Christison discloses an extensible guard
(conprising vertical nmenbers 16-18 and |inks 19) slidably
supported by neans of U bolts (29) fitting about a plurality
of disposed rods (28) secured within a cabinet (31) nounted to
awall (30). Wth particular reference to claim?20, as noted
in colum 2, lines 16-19, the U bolts are bent to permt

pi votal novenent of the entire guard about the rods (28).

This application, by virtue of its "special" status,

requires i medi ate action. Mnual of Patent Exani ning

Procedure (MPEP) § 708.01 (7th ed., July 1998). Further, it
is inmportant that the Board of Appeals and Interferences be
informed pronptly of any action affecting the status of the
appeal .

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 20, 16, 18, 21, 24 and 26 through 28 under 35 U. S.C. 8§
102(b) is affirnmed as to claim?21 but reversed as to clains
20, 16, 18, 24 and 26 through 28. The decision of the
examner to reject clains 25, 7, 8 and 10 under 35 U. S.C. §

103 as bei ng unpatentable over Martinek in view of La Mell and
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claims 25 and 9 under 35 U.S.C. 8§ 103 as bei ng unpatentabl e
over Johnston in view of La Mell is affirmed. Additionally,
the application is remanded to the exam ner for consideration
of the issues noted above.
In addition to affirmng the examner's rejection of one
or nore clains, this decision contains a remand. 37 CFR
8§ 1.196(e) provides that
Whenever a decision of the Board of Patent Appeals and
Interferences includes or allows a renmand, that decision
shall not be considered a final decision. Wen
appropriate, upon concl usion of proceedi ngs on renmand
before the exam ner, the Board of Patent Appeals and

Interferences may enter an order otherwi se nmaking its
deci sion final

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori ginal decision

The effective date of the affirmance is deferred unti
concl usi on of the proceedi ngs before the exam ner unless, as a
mere incident to the limted proceedings, the affirned

rejections are overcone. |f the proceedings before the

exam ner does not result in allowance of the application,
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abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirned rejections, including any tinely

request for rehearing thereof.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART and REMANDED

JENNI FER D. BAHR
Adm ni strative Patent Judge

| RW N CHARLES COHEN )
Adm ni strative Patent Judge )
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