TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Appeal No. 99-0638
Application No. 08/679, 023*

ON BRI EF

Bef ore MElI STER, FRANKFORT, and BAHR, Adm ni strative Patent

Judges.
BAHR, Admi ni strative Patent Judge.

! Application for patent filed July 12, 1996. According to
the appellants, the application is a continuation of
Application 08/326, 445, filed COctober 20, 1994, now abandoned.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 2, 5, 6 and 8 through 17, which are al
of the clainms pending in this application.?

W REVERSE

2 Cainse 3, 4 and 7 have been cancel ed.
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BACKGROUND

The appellants' invention relates to a vibration cancel er
on a shaft, the vibration canceler conprising at |east two
hal f-shells (2) having at | east one elastic elenent (3)
deformable in a circunferential direction, at |east two
inertial nmasses (4) and a fastening apparatus (5, 7) joining
the inertial masses to one another. The fasteni ng apparatus
of the invention conprises at |east one |link elenent (5) and a
| ock element (7). A further understanding of the invention
can be derived froma reading of exenplary claim1, which
appears in the appendix to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appealed clains are:?

H adky et al. (H adky) 5, 069, 054 Dec. 3, 1991
Snith 5, 193, 432 Mar. 16, 1993
Wl f et al. (Wlf) 5, 328, 408 Jul . 12, 1994

(filed June 30, 1992)

3 Al though not expressly relied upon by the exam ner, we
note the appellants' admtted prior art discussed in the | ast
par agr aph on page 1 of the appellants' specification, which
appears to show that a vibration canceler as clained is known,
except for the particular fastening arrangenents clainmed. In
the event of further prosecution, the exam ner nmay want to
consi der whether the clains are unpatentable over this
admtted prior art in conmbination with H adky and/or other
prior art.
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The follow ng rejections are before us for review

Clains 1, 2, 5, 6 and 12 through 15 stand rejected under
35 U.S.C. 8 103 as being unpatentable over WIf in view of
H adky.

Clainms 8 through 11, 16 and 17 stand rejected under 35
U S C 8§ 103 as being unpatentable over WIf in view of H adky
as applied to clains 1, 2, 5, 6 and 12 through 15 above, and
further in viewof Smth.*

The conpl ete text of the exam ner's rejections and
response to the argunent presented by the appellants appears
in the answer (Paper No. 21, mailed March 2, 1998), while the
conpl ete statenent of the appellants' argunent can be found in
the brief (Paper No. 20, filed Decenber 8, 1997).

OPI NI ON

1t is noted that the statenent of the rejection of claim
17 in the final rejection (Paper No. 17) indicated that claim

17 is “unpatentable over H adky et al. in view of WIf et al.
as applied to clains 1, 2, 5, 6 and 12-15 above, and further
inviewof Smth.” Froma review of the record, however, it

is readily apparent that the intended conbination was Wl f in
view of H adky, and further in view of Smth, as indicated on
page 5 of the answer. The appellants apparently are not
prejudiced by this interpretation since it is clear fromthe
brief that the appellants al so understood this to be the
rejection intended (brief, page 7).
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In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the
determ nations which foll ow.

Regarding the rejection of clains 1, 2, 5 6 and 12
through 15 under 35 U.S.C. § 103, the exam ner expressly
concedes that the vibration canceler of WIf is not in at
| east two pieces (answer, page 4). |In rejecting the clains,

t he exam ner states that it would have been obvious to one of
ordinary skill in the art at the tine of the appellants’
invention to nmake the vibration canceler of WIf of at |east
two pieces as taught by H adky "so that it would be easier to
assenbl e the vibration canceler on the shaft" (answer, page
4) .

Qobvi ousness is tested by "what the conbi ned teachi ngs of
the references woul d have suggested to those of ordinary skill

inthe art." 1nre Keller, 642 F.2d 413, 425, 208 USPQ 871,

881 (CCPA 1981). But it "cannot be established by conbining

the teachings of the prior art to produce the clained
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i nvention, absent sone teaching or suggestion supporting the

conbi nation." ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). Here,

the prior art contains no such teaching or suggestion. H adky

teaches a two-pi ece hinged cl anpi ng device for providing a

gui ck change attachnent of two shafts together in the context

of replacing a working roll assenbly in arolling mll. In

view of the disparate nature of H adky vis-4&-vis the vibration

cancelor of WIf, we are at a | oss to understand why one of

ordinary skill in the art would have been notivated to conbi ne

these two references in the nmanner proposed by the exam ner.
Therefore, it is our opinions that the reference

conbi nati on proposed by the exam ner stens only from an

I nper m ssi bl e hindsi ght reconstruction of the appellants’

i nvention wherein the exam ner has used the clains as a

tenpl ate to selectively piece together isolated disclosures in

the prior art. See In re Fritch, 972 F.2d 1260, 1266, 23

UsP@d 1780, 1784 (Fed. Cir. 1992).
Accordi ngly, we cannot sustain the standing rejection of

claims 1, 2, 5, 6 and 12 through 15 under 35 U . S.C. § 103.
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We have reviewed the teachings of Smth, but find nothing
therein which alters our viewwth regard to the basic
conmbi nation of Wl f and H adky. Accordingly, we nust |ikew se
reverse the standing rejection of clains 8 through 11, 16 and

17 under 35 U.S.C. § 103.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1, 2, 5, 6 and 8 through 17 under 35 U S.C. §8 103 is
REVERSED,

REVERSED

JENNI FER BAHR
Adm ni strative Patent Judge

JAMES M MEI STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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