THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed Novenmber 13, 1996. Accord-
ing to appellant, the application is a continuation-in-part of
Application 08/400,829, filed March 8, 1995, abandoned.
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This is a decision on appeal fromthe exam ner's
final rejection of clains 1 through 18, all of the clains

pending in this application.

Appel lant’s invention relates to a tongue cl eani ng
and treating device. O inportance to appellant is the re-
qui rement that the device be effective for cleaning the sur-
face of the tongue and particularly that portion of the
tongue’s surface that is | ocated under the taste buds. As
noted on page 1 of the specification, nuch of the surface of
the tongue is covered with taste buds which protrude fromthe
tongue and provide small areas between and under such
proj ections where bacteria, mnute food particles, and
cellular debris tend to accunmul ate. Conventional nethods of
cl eaning the tongue and applying nedication or nouth-rinse to
the tongue are said to be ineffective in dealing with the area
of the tongue surface under the taste buds. A preferred
enbodi ment of appellant’s invention is said to include a
plurality of hollow, rigid nechanical fingers (5) which gently

part the tops of the taste buds while sinultaneously



Appeal No. 1999-0739
Application 08/ 747,663

introducing a liquid under pressure, via openings (7) in the
ends of the

fingers, between the taste buds and onto the floor of the
tongue. |Independent clains 1 and 12 are representative of the
subject matter on appeal and a copy of those clains can be

found in the Appendix to appellant’s brief.

The prior art references relied upon by the exam ner
in rejecting the appeal ed cl ains are:
Curtis et al. (Curtis) 5,098, 291 Mar. 24, 1992
Nack et al. (Nack) 5,226, 197 July 13, 1993
As stated in the final rejection (Paper No. 6),
clains 1 through 6 and 8 through 17 stand rejected under 35
U S.C. 8 103 as being unpatentable over Curtis, while clains 7
and 18 stand rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Curtis in view of Nack.?2

2 Wi le the exam ner has not expressly repeated all of the
rejections applicable to the clains before us on appeal in the
exam ner’s answer (Paper No. 9), it is clear froma revi ew of
the final rejection, appellant’s brief (Paper No. 8) and the
totality of the exam ner’s answer (particularly sections 3, 6,
7 and 8) that the rejections as stated above are those that
are before us for consideration on appeal. W are at a |oss
to understand why all of the applicable prior art references
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Rat her than attenpt to reiterate the examner's ful
comentary with regard to the above-noted rejections and the
conflicting viewpoints advanced by the exam ner and appel | ant
regarding the rejections, we make reference to the final
rejection (Paper No. 6, mailed March 27, 1998) and the

exam ner's

answer (Paper No. 9, mailed October 16, 1998) for the
reasoni ng in support of the rejections, and to appellant’s
brief (Paper No. 8, filed August 21, 1998) for the argunents

t her eagai nst .

CPI NI ON

and rejections were not repeated in the exam ner’s answer.
Normal |y, rejections of clains which are not repeated in the
exam ner’ s answer are considered to have been w thdrawn by the
exam ner. See, for exanple, Ex parte Enm 118 USPQ 180 ( Bd.
App. 1957). In the present case, we note that appellant’s
grouping of the clains as set forth on page 3 of the brief in
no way relieves the exam ner of the obligation to expressly
state in the examner’s answer exactly what rejections are
before the Board for review
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In reaching our decision in this appeal, we have
gi ven careful consideration to appellant’s specification and
clains, to the applied prior art references, and to the
respective positions articul ated by appellant and the
exam ner. As a consequence of our review, we have nmade the

determ nati ons which foll ow

Looki ng at page 3 of the brief, we note that
appel l ant has indicated that independent clains 1 and 12 are
separately patentable, that dependent clains 2 through 11
stand or fall with claim11l, and that dependent clains 13
through 18 stand or fall with claim12. Thus, we focus our
di scussi ons bel ow on
i ndependent clains 1 and 12, and consi der that the dependent
clains before us on appeal will stand or fall with their

respective i ndependent clains.

| ndependent clains 1 and 12 each define appellant’s
device for cleaning and treating the tongue as including,

i nter
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alia, a plurality of rigid fingers. |In claim1, these rigid

fingers are said to provide neans for parting the taste buds
of the tongue while applying a liquid directly to the surface
of the tongue. In claim12, the rigid fingers are indicated
to be shaped and sized for novenent across the tongue and as
i ncl udi ng openi ngs where the fingers conme into contact with
the tongue for applying liquid to the tongue during use of the

devi ce.

In rejecting clains 1 through 6 and 8 through 17
under 35 U.S.C. 8 103 based on the Curtis patent, the exam ner
has taken the position that Curtis discloses, in Figure 5 an
enbodi ment of the invention therein that can be considered to
be a tongue cl eani ng device and which has a plurality of
holl ow bristles (e.g., 43 in Fig. 5, aliquid reservoir, and
nmeans for
allow ng the application of liquid to the tongue through the
holl ow bristles (see particularly, Curtis col. 6, lines 19-
60) .

Wil e recogni zing that the hollow bristles of the toothbrush
head (40) in Curtis Figure 5 are flexible and therefore not
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responsive to the “rigid fingers” limtation set forth in each
of the independent clains on appeal, the exam ner urges that
the bristles of the toothbrush head in Curtis are capabl e of

parting

the taste buds and thereby of also allowing liquid to be
delivered via the hollow bristles to the surface of the

t ongue.

Based on this determ nation, the exam ner concl udes (fi nal
rejection, page 3) that appellant has not disclosed “the
criticality of the fingers being rigid,” and urges that it
therefore woul d have been “[an] obvious matter of design
choice to enploy such limtation on the Curtis et al device
since the applicant has not disclosed that such sol ves any
stated problemor is for any particul ar purpose, and it
appears the device would work equally well with flexible

holl ow bristles.”
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Li ke appellant (brief, pages 4-8), we find the
exam ner’s rejection of independent clains 1 and 12 on appeal
based on Curtis to be inproper. 1In the first place, it is the
applicant, not the exam ner, who deterni nes what the invention
is and what features or characteristics of the invention are
important or critical for carrying out the invention. 1In the
present case, appellant has both di scl osed and cl ai med t hat
his device for cleaning the tongue includes a plurality of
rigid fingers that gently part the tops of the taste buds
whil e sinmultaneously introducing liquid between the taste buds
onto the floor of the tongue. Thus, whether or not the
exam ner considers the limtation of “rigid fingers” to be
critical to carrying out the objectives of appellant’s
invention, or nor, is irrelevant,
since appellant discloses and expressly sets forth in the
claims on appeal that the tongue cl eaning device includes
“rigid fingers” and provides his reasons why such fingers
should be rigid. As a second point, even if the holl ow,
flexible bristles of Curtis m ght be capable of functioning to

part the taste buds of a user’s tongue in the manner clai ned
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(a point of sonme debate and specul ati on since we have no idea
exactly what the flexi- bility of the bristles in Curtis may
be), it does not follow that the “rigid fingers” of
appellant’s clains on appeal lack utility or are sonehow of

| ess significance in a determnation of obviousness under 35

U S C § 103.

Wth respect to the exam ner’s conclusion that it
woul d have been nerely an obvious matter of design choice for
one of ordinary skill in the art to enploy rigid fingers on
the Curtis
device in place of the bristles (43), we nust agree with
appel l ant (brief, pages 6-7) that such a nodification is
directly contrary to the clear teachings in Curtis (col. 6,
lines 55-59) regarding the need to maintain flexibility of the
bristles therein, and would in fact destroy the toothbrush

head enbodi nent

(Fig. 5) of the Curtis device for its intended purpose. As

was
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poi nted out by appellant (brief, page 7), the clained

i nvention, when considered as a whole, is not a toothbrush and
has no such capability, but is intended only for cleaning the
tongue and is so structured as to achieve this result. By
contrast, the device seen in Figure 5 of Curtis is expressly
descri bed as being a toothbrush with flexible bristles and is
clearly intended for an entirely different use, which use
requires that device to have structural characteristics that
are distinctly different fromthose of appellant’s clai ned

t ongue cl eani ng devi ce.

Since the teachings and suggestions found in Curtis
woul d not have nmade the subject matter as a whole of clains 1
and 12 on appeal obvious to one of ordinary skill in the art
at the time of appellant’s invention, we nust refuse to
sustain the examner’s rejection of clains 1 and 12 under 35
U.S.C § 103.
It follows that the examner’s rejection of clains 2 through 6
and 8 through 11 (which depend fromclaim1) and of clains 13
t hrough 17 (which depend fromclaim 12) under 35 U.S.C. § 103

based on Curtis alone will al so not be sustained.
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We have additionally reviewed the patent to Nack

applied along with Curtis by the exam ner agai nst dependent

claims 7 and 18. However, we find nothing in this patent

whi ch woul d change our view as expressed above, i.e., nothing
whi ch woul d supply that which we have indicated above to be
lacking in Curtis. Thus, the examner’s rejection of clainms 7

and 18 under 35 U.S.C. § 103 will also not be sustai ned.

In view of the foregoing, the exam ner's decision
rejecting clains 1 through 18 of the present application under

35 US.C. 8 103 is reversed.

REVERSED

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
LAWRENCE J. STAAB ) APPEALS AND
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Adm ni strative Patent Judge

| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

CEF: psb
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Eugene R LaRoche
8407 Terra Wods Drive
Springfield, VA 22153-3515
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