The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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O/NENS, Adm ni strative Patent Judge.
DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
clainms 18-24, which are all of the clainms remaining in the

appl i cation.

THE | NVENTI ON
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The appellants claima refined magnesi um or magnesi um
all oy ingot or billet which has a recited conposition and has

no substantial porosity.! Caim18 is illustrative:

! The appel lants’ specification (page 9, |lines 14-16;
page 9, line 24 - page 10, line 2) indicates that “no
substantial porosity” means that the ingot or billet has |ess
than 5 pores per 40 cnt¥ which are larger than 0.5 mmin
di aneter, and has at nost 100 pores per 40 cnt which are
smal ler than 0.5 mmin dianeter.
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18. A refined nagnesi um or magnesi um al | oy
ingot or billet provided with no substanti al
porosity, which contains 0.1 to 10 wei ght % of at
| east one al kaline earth netal selected fromthe
group consisting of calcium bariumand strontium
and | ess than 10 weight % of at |east one corrosion
resistant netal selected fromthe group consisting
of zinc, cadmum lead, tin, silicon, nanganese and
zi rconi um

THE REFERENCE
Aki yama et al. (WO ‘238)2 WO 93/ 15238 Aug. 5,
1993
(PCT application)
THE REJECTI ON
Clainms 18-24 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over WO ‘ 238.
OPI NI ON
W affirmthe aforenentioned rejection. Because our
rationale differs substantially fromthat of the exam ner, we
denom nate the affirmance as involving a new ground of
rejection under 37 CFR 8§ 1.196(b).
The appellants state that they do not concede that a

prima facie case of obviousness has been established, but that

2 Qur consideration of this reference is based upon an
English translation thereof, a copy of which is provided to
the appellants with this decision.
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for purposes of this appeal only, the appellants do not
contest that WO ‘ 238 establishes a prinma facie case of

obvi ousness (brief, page 4). The appellants argue that their
Japanese priority application, 04-269365, filed Septenber 11,
1992, a certified translation of which has been filed by the
appel l ants, antedates WD ‘ 238 and, therefore, renders it
unavail abl e as prior art. See id.

The exam ner argues that there is no witten descriptive
support in the appellants’ ‘365 priority application for the
term “no substantial porosity” which appears in both of the
appel l ants’ i ndependent clains and that, therefore, WO 238 is
avai l able as prior art (answer, pages 3-4). It is undisputed
that this priority docunment does not state that the ingot or
billet has no substantial porosity.

The appel l ants respond that the declaration of Nakamura
(filed March 9, 1998, paper no. 9) shows that the product in
enbodiment 1 of the ‘365 priority application has no
substantial porosity (brief, pages 4-5). The appellants rely

upon Kennecott v. Kyocera, 835 F.2d 1419, 1420, 5 USPRd 1194,

1195 (Fed. Cir. 1987), cert. denied, 486 U.S. 1008 (1988). In
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Kennecott the court found that although the priority
application did not nention equiaxed mcrostructure, it was
undi sput ed conceded that the nethod in the priority
application invariably produced this mcrostructure and that
the product in all thirty of the relevant exanples had this
m crostructure. See Kennecott, 835 F.2d at 1420, 5 USPQ2d at
1196. Accordingly, the court found that the priority
application provided adequate witten descriptive support for
“a predom nantly equi axed mcrostructure” recited in the
clainms of the patent in suit. See Kennecott, 835 F.2d at
1421-22, 5 USPQ2d at 1197.

In the present case, however, it has not been established
that the clainmed ingots or billets invariably have no
substantial porosity. The appellants rely upon only one
exanple within the scope of their clains and have not
established that this exanple is representative of the ingots
or billets enconpassed by these clains. |In this exanple the
ingot is made of AZ 91 alloy having dissolved therein 0.5 wt%
calciumand 0.5 wt% zinc (declaration, page 2). The

appel l ants’ broadest claim however, enconpasses the use of 1)
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magnesi um al l oys in general, 2) calcium bariumand strontium
al one or in any conbination, in amounts of 0.1 to 10 w% and
3) less than 10 wt % (whi ch i ncludes zero) of zinc and six
ot her corrosion resistant netals, alone or in any conbination.
Even the appellants’ narrowest claim (21) enconpasses the use
of either AZ 91 or AM 60 alloy, 0.4 to 3 W% cal cium and up
to 2 wt% of bariumand/or strontium and does not require the
zinc used in the relied-upon exanple in the declaration.
Because the appellants have not established that the ‘365
priority application indicates that the ingots or billets
enconpassed by their clains invariably have no substanti al
porosity, the appellants have not shown that the priority
application provides adequate witten descriptive support for
their clained invention. Consequently, the appellants are not
entitled to the filing date of this priority application.
Hence, WD ‘238 has not been antedated and, therefore, is
avai lable as prior art. For this reason and because the
appel  ants have not chall enged the exam ner’s concl usion that
WO * 238 establishes a prima facie case of obvi ousness, we
affirmthe examner’s rejection. Because our rationale
differs substantially fromthat advanced by the exanm ner, we
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denom nate this affirmance as involving a new ground of
rejection under 37 CFR § 1.196(b).
DECI SI ON

The rejection of clainms 18-24 under 35 U . S.C. § 103 over
WO ‘238 is affirmed. This affirmance is denom nated as
i nvol ving a new ground of rejection under 37 CFR 8§ 1. 196(Db).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR
8 1.196(b) provides, "[a] new ground of rejection shall not be
considered final for purposes of judicial review™"

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197© as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner
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(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record . :
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED; 37 CFR § 1.196(h)
CHUNG. K. PAK )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
TERRY J. OVENS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
CATHERI NE TI WM )
Adm ni strative Patent Judge )
TJO sl d
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MERCHANT & GOULD P. C
P. 0. BOX 2903
M NNEAPOLI'S, MN 55402- 0903
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