The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of claims 1, 3, 4, 6-8, and 10-16, which are the only clains
remaining in the application. Cdains 2, 5 and 9 have been
cancel ed.

The clained invention relates to a circuit arrangenent for

switching the frequency range of a signal froma radi o receiver
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to a desired frequency band selected froma first frequency band
and a second frequency band. The received radio frequency
signal is phase shifted and m xed with signals froma divided

| ocal oscillator, the frequency of the local oscillator being
selected to be in the mddle of the two sel ected frequency
bands. The internediate frequency signal produced as the out put
of the m xing operation is phase shifted and filtered through
first and second bandpass filters having differing widths. The
desired internediate frequency is selected fromthe outputs of
either the first or second bandpass filters through operation of
a swtch. Appellant asserts at pages 3 and 4 of the
specification that the clained circuit arrangenment achieves the
desired result using a single selector switch, thereby avoiding
the probl ens associated with prior art nulti-swtch

arrangenents.

Claim1l is illustrative of the invention and reads as
fol |l ows:
1. A circuit arrangenent for switching the frequency range of

a radio receiver, utilizing imge frequency bands, to a
desired frequency band sel ected from between a first
frequency band having channels with a first bandwi dth and a
second frequency band having channels with a second
bandw dt h, whereby the frequency of a local oscillator is
adapt ed approximately to the mddle of the two sel ected
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frequency bands, characterised in that the circuit
arrangenent conpri ses:

- a mxer attenuating the inage frequency conprising neans
to phase-shift a received radio frequency signal, neans

to m x said phase-shifted received radio signal and a

| ocal oscillator signal, and neans to phase-shift an

i nternedi ate frequency signal resulting fromthe

m xi ng of said phase-shifted received radi o signal and

said | ocal oscillator signal, said m xer having at

| east a first output and a second output with an

i nternedi ate frequency corresponding to the first

frequency band being obtained fromthe first output of

the m xer, and an internmedi ate frequency correspondi ng

to the second frequency band bei ng obtained fromthe

second out put;

- a first bandpass filter, having a passsband [sic.
passband] with a width that substantially corresponds to the
bandw dt h of the channels of the first frequency band, coupled
to said first output of said m xer;

- a second bandpass filter, having a passsband [sic.
passband] with a width that differs fromsaid first bandpass
filter and susbstantially corresponds to the bandw dth of the
channel s of the second frequency band, coupled to said second
out put of said mxer; and

- aswitch for selecting a desired internedi ate frequency
corresponding to the desired frequency band either fromthe
out put of said first bandpass filter or the output of said
second bandpass filter.

The Exam ner relies on the followng prior art:

Perlich 4,207,532 Jun. 10,
1980

CGorrie et al. (CGorrie) 5,214, 796 May 25,
1993

ao 5,437, 051 Jul . 25,
1995

(filed Sep. 18, 1992)
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Greg Magin (Magin), “A Robust Signaling Technique for Part 15 RF
Control Network Applications”, RF Design, No. 4, pages 29-38,
(April 1993).

Clains 1, 3, 4, 6-8, and 10-16 stand finally rejected under
35 U.S.C. 8 103. As evidence of obviousness, the Exam ner
offers Gorrie in viewof o and Magin with respect to clains 1,
3, 4, 6, 7, and 10-16, and adds Perlich to the basic conbination
with respect to claim8

Rat her than reiterate the argunments of Appellant and the
Exam ner, reference is made to the Briefs! and Answer for the
respective details.

CPI NI ON
In rejecting clains under 35 U.S.C. § 103, it is incunbent

upon the Exam ner to establish a factual basis to support the

| egal conclusion of obviousness. See In re Fine, 837 F.2d 1071

1073, 5 USP2d 1596, 1598 (Fed. Cr. 1988). 1In so doing, the
Exam ner is expected to nake the factual determ nations set

forth in Gahamv. John Deere Co., 383 U S. 1, 17-18, 148 USPQ

! The Appeal Brief was filed June 11, 1998 (Paper no. 18). In response
to the Examiner’s Answer dated Septenber 2, 1998 (Paper No. 19), a Reply Brief
was filed Cctober 26, 1998 (Paper No. 20) , which was acknow edged and entered
by the Exaniner as indicated in the conmunication dated Decenmber 21, 1998
(Paper No. 21).
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459, 467 (1966), and to provide a reason why one having ordinary
skill in the pertinent art would have been led to nodify the
prior art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc.

v. Mntefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed. Gr. 1984). These show ngs by the Exam ner are an

essential part of conmplying with the burden of presenting a

prima facie case of obvi ousness. Note In re Cetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992).
Appel l ant’ s response to the Exam ner’s obvi ousness
rejection asserts the Examner’s failure to set forth a

prima facie case of obviousness since proper notivation for the

proposed conbi nati on of references has not been established. 1In
particul ar, Appellant argues (Brief, page 24) that the
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Exam ner’s rejections “...are based on assenbling a nunber of
prior art references and attenpting to nodify their teachings to
purportedly show that the conbination of these teachings would
have rendered appellant’s conbination of circuit elenents
obvi ous.”

After careful review of the applied prior art references in
light of the argunents of record, we are in agreenent with
Appel lant’ s position as stated in the Briefs. |In our view, the
Exam ner has conbi ned the general teachings of three references
related to i mage attenuating m xers in some vague manner W t hout
specifically describing how the teachi ngs woul d be conbi ned.
Thi s does not persuade us that one of ordinary skill in the art
having the references before her or him and using her or his
own know edge of the art, would have been put in possession of
the cl ai ned subject matter.

A review of the Exam ner’s analysis in the Answer reveal s
that the Exam ner has never attenpted to show how each of the
clainmed limtations is suggested by the teachings of the applied
prior art. Further, other than the fact that the Gorrie and o
references are related to frequency sel ection, the Exam ner’s
statenent of the grounds of rejection is |acking in any
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rationale as to why the skilled artisan woul d conbi ne these
prior art references. Rather than pointing to specific
information in Gorrie and o that woul d suggest their

conbi nati on, the Exam ner instead has described pieceneal
simlarities between each of the references and the clained
invention. Nowhere does the Exami ner identify any suggestion,
teaching, or notivation to conbine the Gorrie and Gto references
nor does the Exam ner establish any findings as to the | evel of
ordinary skill in the art, the nature of the problemto be

sol ved, or any other factual findings that would support a

proper obvi ousness analysis. See, e.qg., Pro-Mld & Tool Co. v.

Great lLakes Plastics, Inc., 75 F. 3d 1568, 37 USPQR2d 1626 (Fed.

Cr. 1996).

Further, it is our view that the Exam ner’s proposed
addition of Magin to the conbination of Gorrie and O o does not
cure the deficiencies of either reference, singly or in
conbi nation. Even assum ng arguendo that the recited
l[imtations of the independent clains are found in the various
references, we find no notivation for nodifying any conbi nation
of Gorrie and o in the nmanner suggested by the Exam ner.
There is nothing in the disclosures of either Gorrie or Qo to
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indicate that signaling in spread spectrum operation, the
probl em addressed by the structure of Magin, was ever a concern.
The nere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not mnake the nodification obvious

unl ess the prior art suggested the desirability of the

nmodi fication. In re Fritch, 972 F. 2d 1260, 1266, 23 USPQQd
1780, 1783-84 (Fed. Cir. 1992). The only basis for applying
Magin’s teachings to Gorrie and o conmes from an i nproper
attenpt to reconstruct Appellant's invention in hindsight.

As to the 35 U S.C. 8 103 rejection of dependent claim8
based on the conbination of Gorrie, Gto, Magin, and Perlich, we
note that Perlich was applied solely to neet the different
bandw dth feature of the claim Perlich, however, does not
overcome the innate deficiencies of Gorrie, o, Magin and,
therefore, we do not sustain the obviousness rejection of
dependent cl ai m 8.

I n concl usi on we have not sustained the Exam ner’s
obvi ousness rejection of any of the clains on appeal.
Therefore, the decision of the Exam ner rejecting clains 1, 3,
4, 6-8, and 10-16 is reversed.

REVERSED
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KENNETH W HAI RSTON
Adm ni strative Patent Judge
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