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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 2,
5 7, 9, 10, 12 through 16, and 18 through 20. These clains

constitute all of the clainms remaining in the application.

Appel lant's invention pertains to a nmethod of nmaking a
brake disk for a notor vehicle and to a disk for a vehicle

di sk brake. A basic understanding of the invention can be
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derived froma reading of exenplary clainms 18 and 19.

Si nce

the copies of clains 18 and 19 in the brief are not accurate

copies of those clainms, we rely upon the actual

file, as anended (Paper

Nos. 3 and 5).

As evi dence of obvi ousness,

docunents |isted bel ow !

clains in the

t he exam ner has applied the

Buyze 3, 486, 218 Dec. 30, 1969

Stehl e 3, 809, 192 May 7, 1974
Moore et al 4,263, 992 Apr. 28, 1981
(Moor e)

Fi sher et al 4,742, 948 May 10, 1988
(Fi sher)

Tait et al 2,228, 053 Aug. 15, 1990

(Tait) (G eat Britain)

1 On page 2 of the answer, a patent to Gassiat is |isted.
Since none of the examner’s rejections rely upon this
docunent, it appears to us that its inclusion was inadvertent
and in error. Thus, no further comment wll be nade relative
t her et o.
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The following rejections are before us for review

Clainms 18 through 20, 15, and 16 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Tait.

Clains 2 and 5% stand rejected under 35 U.S.C. § 103(a) as

bei ng unpatentabl e over Tait in view of Buyze.

Claim 7 stands rejected under 35 U.S.C. § 103(a) as being

unpat ent abl e over Tait in view of Fisher.

Clains 9, 10, and 13 stand rejected under 35 U S.C. §

103(a) as being unpatentable over Tait in view of Moore.

Claim 14 stands rejected under 35 U . S.C. 8§ 103(a) as

bei ng unpatentable over Tait in view of Stehle.

2 In the answer (page 4), the inclusion of claim4 in the
statenent of this rejection is clearly in error since claimi4
was earlier cancel ed.
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The full text of the examner's rejections and response
to the argunment presented by appellant appears in the nmain
answer (Paper No. 10), while the conplete statenent of

appel l ant's argunent can be found in the brief (Paper No. 9).

OPI NI ON

Thi s panel of the board has carefully considered
appel lant's specification and clains,® the declaration of
Rol and Martin dated February 27, 1998, and the respective
vi ewpoi nts of appellant and the exam ner. As a consequence of

our review, we nake the determ nati on which foll ows.

3 This appeal was taken fromthe final rejection of claim
12, inter alia; the sunmary cover sheet of the final rejection
(Paper No. 7) indicates that claim 12 was rejected. However,
the rejections set forth in the final rejection (as well the
rejections set forth in the first office action of Novenber
19, 1997, for that matter) do not include claim112. Thus, a
rejection of claiml1l2 is not before us. The status of claim
12 should be clarified by the exam ner.
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We procedurally reverse each of the rejections on appeal

for the reasons articul ated bel ow.

Claim18 is drawn to a nethod of making a brake disk for

a notor vehicle, conprising, inter alia, discrete ribs

unr el easably connecting two individual friction rings (froma
mat eri al selected fromthe carbon group) with each other in a
forml ocking and force-locking manner to formthe brake di sk

with internal ventilation

Claim19 sets forth a disk for a vehicle di sk brake,

conprising, inter alia, generally radially extending ribs for

forml ockingly force-Ilockingly connecting individual carbon
friction rings with each other and configured to formair

ducts for internal ventil ation.

We are unable to conprehend the neani ng of the | anguage
"in a formlocking and force-I| ocking manner"” (claim 18) and
"formlockingly force-lockingly" (claim19) in the context in
whi ch each recitation is used in the respective clains. Each
of these recitations does not appear in the original
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di scl osure.* Further, when the referenced | anguage of each
claimis read in light of the overall disclosure, we conclude
that a reasonably definite neaning therefor cannot be
ascertained. As such, it is our viewthat these recitations
render the claimed subject matter indefinite under 35 U.S.C. 8§
112, second paragraph. W enter a NEW GROUND OF REJECTI ON,

infra, addressing this matter.

To assess the noted indefinite clainmed subject matter
relative to the prior art applied in the exam ner's respective
rejections under 35 U.S.C. 8§ 102(b) and 35 U.S.C. § 103(a)
woul d require considerabl e specul ati on and assunpti ons on our
part as to what in fact is being clained. Since rejections on
prior art cannot be based on specul ati on and assunptions, we

are constrained to procedurally reverse each of the exaniner's

rejections on appeal. See In re Steele, 305 F.2d 859, 862-63,

134 USPQ 292, 295-96 (CCPA 1962) and In re Wlson, 424 F.2d

1382, 1385, 165 USPQ 494, 496 (CCPA 1970)). Being a

* The Martin declaration of February 27, 1998 uses the
| anguage "formfitting" and "force fitting" (paragraph 8),
"formlocking" and "force-locking" (paragraph 13), and "form
| ocki ng and/ or force-Ilocking” (paragraph 14).
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procedural reversal, it should be abundantly clear that the

nmerit of each appeal ed rejection has not been assessed.

NEW GROUND OF REJECTI ON

Under the authority of 37 CFR 1.196(b), this panel of the

Board enters the follow ng new ground of rejection.

Caims 2, 5, 7, 9, 10, 12 through 16, and 18 through 20
are rejected under 35 U. S.C. 8§ 112, second paragraph, as being
indefinite in neaning. W incorporate herein our analysis
above of clains 18 and 19 as to particular |anguage therein
for which no definite nmeaning can be attri buted based upon

appel l ant's underlying discl osure.

At such time that the clained subject matter is definite
in meaning, prior art may then be appropriately applied by the

exani ner.?®

> As to clainms 18 and 19, for exanple, it is apparent to
us that the exam ner should assess the patentability thereof
under 35 U. S.C. 8 103 based upon the conbi ned teachi ngs of
(continued...)
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In summary, this panel of the board has procedurally

reversed each of the examner's rejections under 35 U S. C
§ 102(b) and 35 U.S.C. 8 103(a). Additionally, we have

entered a NEW GROUND CF REJECTION i n accordance with 37 CFR

1.196(b).

°(...continued)
Buyze and Tait. Together, these references reveal the
knowl edge in the brake disk art of the alternatives of a nore
per mmnent connection (wel ding, brazing, adhesives) for
assenbl i ng separately fabricated conponents of a di sk brake
(Buyze) and of a | ess pernmanent connection (bolts and rivets)
for assenbling separately fabricated conponents of a brake
disc (Tait). Considering the overall know edge in the art
refl ected by the Buyze and Tait references, the exam ner
shoul d eval uate, for exanple, whether it would have been
obvi ous to one having ordinary skill in the art to replace the
i ndi vi dual brake plates 12 of Buyze with a pair of individual
carbon-carbon annular friction facings 12, 13, as disclosed by
Tait.
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The decision of the exam ner i s reversed.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (amended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. and Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8 1.196(b) provides that "a new ground of rejection
shall not be considered final for purposes of judicial
revi ew. "

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust exerci se

one of the following two options with respect to the new
grounds of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected clains:
(1) Submt an appropriate anmendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under
8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

REVERSED. 37 CFR 1.196(b)

RI CHARD B. LAZARUS
Adm ni strative Patent Judge

| RW N CHARLES COHEN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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