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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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! Application for patent filed April 11, 1997. According
to the appellant, the application is entitled to benefit under
35 U S.C 8 120 of an earlier filing date of August 4, 1993.
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DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allow claim1l, as anended subsequent to the final rejection.
Caim1 constitutes the only claimpending in this

appl i cation.

W REVERSE.
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BACKGROUND

The appellant's invention relates to a wall fixture. A
copy of claim1l appears in the appendix to the appellant's

brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:

Hoegger 1, 636, 364 July 19,
1927

(Hoegger ' 364)

Koeri ng 1,773,586 Aug. 19,
1930

Pudl i ner 1,897,913 Feb. 14,
1933

Hoegger 1,962, 739 June 12,
1934

(Hoegger ' 739)

Shea et al. 2,146, 654 Feb. 7,
1939

( Shea)

Claim1 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Pudliner in view of Hoegger ' 364, Shea and

Koeri ng.



Appeal No. 1999-1746 Page 4
Application No. 08/827,841

Claim1 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Hoegger '739 in view of Hoegger '364 and

Shea.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 42, muailed February 17, 1999) for the examner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 41, filed Decenber 15, 1998) for the

appel l ant' s argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
claim to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to claim1. Accordingly, we will not sustain the
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exam ner's rejections of claiml1l under 35 U S.C. § 103. Qur

reasoning for this determ nation foll ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

UsSPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clained

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The appel |l ant argues (brief, pp. 5 and 7) generally that
the applied prior art does not suggest the clainmed subject

matter. W agree.

The cl ai munder appeal requires "an anti-rotation pad
between the roomwall and the front wall of said bracket

portion."” However, this limtation is not suggested by the
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applied prior art. In that regard, while Shea does teach a
resilient ring 13 formed of insulating material as rubber
positi oned between the cow 2 and the knob 12, it is our
opi ni on that Shea woul d not have suggested nodifying either
Pudl i ner's bracket or the fixture attachnent of Hoegger ' 739
to include an anti-rotation pad between the roomwall and the

front wall of said bracket portion.

In our view, the only suggestion for nodifying either
Pudliner's bracket or the fixture attachnent of Hoegger ' 739
in the manner proposed by the exam ner to neet the above-noted
limtation stens from hi ndsi ght know edge derived fromthe
appel l ant's own di sclosure. The use of such hindsight
know edge to support an obviousness rejection under 35 U. S C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469

U S 851 (1984). It follows that we cannot sustain the

exam ner's rejections of claiml.

CONCLUSI ON
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To summari ze, the decision of the exam ner to reject
claiml under 35 U.S.C. 8§ 103 is reversed.

REVERSED

JOHN F. GONZALES
Adm ni strative Patent Judge

JEFFREY V. NASE )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
MURRI EL E. CRAWORD ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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