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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection of
claims 1-54, all the clains pending in the application. Upon
further consideration (see page 2 of the answer), the exam ner
has all owed clains 1-27, 51 and 52, |eaving for our

consideration only the rejections of clains 28-50, 53 and 54.
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Appel l ants’ invention pertains to a system and met hod whi ch
may be used by a custoner for the pick up and/or drop off of
items. More specifically, and with reference to appellants’
Figure 1, the systemincludes a plurality of sale registers 106
where transactions are recorded and a custoner receipt is
generated, a “nerchandi se pick up” (MPU) kiosk 104 where a
custoner inputs information indicating a readiness to pick up an
item for exanple, an item previously purchased at one of the
regi sters 106, a work station 108 where itens to be picked up
are stored, a “hold for nerchandi se” (HFM database 112 for
recording, storing and transmtting transaction infornmation, and
a communi cati on channel 102 for electrically connecting the
vari ous conponents of the systemto each other to transmt
I nformati on therebetween. As explained in nore detail in the
speci fication, appellants’ systemcan be used to pick up
mer chandi se, to drop off nerchandise for repair, or to return or
exchange nerchandi se. A further understandi ng of the subject
matter at issue in this appeal can be derived froma readi ng of
i ndependent clains 28, 37 and 46, copies of which appear in the

appendi x to appellants’ main brief.
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The references relied upon by the exam ner in support of

the rejections made in the final rejection are:

Lohrey et al. (Lohrey) 4, 803, 348 Feb. 7, 1989
Yehuda 5, 245, 163 Sept. 14, 1993
Rivalto 5, 482, 139 Jan. 9, 1996

Cl ains 28-32, 35-41, 44-47, 53 and 54, stand rejected under
35 U.S.C. 8 102(b) as being anticipated by Lohrey.

Cl aim48 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Lohrey in view of Rivalto.

Clains 33, 34, 42, 43, 49 and 50 stand rejected under 35
U.S.C. §8 103 as being unpatentabl e over Lohrey in view of
Yehuda.

Ref erence is nade to appellants’ main and reply briefs
(Paper Nos. 9 and 13) and to the exam ner’s answer (Paper No.
12) for the respective positions of appellants and the exam ner
regarding the nerits of these rejections.

The anticipation rejection based on Lohrey

Anticipation is established only when a single prior art
ref erence discloses, either expressly or under the principles of

i nherency, each and every el enent of the clainmed invention. See
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In re Paul sen, 30 F.3d 1475, 1478-79, 31 USPQd 1671, 1673 (Fed.
Cr. 1994) and In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655,
1657 (Fed. Cir. 1990). Anticipation by a prior art reference
does not require either the inventive concept of the clained
subject matter or recognition of inherent properties that nay be
possessed by the reference. See Verdegaal Bros., Inc. v. Union
Gl Co., 814 F.2d 628, 633, 2 USPQd 1051, 1054 (Fed. Cr.),
cert. denied, 484 U S. 827 (1987). Nor is it required that the
reference teach what the applicant is claimng, but only that
the claimon appeal “read on” sonething disclosed in the
reference, i.e., all limtations of the claimare found in the
reference. See Kalman v. Kinberly-Cark Corp., 713 F.2d 760,
772, 218 USPQ 781, 789 (Fed. Gr. 1983), cert. denied, 465 U. S
1026 (1984).

Lohrey pertains to an automated custoner interface system
for services involving drop off and pick up. A brief
expl anation of the Lohrey interface systemis found in the
abstract, which reads as foll ows:

A system for [an] automated, attendant-free custoner

interface for services such as |laundry and dry

cl eani ng processing or rental of itens such as
vi deot apes [whi ch] enabl es custoners to order services
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and pick up processed orders using a general purpose,
undedi cated credit card.

A retrieval device upon appropriate command retrieves
a custoner’s processed order and brings it to a
custoner interface panel door [28], which opens to
enabl e the custoner to pick up his processed order.

I ncluded in the custoner interface panel are a card
reader [16] for reading the custoner’s credit card, a
di splay [20] for presenting information and
instructions to the custoner, a nenu of services [30]
for selection by the custoner and a keyboard [32] or
ot her input device to select desired services. A
printer [46] is included for printing a receipt and/or
a transaction record. The systemincludes a conputer
[56, 58] at each renote nmachine facility outlet for
handl i ng functions associated with the credit card
reader, instructing the retrieval device to retrieve
orders, for operating a display, for handling the
custoner input device, and for creating a transaction
record. The general purpose conputer can al so provide
for networking between the central plant [50] and a

| ar ger nunber of renote automated customer interface
facilities, and a tel ephone, nbdem and auto dial er
preferably are included at each autonmated facility for
conmput er communi cation with the central plant.

| ndependent cl ai m 28

| ndependent claim 28 is directed to an item processing
ki osk conprising, inter alia,

custoner identifying neans for identifying a custonmer in
response to data supplied directly by the custoner;

itemidentifying means for identifying an itemfroma
dat abase based upon the identification of the custoner
by the custoner identifying nmeans, wherein the itemis
to be picked up by the custoner; [and]
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di spl ayi ng nmeans for displaying the identified
itemto the custoner

W find that the credit card reader 34 of Lohrey
constitutes a “custoner identifying neans” for identifying a
custoner in response to data supplied directly by the custoner,
as called for in claim28. W further find that the kiosk-1ike
retail outlet structure 10 of Lohrey inherently includes an
“itemidentifying means” for identifying an itemto be picked up
from a database based upon the identification of the custoner by
the “custoner identifying neans,” as called for in claim?28, in
that when a custoner cones to Lohrey’s kiosk to, for exanple,
pick up laundry or dry cleaning that had previously been dropped
off for cleaning, the itemretrieval device of the kiosk (colum
5, lines 56-68) that retrieves itens fromthe kiosk’s storage
area for delivery to the custoner nust inherently interact wth
some neans that identify and associate a particular itemin the
storage area with a particular custoner’s order. In this
regard, see colum 9, lines 61-66, and colum 10, |ines 31-40.
The exam ner has not pointed out, and it is not apparent to us,
where Lohrey discloses that the kiosk thereof includes “display

nmeans” for displaying to the custoner the particular itemcalled
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for in claim?28, nanely, the itemidentified by the clained
“Itemidentifying nmeans” from a dat abase based upon the

identification of the custoner by the clained “custoner

identifying neans.” Wile the display neans 20 of Lohrey can
di splay instructions (colum 5, |lines 50-55) or itens dropped
off (colum 6, lines 50-60), these itens do not correspond to

the identified itemthat the clained display nmeans displ ays.
For this reason, we conclude that the exam ner has not
established a prima facie case of anticipation of claim28 based

on Lohrey.

We therefore shall not sustain the standing anticipation
rejection or of claim28, of clains 29-32, 35, 36 and 53 that
depend from cl ai m 28.

| ndependent cl ai m 37

I ndependent claim 37 is directed to an item processing
nmet hod, and includes the step of

di spl ayi ng selections allow ng a custoner to
choose whether the custonmer is picking up an item
returning an itemfor exchange or refund, or dropping
off an itemfor servicing.
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We find that the custoner service panel illustrated in
Figure 2 of Lohrey perforns the step of displaying selections
all owi ng the custoner to choose whether to pick up an item or
drop off an itemfor servicing. In this regard, note the
sel ection buttons | abel ed “DROP OFF" and “PICK UP” that are
| ocated on the right side of the custoner service panel above
t he tel ephone speaker 44. See also, colum 7, lines 10-19. The
exam ner has not pointed out, and it is not apparent to us,
where Lohrey discl oses di splayi ng anong the sel ections avail abl e
to the custonmer the option of “returning an item for exchange or
refund,” which we regard as being a third service choice
different and distinct fromthe pick up or drop off service
choi ces disclosed by Lohrey. W note the exam ner’s position

(answer, page 6) that since the services listed in the claimare

connected by the alternative “or,” Lohrey does not have to

di scl ose each and every one of the listed service choices;
however, we sinply disagree with the exam ner on this point.
Furthernore, the exam ner’s position (answer, page 6) that the

di scl osure of Lohrey “woul d suggest to one skilled in the
custoner service art other normal custoner services such as item

exchange or refund” is inappropriate in that the issue before us
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here is one of anticipation under 35 U S.C. §8 102(b). 1In light
of the above, we conclude that the exam ner has not established
a prinma facie case of anticipation of claim37 based on Lohrey.

We therefore shall not sustain the standing anticipation
rejection of claim37, or of clains 38-41, 44, 45 and 54 t hat
depend from cl ai m 37.

| ndependent cl ai m 46

I ndependent claim46 is directed to an item processing
ki osk conpri si ng:
identifying neans for identifying, in response to
data supplied directly by a custoner, the custoner and
an itemto be dropped off by the custoner; and
nessage transmtting neans, responsive to the
identifying neans, for electronically transmtting a
nessage to an itemholding area in order to notify a
hol di ng area attendant of the identified item wherein
the nmessage provides a notification to the hol ding
area attendant of the custoner and the item
We find that the custoner interface panel illustrated in
Figure 2 of Lohrey, which includes credit card reader 34,
constitutes an “identifying nmeans” for identifying, in response
to data supplied directly by a custoner, the custoner and an
itemto be dropped off by the custoner. W further find that

the central processing plant 50 of Lohrey’'s system where itens
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dropped off at the kiosks are taken by a route driver for
processing, nmay be fairly considered a “holding area” within the
broad nmeani ng of that term nology, and that this “hol ding area”
Is attended by attendants. |In this regard, we do not agree with
appel l ants’” argunent (reply brief, page 6) to the effect that
claim46 requires the holding area to be |located in close
proximty to the kiosk. W also find that the transaction
record 68 recorded at the kiosk and stored in the nenory of the
ki osk’s conmputer (columm 10, lines 31-40) constitutes data
identifying the custonmer (via the custonmer’s credit card nunber)
and the item dropped off (via the listing of garment/services

i nput by the custoner) (see Figure 5). In addition, we find
that the transaction record 68 is electronically transmtted to
the central processing plant fromtinme to tine via nodem

comuni cation (colum 11, lines 1-4).

Based on these findings, we conclude that Lohrey
anticipates claim46. Mre specifically, we consider that the
“identifying nmeans” limtation of claim46 “reads on” the
custoner interface panel of Lohrey, and that the “nessage

transmtting neans” limtation of claim46 “reads on” the

10
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general purpose conputer 84 of Lohrey’ s kiosk that stores
transaction record 68 (see Figure 5 and columm 10, |ines 31-40)
and then transmts said transaction record 68 to the centra
processing plant via a nodem (see colum 11, lines 1-7). The
central processing plant 50 of Lohrey constitutes “an item

hol ding area” in that the itens dropped off by the custoner are
delivered thereto by the route driver for processing and then
hel d for delivery back to the kiosk for pick up by the custoner.
Mor eover, the transaction record 68 clearly conprises data

mat ching the identity of the customer with the item dropped off
(see Figure 5).

Accordingly, we shall sustain the standing rejection of
claim46 as being anticipated by Lohrey. W shall also sustain
the standing rejection of claim47 as being antici pated by
Lohrey since appellants have not argued this dependent claim

apart from base cl ai m 46.

The obvi ousness rejections

Claim48

11
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Cl ai m 48 depends fromclaim47 which in turn depends from
claim46. Cdaim47 requires that the “identifying neans” of
claim46 constitutes neans “for identifying the item[to be
dropped of] from a dat abase.” Claim48 further requires that

t he database [of claim47] contains identifications of

items linked to customers with respect to past

transactions, and wherein the itemidentified by the
itemidentifying means is fromthe database.

In rejecting claim48 as being unpatentabl e over Lohrey in
view of Rivalto, the exam ner found (answer, page 4) that Lohrey
shows all the features of appellants’ claimed invention except
t he dat abase of custoner histories. The exam ner also
inplicitly found that Rivalto discloses a database of customers’
past purchasing history and the use thereof to inprove strategic
product pronotional plans. Based on these teachings, the
exam ner determned that it would have been obvious to provide
the device of Lohrey with neans to store custoner histories for
advertising and pronotional purposes.

Qur difficulty with this rejection is that it does not take
I nto account that the cunulative effect of clainms 46-48 is that

“the itemidentified” by the itemidentifying nmeans of claim 48

that is fromthe database of past custoner transactions and

12
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“[the] itemto be dropped off” of claim46 are one and the sane
item Thus, even if we were to agree with the exam ner that it
woul d have been obvi ous as a general proposition to provide
Lohrey with means to store custonmer histories for advertising
and pronotional purposes, such woul d have tracked categories of
itenms (e.g., shirts, suits) rather than specific itenms. Thus,
it does not necessarily followthat “[the] itemto be dropped
off” of claim46 would be an itemfromthat database of past
transactions. Hence, even if Lohrey were to be nodified in the
manner called for by the exam ner, the claimed subject matter
woul d not necessarily result. For this reason, the standing
rejection of claim48 cannot be sustai ned.

Clainms 33, 34, 42, 43, 49 and 50

Clainms 33, 34, 42, 43, 49 and 50 have been rejected by the
exam ner as being unpatentabl e over Lohrey in view of Yehuda.

Cl ai m 49 depends fromcl aim46 and adds that the kiosk of
the base clai mincludes displaying neans for displaying an
identification of the custoner and the position of the custoner
in a queue. Cains 33 and 42 depend fromclains 28 and 37,
respectively, and contain simlar limtations. Concerning the
rejection of these dependent clains further in view of Yehuda,

13
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the exami ner maintains that it would have been obvious to
provi de the device of Lohrey with a queue control neans |ike
that of Yehuda to provide for orderly control if a nunber of
custoners desire to use the device of Lohrey at the sane tine.
Appel I ants do not dispute that it woul d have been obvious as a
general principle to provide a queue control neans in Lohrey in
vi ew of Yehuda’'s teachings. Instead, appellants argue (reply
brief, pages 8-9) that the nodified Lohrey device woul d not
result in the clained subject matter because there in no
teaching in either applied reference of providing a display
nmeans for displaying an identification of the custoner and the

position of the customer in a queue.

Appel l ants’ argunment is well taken. The exam ner has not
pointed out, and it is not apparent to us, where Yehuda teaches
or suggests that the position of the customer in the queue
shoul d be displayed on a display neans. |Instead, Yehuda nerely
teaches that a variety of paraneters, such as nunber of on-line
cl erks, nunber of clerks to be added or subtracted, current
gueue waiting tine, current queue line |length, and average

servicing tine, should be displayed. In that the exam ner has

14
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not established that the clained subject matter of any of clains
33, 42 or 49 as a whol e would have been obvious in view of the
teachi ngs of the applied references, the standing rejection of
claims 33, 42 and 49, as well as of clainms 34, 43 and 50 that

depend, respectively, therefrom cannot be sustained.

Sunmar y

The rejection of clains 28-32, 35-41, 44-47, 53 and 54 as
bei ng antici pated by Lohrey is reversed as to clains 28-32, 35-
41, 44, 45, 53 and 54, but is affirmed as to clains 46 and 47.

The rejection of claim48 as bei ng unpatentabl e over Lohrey
in viewof Rvalto is reversed.

The rejection of clains 33, 34, 42, 43, 49 and 50 as being
unpat ent abl e over Lohrey in view of Yehuda is reversed.

The decision of the examiner is affirnmed-in-part.

15
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

Affirned-in-part

| AN A. CALVERT
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge
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