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DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allowclains 1, 6, 20, 26, 28 and 29, as anended subsequent to

the final rejection.? dains 10, 11, 13, 25 and 27 have been

! See the anendment filed August 26, 1998 (Paper No. 11).
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allowed. dains 2 through 5, 7 through 9, 12, 14 through 19

and 21 through 24 have been cancel ed.

W AFFI RM

The appellant’s invention relates to a golf putter with

adj ust abl e characteristics. A nore conpl ete understandi ng of

the invention can be derived froma reading of exenplary claim

1, which appears on page 14 of the brief (Paper No. 15).
The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Kenon 3,848, 737 Nov.

1974

Ebbi ng 4,121, 832 Cet .

1978

Huggi ns et al. 4, 156, 526
29, 1979

( Huggi ns)

Tucker, Sr. 5,332,214 Jul .

1994
( Tucker)

Fi sher 5, 458, 332 Cet .

1995

Sturm 5, 690, 562 Nov.

1997
(filed Sep. 3,
1996)
The following rejections are before us for review

(1) clainms 1 and 20 stand rejected under 35 U. S.C. §

102(b) as being anticipated by Fisher;

19,
24,

May

26,

17,

25,
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(I'l) claim6 stands rejected under 35 U S.C. 8§ 103(a) as
bei ng unpat ent abl e over Fi sher;

(I'11) claim26 stands rejected under 35 U . S.C. 8§ 103(a)
as being unpatentabl e over Fisher in view of Kenon;

(I1'V) claim?28 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpat ent abl e over Fisher in view of Ebbing, Huggins,
Tucker and Sturm and

(V) claim?29 stands rejected under 35 U . S.C. §8 103(a) as
bei ng unpat ent abl e over Huggins in view of Fisher.?

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 16) for
the exam ner's conplete reasoning in support of the
rejections, and to the brief (Paper No. 15) for the
appel l ant’ s argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to the appellant’s specification and

2 Fisher was included in the answer as evidence to support the § 103
rejection of claim29 in response to the | anguage inserted into the claim by
Paper No. 11 (answer, pages 3 and 4).
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clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the
determ nation which foll ows.

Rej ection (1)

Initially, we note that appellant has indicated that
claims 1 and 20 stand or fall together (brief, page 5).
Accordingly, with respect to Rejection (1), we select

i ndependent claim1 for

review and claim?20 will stand or fall with claiml1l. 37 CFR
8§ 1.192(c) (7).

Fi sher discloses a golf putter 10 having a head 12, a
shaft 14 received in a recess 18 forned in the upper surface
20 of putter head 12 (Fig. 2). Head 12 includes a forward
face 24 having a rectangul ar recess 22. A flexible
pol yur et hane pad or insert 26 having a golf ball inpacting
forward surface 28 is nounted or installed in recess 22. Pad
26 is constructed fromsolid pol yurethane havi ng a hardness
that is selected according to a golfer's preference. To

4
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adjust for different putting distances, different pads of the
sanme hardness provide a decrease in rebound by energy
absor ption between club head 12 and ball 50 of substantially
| ess than 100% of an ideally "live" standard, and preferably
in the range of 12.5%to 50.0% of the ideal. For exanple, a
rebound factor of about 12.5% nmay be provided for a short
putt, a rebound factor of about 25% may be provided for a
medi um putt, and a rebound factor of about 50% may be provi ded
for a long putt.

At col. 5, lines 6 through 13, Fisher teaches that

[ d] ependi ng upon the distance of the golf ball from

the cup (not shown) and the degree of control and

feel required to sink the putt, the golfer can

preselect a pad 26 froma set of pads to be inserted

in a putter 10, (or, froma multi-putter set of
putters enbodyi ng

the present invention, nmay select a putter) for,
say, a 12.5% 25% 37.5% or 50.0% rebound factor.
In either case, the pads 26 may be col or coded for
ease of identifying the pad to the distance.
(Enphasi s added)

Caim1 calls for a golf club for putting conprising a

putter body having a shaft connection region and a bal
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striking surface with a recess, a shaft secured to the putter
body, and
a ball striking insert fabricated froma

materi al selected fromthe group consisting of

titanium graphite, PTFE, copper, brass, nylon,

resinous plastic material, polycarbonate resin,

al um num and steel, said ball striking insert

det achably nmounted in said recess, said insert

having | ength, wi dth and depth di nensi ons cl osely

mat ching said recess so as to forma ball striking

face substantially coplanar with said ball striking

surface, whereby the putting characteristics of said

golf club can be varied by using ball striking

inserts of different weight, texture and hardness.

It is the exam ner’s position that the pol yurethane pad
di scl osed by Fisher is “a ball striking insert fabricated from

resinous plastic material” (answer, page 3). As to the

“whereby” clause of claim1, the exam ner has determ ned that
the putting characteristics of the golf club disclosed by
Fi sher can al so be varied by using inserts of different
wei ght, texture and hardness. The exam ner points out that
claim1 does not require

a plurality of inserts having different weight, texture and
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hardness, only that if such inserts are used, the putting

characteristics of the golf club can be varied (id. at 7).
Anticipation is established only if each and every

el ement set forth in the claimis found, either expressly or

i nherently described, in a single prior art reference.

Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 631, 2

USPQ2d 1051, 1053 (Fed. Cr.), cert. denied, 484 U S. 827

(1987). The inquiry as to whether a reference anticipates a
cl ai m nust focus on what subject matter is enconpassed by the
cl ai m and what subject matter is described by the reference.

As set forth by the court in Kalnman v. Kinberly-d ark Corp.

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert.
deni ed, 465 U. S. 1026 (1984), it is only necessary for the
clains to "'read on' sonething disclosed in the reference,
i.e., all Iimtations of the claimare found in the reference,
or '"fully nmet' by it."

Appel | ant does not argue that polyurethane is not a
resinous plastic material. Rather, appellant argues that
since Fisher discloses a putter in which all of the pads are

constructed from pol yurethane, Fisher fails to disclose: (1) a
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golf club in which the insert is constructed fromone of a
group of materials having varying hardness; (2) pads
constructed from titanium graphite, PTFE, copper, brass,

nyl on, resinous plastic

mat eri al, polycarbonate resin, alum numor steel; and (3) pads
having different weights or textures (brief, pages 6 and 7).

Li ke the exam ner, we are not persuaded by appellant’s
argunments. Caim1l does not require a plurality of pads
fabricated fromdifferent materials or having different
wei ght, texture or varying hardness. Rather, claim1l requires
a ball striking insert fabricated froma material selected
froma group of materials which includes resinous plastic
material. Appellant would have us read into claiml
limtations which are contrary to the plain words of the

claim sonething that we sinply cannot do. See In re Zletz,

893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989).
Thus, we will not read claim1l1l as requiring a plurality of
ball striking inserts fabricated fromdifferent materials

having different weight, texture and hardness.
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Appel | ant has not explained, nor is it evident, why the
putting characteristics of the golf club disclosed by Fisher
woul d not be varied, if the club were used with inserts of
di fferent weight, texture and hardness. Thus, the exam ner’s
determi nation that Fisher discloses, expressly or under
princi ples of inherency, each and every el enment of the

invention recited in claiml is well taken.

Therefore, we will sustain the standing 35 U S.C. §
102(b) rejection of claim1l as being anticipated by Fisher.
It follows, based on appellant’s grouping of clainms 1 and 20,
supra, that the standing 35 U . S.C. 8 102(b) rejection of claim
20 wil | al so be sustai ned.

Rej ection (11)

Claim6 is dependent on claim1 and further requires that
the recess and the ball striking insert both have chanfered
corner portions.

Appel | ant does not contest the exam ner’s determ nation
that putting chanfered corner portions on the insert taught by

Fi sher woul d have been an obvious matter of design choice.

9
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Rat her, appel |l ant argues that Fisher does not teach, suggest
or disclose a golf club in which the insert is constructed
fromone of a group of materials having varying hardness or
pads constructed froma group of materials having different

wei ghts or textures

(brief, pages 7 and 8). For the reasons set forth, above, in
our discussion of the rejection of claim1, we find
appel l ant’ s argunents equal ly unpersuasive with respect to the

rejection of claimb®.

Therefore, we will sustain the rejection of claim6 under
35 U.S.C. 8§ 103 as being unpatentabl e over Fisher.

Rejections (I11), (1V) and (V)

Wth respect to each of the standing 35 U.S.C. § 103
rejections of claim26 over Fisher in view of Kenon, claim28
over Fisher in view of Ebbing, Huggins, Tucker and Sturm and
claim?29 over Huggins in view of Fisher, appellant again
argues that Fisher does not teach, suggest or disclose a golf
club in which the insert is constructed fromone of a group of

10
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mat eri al s havi ng varyi ng hardness or pads constructed froma
group of materials having different weights or textures
(brief, pages 8 and 9).

Claim 26 does call for “a plurality of ball striking
inserts,” but does not require that the inserts be constructed
fromdifferent materials or have different hardness, weight or
texture as appellant seens to suggest. Rather, claim 26
requires
that each insert be “fabricated froma material selected from
the group consisting of titanium graphite, PTFE, copper,
brass, nylon, resinous plastic material, polycarbonate resin,
al um num and steel .”

Fi sher teaches a set of golf putter inserts with each
i nsert being constructed of polyurethane, a resinous plastic
mat eri al ,
and having the sanme hardness and a different rebound factor.
Thus, the limtation of claim26 that each insert is
“fabricated froma material selected fromthe group consisting
of titanium graphite, PTFE, copper, brass, nylon, resinous

plastic material, polycarbonate resin, alum num and steel” can

11
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be read literally on the set of inserts taught by Fisher.

Caim28, like claiml1, calls for

a ball striking insert fabricated froma materi al

selected fromthe group consisting of titanium

graphite, PTFE, copper, brass, nylon, resinous

plastic material, polycarbonate resin, alum num and

steel, said ball striking insert detachably nounted

in said recess, said insert having length, width and

dept h di nensions closely matching said recess so as

to forma ball striking face substantially copl anar

with said ball striking surface, whereby the putting

characteristics of said golf club can be varied by
using ball striking inserts of different weight,
texture and hardness.

Caim?29 calls for a ball striking insert having a bal
striking face fabricated froma nmaterial selected fromthe
group
consi sting of titanium graphite, PTFE, copper, brass, nylon,
resi nous plastic material, polycarbonate resin, alum num and
steel .

Thus, the features which appellant argues are lacking in
Fi sher are not found in either of clains 28 or 29.
Accordingly, we are constrained to sustain the standing 35

US. C 8 103 rejections of clains 26, 28 and 29.

12
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The exam ner’s decision rejecting appealed clains 1, 6,
20, 26, 28 and 29 is affirned.
No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
| RWN CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOHN P. MCQUADE ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
vsh
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