THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore COHEN, McQUADE, and GONZALES, Administrative Patent
Judges.

COHEN, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 21
t hrough 27 and 29 through 37, as anmended subsequent to that
rejection. These clains constitute all of the clains

remai ning in the application.
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Appel lants’ invention pertains to a street hockey puck
and to a method of manufacturing a hockey puck resistant to
rising froma face to its edge upon interaction with playing
surface irregularities. An understanding of the invention can
be derived froma reading of exenplary clainms 21 and 37, a
copy of which appears in the APPENDI X to the brief (Paper No.

25) .

As evi dence of obviousness, the exam ner has applied the

docunent specified bel ow

Bigornia et al. (Bigornia) 5,284, 343 Feb. 8, 1994

The followng rejection is before us for review

Clainms 21 through 27 and 29 through 37 stand rejected

under 35 U.S.C. 8 103 as bei ng unpatentabl e over Bigornia.

The full text of the examner's rejection and response to
the argunent presented by appellants appears in the answer
(Paper No. 26), while the conplete statenent of appellants’

2



Appeal No. 1999-1986
Appl ication 08/ 677,776

argunment can be found in the brief (Paper No. 25).
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As acknow edged by the exam ner (answer, page 2),
appel l ants have indicated that clainms 21 through 27 and 29
through 37 stand or fall together. Accordingly, we select
i ndependent claim?21 for review on appeal, with the remaining
clains standing or falling therewith. W do note, however,
that the other independent clainms 29 and 37, akin to claim 21,
include limtations pertaining to the weight being
substantially novable in three dinmensions both parallel and
perpendi cul ar to faces of the puck, with sufficient freedom of
nmovenment to permt the weight to permt the central axis of
the weight to becone angularly offset fromnormal to the faces
and to permt the weight to sinultaneously contact both of the
faces so that the puck will nore readily topple when rolling

on it side.

CPI NI ON

I n reaching our conclusion on the obviousness issue

raised in this appeal, this panel of the board has carefully

consi dered appellants’ specification and claim?21, the applied
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patent,! the declaration of Kevin S. Chinn dated June 5, 1997,
and the respective viewoints of appellants and the exam ner.
As a consequence of our review, we nmake the determ nation

whi ch foll ows.

We reverse the examiner’s rejection of appellants’

cl ai ms.

Initially, we note that appellants disclose
(specification, pages 5 and 6) a weight 16 (Fig. 6) that is
free to nove in a cavity of a puck both parallel and
per pendi cul ar to faces of the puck. The center of nass of
wei ght 16 may nove such that the center of mass of the puck is
variable in three dinensions in the cavity. Appellants

additionally explain (specification, page 6) that

Y'In our evaluation of the patent relied upon, we have
considered all of the disclosure thereof for what it would
have fairly taught one of ordinary skill in the art. See In
re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966).
Additionally, this panel of the board has taken into account
not only the specific teachings, but also the inferences which
one skilled in the art woul d reasonably have been expected to
draw fromthe disclosure. See In re Preda 401 F.2d 825, 826
159 USPQ 342, 344 (CCPA 1968).




Appeal No. 1999-1986
Appl ication 08/ 677,776

by creating a variable center of mass, the
wei ght having freedomto nove within the
cavity causes the puck to nore readily

t oppl e
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when rolling on its side or corner and tends

to maintain the puck in a position substantially

parallel to the playing surface.

Claim?2l1l is drawn to a street hockey puck conpri sing,
inter alia, a cylindrical body having a side and upper and
| oner faces, with the side and | ower face defining a cavity,
and a weight within the cavity and having at | east one linear
di mrension greater than the di stance between the faces and
bei ng substantially novable in three dinmensions both parall el
and perpendicular to the faces of the puck, with sufficient
freedom of novenent to permt the weight to permt the centra
axis of the weight to becone angularly offset fromnormal to
the faces and to permt the weight to simultaneously contact
both of the faces so that the puck will nore readily topple

when rolling on it side.

The sol e evidence of obviousness applied by the exam ner
is the patent to Bigornia. |In particular, the exam ner
focuses upon Figs. 4A and 4B of the reference as a basis for
reachi ng the conclusion that the hockey puck taught therein

woul d have been suggestive of the present invention to one
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having ordinary skill in the art. W disagree.

It is readily apparent to us that the clear objective of
the patentee Bigornia is to provide a variable wei ght puck so
as to effect a heavier puck for nore experienced players and a
lighter puck for |ess experienced players. Wth that
objective in mnd, the patentee discloses an enbodi ment (Fig.
6) that includes up to 6 thin, circular netallic disks stacked
in a puck cavity to provide extra weight. To create a lighter
puck, a puck cover 14 is unscrewed, and a nunber of the disks

are renoved

The exam ner, viewng the showing in Figure 4 of
Bigornia, is of the opinion that it would have been obvious to
one having ordinary skill in the art to provide the disks with
| arger holes to enable the weights to be nore readily added
and renoved, which nodification according to the exam ner
woul d all ow the weight to be novable in three di nensions and
i nherently cause the puck to topple fromthe side when rolling

(answer, page 3).



Appeal No. 1999-1986
Appl ication 08/ 677,776

This panel of the board readily perceives fromits
readi ng of the Bigornia docunent, as a whole, that only with

i nper m ssi bl e hindsi ght and i nappropriate reliance upon
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appel l ants’ own teaching in this application, would one have
been able to derive the specifically defined street hockey
puck of claim21l. In other words, and consistent with the

vi ew of decl arant Chinn (paragraph 8), the overall Bigornia

di scl osure | acks any suggesti on what soever that woul d have
notivated one skilled in the art to so alter the holes in the
disks as to allow the disks to sinultaneously contact both
faces of the puck cavity, as now clainmed. The Bigornia
reference is sinply not sound evidence of obviousness relative

to the invention on appeal.
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In summary, this panel of the board has reversed the

rejection of appellants’ clains under 35 U S.C. § 103.

The deci sion of the exam ner is reversed.

REVERSED
)
| RW N CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOHN P. McQUADE )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
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McDONNELL, BOEHNEN & BERGHO f
300 South Wacker Drive
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